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PART I 


TRADE-MARK BOUNDARIES 
Stewart L. Whitman* 


In England, recently, a soap manufacturer charged that his trade-mark “Sun- 
light” was infringed by the use of “Sunniwite” on a soapless detergent. Although 
the plaintiff's trade-mark had been used on soap only, it was registered both for 
soap and for soapless detergents, and the defendant counterclaimed to rectify 
the register by striking out the soapless goods from the plaintiff's registration. The 
plaintiff’s claim of infringement was sustained and the counterclaim dismissed.’ 

The one element of unusual interest in this case is the explanation with which 
the plaintiff met the evidence of nonuser of his trade-mark on soapless products : 
That it would be difficult commercially for the same mark to be used on both.* 

A trade-mark, the commercial signature of a manufacturer or merchant, nor- 
mally may be used without commercial difficulty on whatever merchandise he 
manufactures or sells. It identifies him as the source of the goods on which it is 
used regardless of their nature. The statement that it would be commercially diffi- 
cult to use the trade-mark “Sunlight” on both soap and a soapless detergent was 
a recognition in practical terms of the existence of a class of trade-marks whose 
potential uses are limited as a result of their association with specific products. 
Mr. Justice Holmes described a trade-mark of this type as “a single thing coming 
from a single source.””* 

Such trade-marks are valid, because their primary function still is to identify 
the source of the goods, but, just as a word which originally was descriptive, by 
long, extensive and exclusive association with the goods of one producer may 
acquire a secondary trade-mark meaning and thus become a trade-mark, so, by a 
similar process, a word used as a trade-mark on goods with respect to which, 
originally, it had no meaning whatsoever other than its trade-mark meaning, by 
long, exclusive and extensive use with a specific product can acquire a secondary 
descriptive meaning in association with that product. So long as this, secondary 
meaning remains secondary in the literal sense and the primary meaning of the 
word continues to be its trade-mark meaning, such a word does not cease to be a 
trade-mark. However, there are boundaries to its potential uses which are peculiar 
to this class of trade-mark. When a trade-mark has a secondary meaning relat- 
ing to a specific product, its use by the trade-mark owner on a different product 
of the same general type or class may be not only “difficult commercially” but 
even deceptive, and if the new use is deceptive, then, under the doctrine of “unclean 
hands” as it is applied to trade-marks, the trade-mark may be denied the protection 





* Member of the New York Bar. ; 
1. Lever Brothers Port Sunlight Ltd. v. Sunniwite Products Ltd., 66 R. P. C. 84 Ch. Div. 
2. Id. at page 85. 

3. Coca-Cola Co. v. Koke Co., 254 U. S. 143, 146 (1920). 
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of the courts. Exclusive association between a trade-mark and a specific product 
can thus create boundaries to the legitimate uses of the mark that are peculiar 
to trade-marks of this class. 

The possibility that the conditions which create a commercial difficulty in 
the use of a trade-mark may also cause deception of the public, appears to have 
been recognized in a Massachusetts decision involving a cosmetic cream sold 
under the trade-mark “Sealskin” and manufactured under a secret process that was 
known only to the defendant. For a term of years, the plaintiff had the exclusive 
right to sell his product, and the court came to the conclusion that after the parties 
had ceased to do business under their contract, the plaintiff could not use the 
trade-mark “in any practical manner for the purpose of identifying himself as the 
seller of the goods, without also, to some extent at least, sanctioning the false impli- 
cation that the goods were those that he had formerly sold under the trade-mark,” 
namely, the cosmetic cream manufactured by the defendant under the defendant’s 
secret formula.‘ 

If the trade-mark “Sealskin” had not acquired a secondary meaning associated 
with a secret formula, the owner of the trade-mark could have continued to use 
it on cosmetic creams made under another process ;° and if the trade-mark ‘“Sun- 
light’”® had not acquired a special connotation in relation to soap, there would 
have been no commercial difficulty in extending its use to a soapless detergent, thus 
giving the owner of the trade-mark an opportunity to derive new benefits from 
the good will associated with the mark. 

The Massachusetts Court cited the “4711” decision which shows that although 
use confined to one specific product tends to give to a trade-mark a secondary 
meaning, such exclusive use is not requisite. The trade-mark “4711” for many 
years had been used on cologne manufactured in Germany under a secret formula 
and also on articles other than cologne with which the secret formula was not 
involved. In 1918, the Alien Property Custodian seized and assigned the Ameri- 
can business, including the trade-mark and local good will but not including the 
secret formula, because the secret formula could not be found in the United States. 
In relation to articles other than cologne, “4711” had only one meaning, its trade- 
mark meaning indicating the origin of the goods; but in relation to cologne, “4711” 
meant not only this but also that the cologne was manufactured under a secret 
recipe. When suit was brought to enjoin the infringement of the trade-mark, the 
existence of this secondary meaning caused the court to limit protection of the 
trade-mark to its use on articles other than cologne.’ 

In this case, representations to the public with respect to the secret formula 
were largely responsible for the creation of the secondary meaning of the trade- 
mark. As the Circuit Court of Appeals said these representations “impressed upon 
the mark a substantial guarantee that any cologne bearing said mark was made 


4. Grills v. Miller, 76 U. S. P. Q. 240, 243 (1947). 

5. Andrew Jergens v. Bonded Products Corp., 21 F. 2d 410 (C. C. A. 2, 1927); Royal 
Milling Co. v. J. F. Imbs Milling Co., 44 App. D. C. 207 (1915). 

6. Lever Brothers Port Sunlight Ltd. v. Sunniwite Products Ltd., 66 R. P. C. 84 (Ch. 
Div. 1949). 

7. Mulhens & Kropff v. Ferd. Muclhens, Inc., 43 F. 2d 934 (C. C. A. 2, 1930). 
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according to said original recipe.”* But the rule applied in the “4711” case is 
not limited to cases where it is shown that there were express representations of 
such a nature, for a trade-mark may acquire such a secondary meaning even 
though such express representations have not been made. The Circuit Court of 
Appeals made this clear in its opinion on a motion to make its mandate more 
specific. It was on the existence of the secondary meaning of the trade-mark 
“4711” in association with cologne rather than on any specific representations 
with respect to the secret formula, that the decision was based. 

In an earlier decision”® recognizing this situation, the main question was the 
right to use secret processes which had belonged to a firm after dissolution of 
the firm. It was held that the trade-mark names used in connection with prepa- 
rations made by the secret processes could not be transferred without the right 
to use the processes: “. . . to permit the trade-marks to be used in connection 
with any other substances would be to perpetrate a fraud on the public.” 

In a controversy over rights in the trade-mark “Solar” for baking powder™ 
which the plaintiff had manufactured and the defendant had sold, the plaintiff’s 
claim of right depended on an assignment from a concern that had used the mark 
on an alum baking powder. The plaintiff changed the formula by substituting 
phosphate for alum. The Court explained the significance of these ingredients, 
and said (p. 454): 

Keeping in mind, then, that whatever rights Engler acquired from Sherman Bros. & 

Co. in the use of the word “Solar” as a trade-mark, and subsequently transferred to the 

complainant, were originated and identified strictly with an alum powder, it will be seen 

that the question under consideration is serious. In my judgment the substitution of one 
important ingredient for another, in the manner it was admittedly done in this case, 
worked a forfeiture of whatever trade-mark rights the complainant otherwise would have 
had in the word “Solar.” There is no gainsaying the fact that such rights were acquired 

in connection with an alum powder. <A phosphate powder is a different powder, and 

whether better or worse than a cream of tartar or an alum powder is wholly immaterial. 

Although their potential uses are thus limited, trade-marks of this character 
have become increasingly popular and numerous. They have been found useful 
in the initiation of the countless new products that characterize the markets of 
the present day. This is vividly illustrated by many pharmaceutical trade-marks, 
and the American Medical Association concedes that a manufacturer who under- 
takes the expense of a practical development of a new remedy has the right to the 
protection provided by the use of a trade-mark in association with the new remedy 
“and may not feel justified in undertaking the risk if this right is denied.” 
The Association therefore gives its official approval to such trade-marks for new 
remedies, even though, where pharmaceutical products that are not new or original 
are concerned, it is of the opinion that “the legitimate interests of the producer 
are sufficiently served by identifying such products by appending the name of the 
manufacturer or agent, or by the use of a general brand mark.”” 


8. Id. page 939 

9. Mulhens & Kropff v. Ferd. Muelhens, Inc., 48 F. 2d 206. 

10. Baldwin v. VonMicheroux, 5 Misc. (N. Y.) 386 (1893). 

11. Independent Baking Powder Co. v. Boorman, 175 F. 448 (C. C. D. N. J., 1910). 

12. Official rules of the Council on Pharmacy and Chemistry of the American Medical 
Association, published in New and Non-official Remedies, 1948, pp. XX and XXI. 
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The distinction between trade-marks associated with particular products and 
trade-marks of a more general nature is not often so clearly stated. In fact, 
the existence of a class of trade-marks having secondary descriptive meanings 
is not widely or readily acknowledged. This is understandable because of a normal 
reluctance to acknowledge descriptiveness in any trade-mark. However, such 
secondary descriptiveness does not of itself invalidate a trade-mark, and where 
it does exist it seems wise to recognize it and also to recognize the boundaries 
peculiar to the trade-mark because of the fact that it is a mark of this type. The 
recognition of these boundaries may influence the choice of measures to protect the 
mark. Thus, for example, trade-marks that have become intimately associated 
with particular products are peculiarly vulnerable to the danger of loss of dis- 
tinctiveness resulting from popular use of the trade-mark word in a descriptive 
sense to identify the specific goods, rather than in a trade-mark sense to identify 
their origin. The trade-mark bar has been acutely aware of this danger and sensi- 
tive to its implications since the Second Circuit Court, in 1936, held that a trade- 
mark word may become a generic name regardless of effort on the part of the trade- 
mark owner to prevent this, and that if this happens the use of the trade-mark as 
a descriptive word cannot be prevented.” The more popular the trade-mark, the 
greater this danger. The extension of the use of a trade-mark to additional products 
is often advised as a safeguard against such loss of distinctiveness. Such advice 
is generally sound but it should include a warning against uses that might be 
commercially difficult and even deceptive; otherwise, the very steps taken to pro- 
tect the mark could in the end deprive it of the right to protection. 

The lack of adequate discussion and explanation of this class of trade-marks, 
particularly in relation to the boundaries to their use, extends to decisional law. 
In the decisions involving trade-marks associated with secret formulae and the 
other cases above discussed, the problem is recognized and the boundaries are set ; 
and in the “Sunlight” case, the plaintiff itself had recognized the boundaries to the 
use of its trade-mark, and the dismissal of the counterclaim by the English Chan- 
cery Court in effect approved the plaintiff’s position. 

The Supreme Court, in a footnote to its decision in a patent case,”* refers to the 
rule that a trade-mark may not be used as a means of misrepresentation, citing 
(1) the “Syrup of Figs” case,"° where the claimed trade-mark was originally and 
primarily descriptive of an ingredient of the product and where trade-mark rights 
could exist only if the word had acquired a secondary trade-mark meaning 
and (2) the “4711” case, where the claimed trade-mark was originally and 
primarily a trade-mark but had acquired a secondary descriptive meaning. In each 
of these two cases, protection of claimed trade-mark rights was denied because 
the mark had been used in a way that would deceive. In the “Syrup of Figs” case, 
the misrepresentation was related to the primary descriptive meaning of the word. 
The legitimate use of the mark was bound by this primary descriptive meaning, 


13. DuPont Cellophane Co. v. Waxed Products Co., 85 F. 2d 75, 82 (C. C. A. 2, 1936). 

14. Carbice Corp. of America v. American Patents Development Corp., 283 U. S. 27, 35 
(1931). 

15. Worden v. California Fig Syrup Co., 187 U. S. 516. 

16. Mulhens & Kropff Inc. v. Ferd. Muelhens Inc., 43 F. 2d 937. 
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Use of the trade-mark beyond this boundary made it misdescriptive and deceptive. 
In the “4711” case, the misrepresentation was related to the secondary descriptive 
meaning of the trade-mark, the coundary of a trade-mark of this type. 

The following cases indicate the boundaries which the courts and also the 
Federal Trade Commission have set to the use of descriptive words and geo- 
graphical names claimed as trade-marks. They also indicate the boundaries which 
the courts and the Federal Trade Commission are likely to set to the use of trade- 
marks which by association with particular products have acquired secondary 
descriptive meanings. 

In a suit to protect the name “Prince’s Metallic Paint, relief was denied 
on the ground that these words, claimed as the plaintiff's trade-mark, had been 
used so as to deceive purchasers. The grounds on which this decision was based 
are stated in part by the Court of Appeals as follows (p. 37): 


9917 


. .. The label was an assurance to purchasers that the paint to which it was attached 
was made from the ore of the Prince mine, and was a guarantee that they were receiving 
paint so manufactured. By affixing the label to paint manufactured from other ores the 
plaintiff availed itself of the credit which pertained to paint manufactured from the Prince 
ore bed, to put upon the market paints manufactured from other ores, without so far as 
appears, disclosing the difference of origin. Purchasers were deceived and the plaintiff 
reaped the advantage of the deception. 


The Court further held that the plaintiff's position would not be helped by 
the fact that the paint sold under the trade-mark name was as good as that made 
from the ore of the original mine, nor was the plaintiff helped by the finding that 


it had acted without any actual intent to defraud. In deciding this case, the Court 
of Appeals cited a number of decisions involving the doctrine of “unclean hands” 
as applied to trade-marks, pointing out, however, that the instant case differed 
from these (p. 38): 

. in fact that the misrepresentation in those cases was on the face of the label or 
trade-mark used, or in written or printed advertisements or circulars while here the words 
“Prince’s Metallic Paint” do not of themselves embody any representation as to the par- 
ticular ore used in the manufacture, except as connected with the meaning attached to 
them by the trade. But this, we conceive, does not distinguish the cases in principle. 


The question whether trade-marks for motor oil which include the term “Penn,” 
signify to purchasers that the products so marked come from the oil field known 
as “Pennsylvania,” and therefore may not be used on oil from other fields has 
been answered affirmatively by the Federal Trade Commission on numerous occa- 
sions, and in one such proceeding the respondent was further ordered to give up 
the use of a Quaker’s picture in connection with products not composed entirely 
of Pennsylvania oils.”* 


17. Prince Manufacturing Co. v. Prince’s Metallic Paint Co., 135 N. Y. 24 (1892). 

18. Penn Lubric Oil Company, Docket No. 910 Complaint, Findings and Order (1923); 
Atlantic Coast Oil Company of New York, Inc., Docket No. 2865, Complaint, Findings and 
Order (1936); Penn-Lub Oil Products Co., Docket No. 4524 Complaint, Findings and Order 
(1942) ; Slagter Oil and Grease Company, Docket No. 4720, Complaint, Findings and Order 
(1944); also Stipulations No. 1174 (1934 Republic Oil Co.); No. 2920 (1940 Economy 
By-Products Co., Inc.) ; No. 3301 (1941 Joe Mouren-Laurens); No. 3584 (1943 Free State 
Oil Co.). 
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In a somewhat analogous proceeding, a Federal Trade Commission order pro- 
hibiting use of the words “Hollywood” and “Favorite of the Stars” in connection 
with the sale of cosmetic preparations not made in Hollywood was affirmed by the 
Ninth Circuit Court of Appeals.** There, it was found as a fact that a substantial 
portion of the purchasing public associates “Hollywood” with the motion picture 
industry and that when these words are used to designate cosmetic preparations 
they are understood as indicating that the goods are manufactured in Hollywood 
and are used by Hollywood stars. 

On the other hand, the Federal Trade Commission permitted the use of the 
trade-mark “Canadian Ace” on domestic ale and beer if accompanied by a notice 
conspicuously displayed in conjunction therewith clearly indicating that the prod- 
uct was brewed in the United States. There, the word “Canadian” was found 
to have been so often applied to other products, such as bacon and soft drinks 
made in this country, that, as Commissioner Mason expressed it, “I never 
think of it as designating a place of manufacture.”’”” 

In the well known “Syrup of Figs” case” previously mentioned, the Supreme 
Court denied relief to the plaintiff on the ground that the trade-name “does not, 
in fact, properly designate or describe the preparation made and sold by the Cali- 
fornia Fig Syrup Company so as to be susceptible of appropriation as a trade- 
mark, and that the marks and names, used upon the bottles containing complain- 
ant’s preparation, and upon the cartons and wrappers containing the bottles, are 
so plainly deceptive as to deprive the complainant company of a right to a remedy 
by way of an injunction by a court of equity.” When the plaintiff first put out its 
“Syrup of Figs” it actually used as one ingredient a substantial quantity of the 
juice of figs. There was some doubt as to whether even at that time the name 
“Syrup of Figs” was not deceptive. In any event, the use of fig syrup as a material 
ingredient was abandoned. The Supreme Court said (p. 536) : 

Even if it were true that, at the time the medicine in question was first made and put 
upon the market, the juice of figs was so largely used as one of the ingredients, as to have 
warranted the adoption of the name “Syrup of Figs” as descriptive of the nature of the 
medicine, that would be no justification for continuing the use of the term after the 
manufacturers and vendors of the medicine ceased to use fig juice as a material ingredient. 
Even if the term was honestly applied in the first instance, as descriptive, it would none 
the less be deceptive and misleading when, as is shown in the present case, it ceased to be 
a truthful statement of the nature of the compound. 


The Supreme Court said furthermore that the plaintiff was not relieved from the 
charge of deceit and misrepresentation to the public by the fact that “years after 
it had established a popular demand for its product” it had issued statements in 
medical journals and newspapers and circulars, that the “medical properties of 
their compound were derived from senna.” These publications did not reach the 
consuming public “out of whose credulity came the profits of their business.” 
Whether or not a trade-mark has acquired a secondary descriptive meaning 


19. Howe, et al. v. Federal Trade Commission, 148 F. 2d 561 (C. C. A. 9, 1945). 
20. In the Matter of Manhattan Brewing Company, F. T. C. Dkt. 4572, 42 F. T. C. 226 


(1946), [36 T. M. R. 107]. 
21. Worden v. California Fig Syrup Co., 187 U. S. 516 (1903). 
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which creates boundaries as to its use is essentially a question of fact, and where, 
as a matter of fact, a trade-mark does not suggest goods of a particular character 
or quality and does not enjoy an associative significance of the sort described, the 
rule applied is that a change in the character or the quality of the goods, or a 
change of formula, or the inaccurate use of a geographical term does not affect the 
owner's right to the protection of his trade-mark. In the leading case in which 
this principle was applied,” the Supreme Court rejected the argument of the de- 
fendant that the plaintiff's continued use of its trade-mark “Coca-Cola,” after the 
enactment of the Food and Drug Act had necessitated changing the formula of 
the product as originally sold under the trade-mark, should be a ground for deny- 
ing protection of the trade-mark. Justice Holmes in one of his oft-repeated 
quotations said (p. 146): 
. “Coca-Cola” probably means to most persons the plaintiff's familiar product 

to be had everywhere rather than a compound of particular substances ... It appears 

to us that it would be going too far to deny the plaintiff relief against a palpable fraud 

because possibly here and there an ignorant person might call for the drink with the 

hope of incipient cocaine intoxication. 


It should be carefully noted, however, that, in this connection, the opinion refers 
to the fact that before the suit was brought the plaintiff “had advertised to the 
public that it must not expect and would not find cocaine, and had eliminated every- 
thing tending to suggest cocaine effect except the name and the picture of the 
leaves and nuts, which probably conveyed little or nothing to most who saw it.” 
It was in this same decision that the Supreme Court stated that the trade-mark 
“Coca-Cola” “has acquired a secondary meaning in which perhaps the product 
is more emphasized than the producer but to which the producer is entitled.” 

Judge Leahy suggests that the decision of the Supreme Court in the “Koke” 
case represents a departure from the doctrine of the “Syrup of Figs” case, supra. 
He says :* 

The courts now seem more concerned with whether, in the case of a particularly well- 
known product, the public has become accustomed to associating a product with a definite 
taste, appearance, smell, or effect, without in the least being deceived by a product which 
does not contain exactly what it professes to contain, but which is the identical article 
which had previously satisfied them (p. 462). 


Judge Leahy adds, however, that such cases as the “Koke” case “do not, of 
course, completely reject the defense of ‘unclean hands.’ They merely refuse its 


‘ 


application in cases where the plaintiff’s product has acquired a ‘secondary mean- 


ing.’ ” 

Many geographical terms having little or no relation to the geographical origin 
of the goods are widely used as trade-marks, among them “Manhattan” for shirts, 
“Palm Beach” for suits and “Paris” for garters. The purchasing public does not 
regard these names used in this connection as anything more than symbols of the 
manufacturer and his good will, in which sense their primary meaning as geo- 


graphical terms is superseded by their secondary significance as trade-marks. 


22. Coca-Cola Co. v. Koke Co. of America, 254 U. S. 143 (1920). 
23. Best Foods, Inc. v. General Mills, Inc., 3 F. R. D. 459, (D. Del., 1944). 
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Unless some controlling commercial consideration intervenes, however, expe- 
rience teaches that names which leave any doubt as to their exclusive significance 
as trade-marks should be avoided in favor of names which are fanciful and arbitrary 
and whose integrity as trade-marks indicating source of the goods alone is beyond 
question. Therefore, in selecting a new trade-mark the question should be asked 
whether or not it is adapted to perform only the function of identifying the per- 
sonal source of the goods on which it is to appear. The same rule should be 
followed generally in deciding whether or not to extend the use of an existing 
trade-mark to other goods or how to use the trade-mark on the same goods if they 
have been changed in any material respect. Should it be ascertained that the mark 
is calculated to signify, in addition to personal source, some particular character- 
istic of the goods with which it will be used, or that through association it has 
acquired such additional significance, the trade-mark owner should see to it that 
the trade-mark significance actually is the primary significance of the mark in its 
intended or extended use. If any reasonable doubt exists that such is the fact, 
then the trade-mark should be accompanied by a statement sufficient to remove 
any likelihood of deception. The trade-mark owner should realize, however, that 
even such precautions may not suffice to counteract the prevailing significance 
of the mark and that he may lose his exclusive trade-mark rights if, during legal 
controversy involving the mark, the truthfulness of its use is attacked and the 
effectiveness of the precautionary measures cannot be established. 


NEVER STICK YOUR NECK OUT 
BEING A COMMENTARY ON Mr. Ooms’ GIRAFFE 


By George E. Middleton* 


The giraffe, as Adam was the first to discover, is dumb; it cannot speak for 
itself. But happily for the giraffe, Mr. Casper W. Ooms, its self-appointed mentor, 
can—and bravely does—speak for it, although whether what he says on behalf of 
his long-necked protégé meets with its giraffish approval I have no way of know- 
ing, the giraffe’s views on trade-marks in general, and the Lanham Act in par- 
ticular, being in the nature of things, unknowable. There seems to be, paradoxi- 
cally, no nexus. Be that as it may, I think the giraffe—any giraffe—should be 
flattered to be sponsored by a pundit having the wit and urbanity of Mr. Ooms, 
whose graceful writings on the weighty matters of the law are always a delight. 
This does not mean, of course, that everything Mr. Ooms writes is unexceptionable 
and I am sure that he himself would be the last to claim infallibility. He is too 
good a patent lawyer to make any such broad claim as that. All of which is by 
way of preface to a few comments on Mr. Ooms’ recent paper on the giraffe and 
other things delivered before the Regional Meeting of the Association of National 
Advertisers, Inc., and printed in the June, 1949, issue of the Trade-Mark Bulletin. 

Mr. Ooms confesses to friends “who want primarily to sell goods, and are 


* Member of the New York Bar. 
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revoltingly indifferent to their greater social obligation to maintain the economic 
stability of the legal profession.” The world of trade, alas, is simply crawling with 
such persons and Mr. Ooms displays, I think, a commendable magnanimity in calling 
them his friends. Their heretical precept seems to be: what doth it profit a trader 
to gain a good trade-mark and lose his whole trade? Ideally, of course, the mark 
is ever so much more important than the trade (“be sure to put the word ‘Brand,’ 
preferably in red, directly under the giraffe’s picture”), but though all lawyers are 
idealists, few traders are. They just want to stay in business and make a fair 
profit. Or at least their overhead. They want to sell goods, and in their crass, 
tradesmen’s minds conceive of their trade-marks as means to that end, not as 
shining symbols to be preserved inviolate for their own sakes (be sure to put the 
word “debits” in red directly under the giraffe’s belly), and they are right. For 
though the trade may sometimes follow the flag, the trade-mark always follows 
the trade and can have no proper existence apart from it. A badge without a bosom 
is a feckless thing. 

Here, then, is Doctor Ooms’ simple prescription for the preservation of com- 
mercial health: “employ the trade-mark at all times with the descriptive term ap- 
plicable to the goods to which the trade-mark is applied.” This may, of course, 
interfere “with package or with typography of advertising,’ but what of that? 
Sales may decline, but never the symbolism of the mark. He has “never encoun- 
tered a situation where this simple prescription could not be followed.” He hasn’t, 
eh? Well, of one thing you may be sure: Mr. Ooms and his orthodox confreres 
may force this unpalatable nostrum down the reluctant throats of their clients, 
but the great, untrammeled, American people, God bless them, will have none of 
it. Imagine a high school kid perched on a stool at the soda fountain in Ed’s 
Drug Store and Soft Drink Emporium ordering a beaker of the Coca-Cola brand 
of cola-flavored carbonated water! Not he. “A Coke,” says the kid, slapping 
down his nickel. Nor would he find on the bottle “the descriptive term applicable 
to the goods.” To the customer it’s a “Ford” or a “Rolls-Royce,” a “Philco,” 
a package of “Rinso,” a “Stetson,” a tube of “Pepsodent.” And with men who 
know tobacco best, it’s “Luckies 2 to 1.” Maybe these marks are in jeopardy, but 
I doubt it. The “descriptive term applicable to the goods” is implicit and unspoken 
nine times out of ten, and however much lawyers may deplore it, the purchasing 
public simply will not talk like a pack of pedants. 

“Relax in Daks,” cracks the uninhibited and nameless adwriter, whom Mr. 
Ooms views with fine disdain. “Your first pair of ‘Daks’ will start you on a whole 
collection,” this misguided regenade continues. Reprehensible? Maybe, but after 
all he is selling “Daks”—I mean “Daks” slacks (try that on your euphonium)— 
whole collections of them. Suppose the poor fellow had studied a little trade-mark 
law: he would then have timidly besought his potential customers to “Relax in 
slacks of the ‘Daks’ brand,” which would, in all probability, have left them just 
as he found them: potential—and low potential at that. Mr. Ooms doesn’t really 
believe that the adwriter can change the spelling of slacks to Daks—he says as 
much. It isn’t that kind of a mark. So slacks will remain the generic term and 
“Daks” merely S. Simpson, Limited’s implicitly understood brand of those useful 
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and relaxative garments. Meanwhile a lot of “Daks” are being sold and bought 
by people who never read the Bulletin. 

Mr. Ooms cites the hackneyed, horrible examples of lost marks: “ ‘Aspirin,’ 
‘Cellophane,’ ‘Shredded Wheat’ and others you are tired of hearing about.” What 
others? There are some, to be sure, but not many. And I think it will be found 
that most of the lost generic marks were those that were new names for new things 
that had no other or no other feasible name. “Shredded Wheat,” always having 
been descriptive of the particular cereal on which it is still used, was really never 
a trade-mark at all in the sense that “Aspirin” was. Besides, it had been used 
descriptively in expired patents (which was also true of “Cellophane,” incidental- 
ly). 

Of course, it would be folly for a trader not to protect his mark against de- 
terioration by all reasonable means; my point is that the orthodox view, espoused 
by Mr. Ooms, exalts the mark above the trade and loses sight of the main chance. 
An explicit “brand of” keeps getting in the way. “Daks” is a case in point. The 
simplest and most unobjectionable method of indicating that a word is a trade- 
mark, and not something else, is to use the statutory registration notice (if the 
mark is registered, as it ought to be). For this purpose the older “Reg. U. S. Pat. 
Off.”” is more effective than the newer (® simply because its meaning is better 
known. Oddly enough, Mr. Ooms, who, in other respects follows the party line, 
is very cavalier in his treatment of the statutory notice, which he considers “obstru- 
sive.” But it is not nearly so obstrusive as “brand of” followed by “the descriptive 
term applicable to the goods.” Then there are the typographical devices, which 
set off the trade-mark from the commonalty of words. They certainly should be 
availed of. 

The saddest thing about this whole business is that despite the preachments 
of the pundits there is very little the poor trader can do, once an intractable public 
takes the bit in its teeth and goes galloping down the corridors of time, as Judge 
Learned Hand reminded us long ago in the Aspirin case (and the Court of Appeals 
in the Cellophane case), pointing out the sovereign role played by the buyers in 
such matters, and even today striking a chill to the heart of many a trade-mark 
lawyer afraid to face the facts of life. This is regrettable. Therefore, when loss 
of distinctiveness becomes inevitable, relax and enjoy it. If you want to avoid 
that climactic moment with certitude choose a mark like Giraffe, which as Mr. 
Ooms points out with no less wisdom than wit, is not likely to become generic 
“for anything but little giraffes which nobody is buying anyhow.” Nor are 
“Camels” for cigarettes, or “Dromedary” for dates likely to go down the “Aspirin” 
path to the public domain. But the trade-markitect need not always go to the zoo 
for his inspiration; there are fields other than the zoological open for his explora- 
tion: the botanical, the mineralogical, the astronomical, the mythological, the his- 
torical—not to mention the neological. In this last, however, he should tread 
warily—or at least with circumspection. 

Finally it may be noted as an historical fact that the number of once good trade- 
marks that have been lost by becoming “the common descriptive name of any article 
or substance” is relatively small (minuscle is the apter word, I think) and the 
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philosophical trader can take comfort in that. The odds are long in his favor. (In 
the past twenty years alone, some two hundred thousand marks have been registered 
in this country. Most trade-marks are obviously pretty durable.) So again I say 
unto you (as does Mr. Ooms also in the last line of his pleasantly provocative 
paper): relax. Preferably in “Daks.” But anyhow, relax. 





PATENTS AND TRADE-MARKS OF AXIS SUBJECTS ATTACHED TO 
THE PROPERTY OF THE BRAZILIAN GOVERNMENT 
DURING THE WAR 


By Thomas Leonardos* 


As a measure of economic defence and retaliation resulting from acts of war 
carried out against Brazil by the Axis Powers, and to compensate for material 
losses, the Brazilian Government signed, among other emergency laws, Decree- 
Law No. 6915 of October 2, 1944, attaching to the National Property: Patents 
of invention, utility models, industrial designs and models, trade-marks, titles of 
establishment, insignia and advertising slogans, belonging to subjects of enemy 
countries living abroad. 

It was furthermore stipulated that such incorporation might be extended to 
those certificates of industrial property granted to physical or juridical entities of 
any nationality, living in Brazil or abroad, but whose activities proved offensive 
to national security and economy. 

This law granted to the Bank of Brazil the attributes of a Special Government 
Agent, invested with full powers to issue licenses for the use of said certificates, 
according to conditions and by means of taxes which might come to be approved 
by the Government, in which case, warning of such decisions was to be given to 
the Patent Office in order that conflict might be avoided, if so judged fitting. The 
3ank of Brazil would furthermore, be invested with powers to transfer to third 
parties the aforementioned certificates, subject, however, to previous authorization 
by the Government. 

Fraud against provisions of these laws was to be aligned with offences against 
National Security and become automatically subject to trial by the Court of National 
Security, then existing. The law also provided that sentence would be: Imprison- 
ment from one to six months if “more severe penalties were not incurred.” 

It was not until June 6, 1945, however, that the Official Gazette made known 
detailed instructions as enacted by the Minister of Finance, in the form of 
Ministerial Order No. 77, determining simple but precise rules on the application 
of said Decree-Law. 

Said Order provided that trade-marks and patents utilized by firms under régime 
of liquidation (Decree No. 4166, of March 11, 1942) should be immediately ap- 
praised for sale by public bids, together with all assets pertaining to such firms. 

The main object of Order No. 77, consequently, was to set a basic price by 


* Of Momsen, Leonardos & Cia, Rio de Janeiro, Brazil. 
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which trade-marks and patents already in use by firms—which although previously 
subject to liquidation under Decree No. 4166 of 1942, had since been nationalized— 
would be transferred through public bids either by a lease or a sale, preference 
granted, under similar conditions, to those firms already exploiting them. 

Those entities which, although not included under said régime of liquidation, 
were using patents or trade-marks already incorporated in the National Property, 
became obliged to prove their rights of ownership, by submitting their contract or 
authorization granting them such rights. It then became the duty of the Bank of 
Brazil, as Special Government Agent, to examine and appraise said documents, pro- 
posing in each case the adequate course of action. 

Furthermore, it was decided that said transfers should always, when submitted 
to public bids, undergo previous approval by the Minister of Finance, and the official 
summons should contain special clauses permitting the annulment of a public bid, 
if so deemed convenient. All profits derived either from transfer or leasing would 
be collected as revenue of the Federal Government. 

Order No. 77 ended by fixing the time limit of thirty days from its date of 
publication, for confirmation of use by those parties domiciled in the Federal Dis- 
trict, the States of Sao Paulo, Minas Gerais and Rio de Janeiro, and sixty days 
for the other States and Federal Territories. 

Since in good theory intangible property cannot be sold but is transferred and 
since the law in Brazil does not provide for the leasing of the abovementioned con- 
tracts but admits a license of use, Order No. 77 was incorrect when referring to 
the sale or lease of industrial property registrations. Said Order did not, there- 
fore, fill the gaps of Decree-Law No. 6915, nor did it clarify other equally im- 
portant points, such as those mentioned above. 

As a matter of fact, Decree-Law No. 6915 restricted its scope by merely ex- 
propriating and attaching trade-marks and patents belonging to Axis subjects living 
abroad, to the National Property, but did not take into consideration the fact that 
said certificates of industrial property subsist for a relatively short time limit, since 
patents of invention expire in fifteen years and trade-marks if not renewed after 
ten years (according to Decree No. 16264, of 1923, it used to be fifteen) become 
public property, unless appropriated by someone who, in his turn, files an applica- 
tion in his own name. 

These flaws led to the publication of a new Order, this time issued by the 
Ministry of Labour, Industry and Commerce, enacted on December 27, 1946, 
and published in the Official Gazette of January 3, 1947, under No. 221. 

This second Order dealt with time limits of the registrations and the matter 
of the moratorium (which were later definitely taken care of by the Treaty of 
Neuchatel of February 8, 1947, ratified by Brazil by Law No. 6 of 1947). This 
Order thus attempted to fill the gaps of Decree-Law No. 6915, by stating that 
“patents of invention and trade-marks as well as applications already allowed or 
merely filed by German, Italian and Japanese subjects, which had been incorporated 
in the National Property according to Decree-Law No. 6915 of October 2, 1944, 
should be kept dormant (either for renewal or compliance with official actions or 
even for payment of annuities), until conclusion of the sale thereof through public 
bids under the supervision of the Special Agency of the Bank of Brazil.” 
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From a strictly legal point of view, the situation is extremely irregular. No 
law has ever provided for extensions of monopolies for the period beyond fifteen 
years, such as the privilege granted to holders of patents most undoubtedly is. 

And yet, said Order issued for the protection of national interests, hinders the 
expansion of Brazilian inventive intellect and retards the development of industry 
and commerce which results from the use of those patents, by the indefinite exten- 
sion of protection for several years of patents already belonging to or on the way to 
becoming public property. 

With reference to trade-marks, this indefinite suspension should also be ex- 
amined by the Legal Authorities as to its validity, since one must not forget that 
it is not a law but a mere Ministerial Order, which endeavors to interfere with 
the provisions of common law. 

Besides, as a consequence there results an immense depreciation of an asset 
which, though very valuable when incorporated in the National Property, loses 
value from day to day. Trade-marks when not in use or when not applied to 
products or articles in current use, even when consisting of a word of great public 
preference, fade fast like a plant in barren soil. 





BOOK REVIEW 


“TRADE-MarkSs,” by H. BENNETT. Reviewed by DAPHNE ROBERT.* 


The “compilation” entitled “Trade-Marks” by H. Bennett (Chemical Publish- 
ing Co., Inc., Brooklyn, New York, 1949) is one of the most remarkable publica- 
tions to come to the attention of this reviewer. Prepared by a chemist, it represents 
a new formula, but it is nevertheless something less than an original work in the 
field of trade-marks. The Preface states that “Much of the information given has 
not been published before”—and admits that “Some of the material used is taken 
from Trade Names by Cousins and Wadsworth, with the kind permission of the 
Harlequin Press Company.” 

The first 201 pages are characterized “Legal Aspects.” The introduction ad- 
vises, erroneously, that the Trade-Mark Act of 1870 was repealed, and that until 
July, 1947, trade-marks were protected by the Act of 1905, as amended in 1906. 
No mention is made of the unconstitutionality of the Act of 1870, nor of the passage 
of the Act of 1881, nor of the numerous amendments to the Act of 1905, particular- 
ly those of 1920 and 1938. 

The first 56 pages of “Legal Aspects” are a reprint of the Rules of Practice in 
Trade-Mark Cases, promulgated by the Commissioner of Patents. The next 25 
pages are reprints of the Forms for Use in Trade-Mark Cases, as published by the 
United States Patent Office. The next 32 pages are a reprint of the Trade-Mark 
Act of July 5, 1946. 

Pages 115 and 116 correspond in subject matter to pages 55 and 56 of the 
Cousins and Wadsworth publication—edited somewhat by Mr. Bennett. The next 


* Member Lawyers’ Advisory Committee of The United States Trade-Mark Association ; 
member Georgia Bar. 
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page is a portion of an article by Leo T. Parker, published in The Drug and Cos- 
metic Industry in August, 1945—with a credit line footnote. The first paragraph 
on the following page is a reference to a New York State court case dealing with 
the difference between trade-marks and trade names. The next 20 pages are a 
reprint, with permission of the Research Institute of America, of a portion of the 
analysis. “Preparing for the new Trade-Mark Law,” written by Walter J. Deren- 
berg for Research Institute. The following 8 pages are, in substance, pages 35 
through 48 of the Cousins and Wadsworth publication, with four paragraphs of 
recommendations by Mr. Bennett. 

Pages 147 to 201 of the book are a reprint of a publication of the United States 
Department of Commerce released in 1936, entitled “Industrial Property Protection 
Throughout the World.” An example of outmoded material in this section is the 
reference on page 157 that association marks are not registrable. As early as the 
1938 amendment to the 1905 Act provision was made for such registrations and 
such marks are still registrable under the Lanham Act. On page 165, reference is 
made in a footnote to an “advisory opinion” of the Supreme Court of Canada on 
June 17, 1936, and the footnote states, “It is likely that an appeal may be taken to 
the Judiciary Committee of the Privy Council in England” for final determination 
of the legal status thereof. After thirteen years, it would seem that if the appeal 
had not been taken, time may have run out. 

Beginning on page 203 is a section of the book, headed “Coining of Trade- 
Marks.” The first 4 pages of this section correspond generally to the format of 
pages 1 to 10 of the Cousins and Wadsworth publication, as edited and revised 
by Mr. Bennett. One of the notable changes is the substitution of well-known 
American trade-marks for the British marks used by the original authors. On 
page 207, Mr. Bennett sets out nine requirements for “a good trade-mark.” These 
may be his own conclusions. At the bottom of page 207 and through page 222, 
the substance of the Cousins and Wadsworth work is again picked up, as edited 
by Mr. Bennett. 

Reference is made on page 219 to “Name Finders.” These name finders are 
inserted in a pocket in the back of the book and are similar to those inserted in the 
back of the Cousins and Wadsworth publication. 

The sources of the foreign language “dictionary” (pages 223-228) and the “Trade- 
Mark Dictionaries” from pages 231 to 346—excluding the listing of “Old Trade- 
Marks” on pages 276 to 281, which were obtained from Brand Names Founda- 
tion, Inc.—are not known. It should be pointed out, however, that on page 238 
there are listed some trade-marks which are stated to have lost their trade-mark 
character and have become a common designation for the article. Among these 
are “Bakelite,” “Keds,” and “Technicolor,” each of which this reviewer under- 
stands to be a valid trade-mark. Also listed under this classification is “Nylon” 
which was never claimed as a trade-mark, but was dedicated to the public by the 
DuPont Company at the time the product was placed on the market. These are 
some of the errors which appear in the “Trade-Mark Dictionaries.” 

The section titled, “Composition of Trade-Marked Products,” which is tabu- 
lated on the last 132 pages of the book, may be of some interest and aid to chemists. 
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This tabulation apparently was made in collaboration with the group of chemists and 
consultants listed on page 347. Its value to the lawyer is questionable. 

All in all, “Trade-Marks” by Bennett is not a work which this reviewer would 
recommend to trade-mark lawyers or their clients as being helpful in the field. 


TRADE SLOGANS 


We publish below trade slogans received and entered on the records of the 
Association as evidence of claim of ownership through first adoption and use by 
the respective owners: 


Service is my Business Shell Oil Company 
Shell Research leads to finer products—more for your money.............Shell Oil Company 
At this sign: Products of Shell Research. .........600ccceeceeeeeeees++ Shell Oil Company 
Horizons Widen through Shell Research Oil Company 
Oil Company 
Oil Company 
FE NE con Gakcndhcha tesserae doertateseeexdecnevscacsseseeiesoaes Shell Oil Company 
Be CGE TO GD bab hichne recede eiscisstcsvaserseces Shell Oil Company 
FE PG i. 6c bb eedsestnsccdictaredcccesnccesvccsecessscescances Shell Oil Company 
Cools ... Cleans... Seals . . . and Oils—does 4 jobs at once............ Shell Oil Company 
DR Te BD oo onc cr ccae se cnss cencvccesccccsecscceccceuccaee aie ae 
Oil Company 
Consumer 
Community 
Employees 
Shareholders 
For Safety Sake Shellubricate Shell Oil Company 
You can be sure of Shell Shell Oil Company of Canada, Limited 
The Shoe of Your Dreams at an Everyday Price Dunn and McCarthy, Inc. 
Chemical Partner of Industry and Agriculture Shell Chemical Corporation 
The Best Seat in the House Cluett, Peabody & Co., Inc. 
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THE TRADE-MARK REPORTER 


PART II 







FOOD FAIR STORES, INC. v. FOOD FAIR INC. 
No. 4402, 4403—C. A. 1—September 21, 1949 











CourTs—J URISDICTION—A MOUNT IN CONTROVERSY 
Allegations of complaint, based on dilution of plaintiff's trade-mark, held sufficient as to 
jurisdictional amount. 
Defendant’s denial of allegation as to amount in controversy created issue of fact on which 
plaintiff must carry burden to avoid having complaint dismissed. 
Finding of amount in controversy can not be based upon mere possibility of future harm 
but it can be upon a present probability of such harm. 
Courts—COonrFLIct OF LAWS—APPLICABLE LAW 
Massachusetts law governs unfair competition suit between citizens of different states, in 


federal court, in that state. 
Federal court may construe Massachusetts statute in advance of its construction by state 










court. 
UNFAIR COMPETITION—BASIS OF RELIEF—PARTICULAR INSTANCES 
State statute granting cause of action for trade-mark infringement and unfair competition 
applies to acts committed after its effective date and defendant’s date of incorporation is 
immaterial. 
TRADE-MARKS AND TRADE NAMES—SECONDARY MEANING—PARTICULAR INSTANCES 
“Food Fair” held to have acquired secondary meaning on adequate evidence; though 
components are generic and composite mark is weak, it is not too weak to deserve the pro- 
tection afforded by the Court below. 
UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR INSTANCES 
Decree restraining defendant from using “Food Fair,” unless prefaced by “Rodmans,” 
“Brookline” or “New England,” affirmed where parties are not yet in direct competition, 
appellate court is loath to interfere with scope of relief afforded and if conditions change, 
lower court is open to plaintiff to seek modification of continuing decree. 















Appeal from District of Massachusetts. 
Trade-mark infringement and unfair competition suit by Food Fair Stores, Inc., 


against Food Fair Inc. From judgment for plaintiff, both parties appeal from 
decree granting limited injunction to plaintiff. Affirmed. 








Arthur L. Sherin (Norwood Cox, Edward W. Lider, Sherin & Lodgen, and Stein 
& Stein on the brief) of Boston, Mass., for Food Fair Stores, Inc. 

Maurice Tobey (William L. Berger and Gabriel V. Mottla on the brief) of Boston, 

Mass., for Food Fair Inc. 









Before MaGcruper, Chief Judge, Woopsury, Circuit Judge, and LINDLEy, Dis- 
trict Judge. 







Woopsury, C. J.: 


These are cross appeals from a final decree enjoining the defendant from using 
the words “Food Fair” in its business (that of operating a supermarket on Har- 
vard Street in Brookline, Massachusetts) “unless such words are prefaced by a 
descriptive word or words such as ‘Rodman’s’ ‘Brookline’ or ‘New England.’ ”’ 
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The plaintiff on its appeal assigns the limited scope of the injunctive relief afforded 
as error. The defendant as appellant contends, first, that federal jurisdiction is 
lacking for want of a sufficient amount in controversy, and, second, that even if 
federal jurisdiction exists, the plaintiff is not entitled to any relief under the applica- 
ble law. 

At the outset of its complaint the plaintiff alleges that it is a Pennsylvania cor- 
poration, that the defendant is a corporation existing under the laws of the Com- 
monwealth of Massachusetts, and that the value of the matter in controversy, ex- 
clusive of interest and costs, is in excess of $3,000. Next the plaintiff alleges 
that it is, and for many years has been, engaged in the business of operating a chain 
of supermarkets in Maryland, Delaware, New York, New Jersey and Pennsylvania 
in which it sells at retail the products usually sold in grocery stores; that beginning 
in 1935 it adopted the practice of incorporating subsidiaries using the word “Food 
Fair” in their names to operate its markets; that in 1942 it merged these subsid- 
iaries with itself at which time it changed its name from its orignal one of Union 
Premier Food Stores, Inc., to its present one of Food Fair Stores, Inc., by which it 
has since continuously been known; and then it alleges that beginning in 1935 it 
‘adopted and used, and since that date has continuously to the present time used, 
the unique trade name Food Fair in connection with the conduct by it and by its 
subsidiary corporations of said retail food supermarkets.” 

Following this the plaintiff sets out its growth from a single store in 1935 to 95 
stores having gross sales during the calendar year 1947 amounting to approximately 
$120,000,000, making it the eighth largest retail food chain in volume of national 
sales in the country and subjecting it to comment in magazines of national circula- 
tion; that in April, 1946, it caused a wholly owned corporate subsidiary known as 
Food Fair Stores Corporation to be registered and qualified to do business in Massa- 
chusetts as a foreign corporation’; that its advertising expense over the period of 
its expansion amounted to approximately $4,000,000, and that in its advertising 
it had long made prominent use of the unique phrase ““The Food Department Store,” 
which, it says, “is intended to and does build up and maintain the reputation, good- 
will and value of the name ‘Food Fair’.” Then the complaint continues: ‘‘ Because 
of the nature and extent of the business and advertising of plaintiff, the name ‘Food 
Fair’ and the phrase ‘The Food Department Store,’ as used in connection with 
the name ‘Food Fair,’ have become known throughout the United States, including 
the area known in the Commonwealth of Massachusetts as Greater Boston, as re- 
ferring to plaintiff and its stores, and both said unique name and ‘said unique 


phrase, used singly or together, have acquired such a secondary meaning as to have 
become associated by the public generally, including the public in said Greater 
3oston, with plaintiff and its retail supermarkets.” 

Furthermore the plaintiff alleges that its stock is widely held throughout the 
United States, having had since 1937 approximately 500 stockholders in Massa- 
chusetts, particularly in Greater Boston; that its stock is listed on the New York 


1. In addition the plaintiff alleges that it and its associated companies, all of which have 
names containing the words “Food Fair,” are qualified to do business in forty-seven states of the 
United States. 
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Stock Exchange and its price quoted in the daily newspapers under the name “Food 
Fair,” and that such papers from time to time publish its financial statements and 
make comments concerning its business; and that its stockholders periodically re- 
ceive its financial statements wherein “the trade name, nature, extent and volume” 
of its business are described in detail. 

Then the complaint goes on to allege that when the defendant opened its su- 
permarket in Brookline on December 18, 1947, it was well aware of the plaintiff’s 
chain and the value of its unique name and its unique advertising phrase but 
nevertheless appropriated both, and, in addition, simulated the plaintiff’s stores in 
architecture, style, color scheme, layout, design,.and method of operation; prom- 
inently displayed the name “Food Fair” on signs affixed to the building both inside 
and outside and sold large quantities of food products bearing labels containing, 
among other things, the phrase “Food Fair.” 

All this it is alleged was done by the defendant knowingly and “with the purpose 
of trading upon and appropriating for its own profit the reputation, goodwill and 
value connected with plaintiff's said trade name and unique phrase, and with the 
purpose and intent of inducing the public to believe that defendant is connected with 
the plaintiff, that defendant’s store is one of the stores owned and operated by 
plaintiff, and the quality of the merchandise and service offered the public by de- 
fendant is similar in kind and equal in quality to that offered the public by the 
plaintiff.” 

Wherefore, it is alleged “there is reasonable probability that the general public, 
investors in stocks and securities, and vendors of merchandise to the retail trade, 
will be deceived into believing that the defendant is affiliated with or connected with 
the plaintiff” and “The use by the defendant of said trade name, ‘Food Fair’ and 
the unique phrase ‘The Food Department Store,’ either singly or together, will 
result in injury to the plaintiff’s business reputation, and will further result in dilu- 
tion of the distinctive quality of the plaintiff’s said trade name, ‘Food Fair,’ and 
the plaintiff’s said unique phrase “The Food Department Store.’ ” 

The defendant in its answer denied that the matter in controversy exceeds the 
sum of $3,000; said that it had no knowledge as to the truth of the plaintiff’s alle- 
gations with respect to the growth of its business since 1935, the present scope 
thereof, and its use therein of its name and advertising slogan; denied that either 
was unique; admitted that it had adopted ana was using the name “Food Fair” 
for its supermarket but denied its use of the advertising slogan ‘““The Food Depart- 
ment Store ;” denied that it had selected its name either with full knowledge of the 
plaintiff’s existence or with any intention “to appropriate any rights or benefits be- 
longing to the plaintiff” ; denied that it ever intended to induce the public to believe 
that it was “connected with the plaintiff”; and further answering said “that the 
words “Food Fair” and “The Food Department Store” are in common use in the 
New England area and elsewhere to describe the sale of food generally, and that 
such words as so used are in the public domain and not subject to exclusive appro- 
priation by anyone.” 

I. Jurisdiction 


Since there is no suggestion of a federally registered trade-mark, federal juris- 
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diction, if it exists, must rest upon the diversity of the citizenship of the parties, 
which is conceded, and an amount in controversy between them in excess of $3,000, 
which is not. 28 U.S. C. § 1332 (a) (1). Thus on the jurisdictional phase of the 
case the sole question is the value of the matter in dispute. 

In considering this question we turn first to the plaintiff's complaint, for to 
litigate in a federal court a plaintiff “must allege in his pleading the facts essential 
to show jurisdiction. If he fails to make the necessary allegations he has no 
standing.” McNutt v. General Motor Acceptance Corp., 298 U. S. 178, 189. In 
the complaint there is a clearly adequate formal allegation that the requisite juris- 
dictional amount is involved. And “Such a formal allegation is sufficient, unless 
the bill contains others which qualify or detract from it in such measure that when 
all are considered together it cannot fairly be said that jurisdiction appears on the 
face of the complaint, in which case the suit should be dismissed by the court sua 
sponte or upon the defendant’s motion.” KVOS, Inc. v. Associated Press, 299 
U. S. 269, 277. 

Looking at the allegations in the complaint as a whole it would appear that the 
plaintiff is using, and for years has used, the name “Food Fair” in its business 
of operating a large and expanding chain of retail supermarkets in the Middle At- 
lantic States, each store no doubt doing an essentially local business, and that the 
defendant recently opened a similar market, also no doubt doing an equally local 
business, under the identical name in Brookline, Massachusetts. Thus it is made 
to appear that the parties are using the same name in the same line of business but 
not in the same locality. And there is no allegation that the defendant is diverting 
any customers away from the plaintiff. Indeed the present spheres of the parties’ 
operations are so far apart geographically that considering the essentially local 
nature of the business involved, there is no immediate likelihood of the plaintiff los- 
ing any customers to the defendant. It cannot be seriously suggested that any 
prospective customer of a retail supermarket in Brookline would for a moment con- 
sider the relative advantage of being served by such a market in his community 
as against being served by one as far distant as the plaintiff’s nearest store in New 
York. Neither is it alleged that the defendant’s goods or services are inferior to 
those offered by the plaintiff. Thus the injury alleged consists solely in the dilution, 
as it has come to be called, of the plaintiff’s mark, i.e., the destruction of that mark’s 
special signification, or secondary meaning, of the plaintiff's stores. 

Naturally, such an injury as this is not susceptible of exact valuation in money. 
But this does not negative federal jurisdiction. Nor is it fatal that the complaint 
does not contain categorical affirmative allegations tending to support, either di- 
rectly or by inference, the general allegation of injury in excess of the amount 
necessary for federal jurisdiction, for to justify dismissal when there is an adequate 
formal allegation of an amount in controversy sufficient to confer federal jurisdic- 
tion, it must appear to a legal certainty from the rest of the complaint that the claim 
is really for less than the jurisdictional amount. St. Paul Indemnity Co. v. Red Cab 
Co., 303 U. S. 283, 289. And this definitely does not appear. On the contrary 
the allegations of the plaintiff’s complaint which we have summarized seem to us 

if anything to support the general allegation of jurisdictional amount. Certainly the 
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complaint in the case at bar is as adequate for jurisdictional purposes as the com- 
plaint held adequate for that purpose in KV OS, Inc. v. Associated Press, supra. 

But this does not end the jurisdictional phase of the instant case. The defendant 
in its answer traversed the plaintiff's general allegation of amount in controversy 
thereby raising an issue of fact as to which the plaintiff must carry the burden of 
persuasion if it is to avoid having its complaint dismissed. AlcNutt v. General Mo- 
tors Acceptance Corp. supra. 

The court below did not consider this issue in preliminary proceedings, as it 
might have done. Instead it postponed consideration thereof until trial on the 
merits. At the trial it took evidence on the issue of amount actually in controversy 
following which it found as a fact that “the value of the object to be gained in this 
suit . . . could reasonably be thought to exceed $3,000,” wherefore it concluded 
that federal jurisdiction existed. This finding and the conclusion based thereon are 
challenged by the defendant on its appeal. 

In support of its ultimate finding of a genuine controversy over an amount ade- 
quate for federal jurisdiction the court below found that the plaintiff's origin and 
development were substantially as alleged, except that by the time of the trial it 
was operating 103 stores, had further expanded its business into the states of Florida 
and West Virginia, and was doing business at an annual rate of gross income 
approaching $150,000,000; that it had used the name “Food Fair” to the extent 
alleged and was still using it; that as a result of this use the name had acquired 
a secondary meaning signifying local retail supermarkets operated by the plaintiff 
which deserved protection as a trade name; and that its name was known in Massa- 
chusetts by “investors and others in financial circles ;’’ by operators of supermarkets, 
chain grocery stores, and like retail outlets; by wholesale suppliers of fish and 
other foods, and also, to a limited extent, by average customers of retail food stores. 

The court then went on to find that the defendant corporation was organized 
in 1947 by one Benjamin B. Rodman, a market man with a score of years experience, 
who ever since had been its chief executive officer in charge of its operations and 
policy; that when Rodman adopted the name “Food Fair’ for his supermarket 
he did so with knowledge of the plaintiff’s earlier use of that name and knowledge 
of the expanding character of the plaintiff's chain, but that his intention in doing 
so ‘‘was chiefly to get the benefit of a name which was inherently attractive because 
of its primary rather than its secondary meaning ;” and that although the effect of 
the defendant’s conduct had not been to deprive the plaintiff of any customers, or to 
affect its standing with investors or wholesalers, or to affect the worth of the name 
outside Massachusetts, where the name of the defendant’s store had never reached, 
nevertheless the defendant had in the past and was likely in the future to confuse 
some average customers into believing that they are dealing with the plaintiff's 
chain, although so far as appeared such customers have so far not been given in- 
ferior goods or services, with the result that “to date they have not been injured by 
their confusion nor has plaintiff's reputation been affected by being associated with 
inferior goods or services.” Hence the court concluded that although the defendant 
had caused some persons in Massachusetts to be confused, since their trade had 
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not been diverted and since the “defendant’s services have not been and are not 
likely to be inferior to plaintiff's, such damage was merely nominal.” 
But the court went on to say: 


One other effect of defendant’s conduct demands special notice. Defendant to some 
extent diluted the value of plaintiff’s trade name within Massachusetts. Prior to defendant’s 
advent the name carried to some actual or potential Massachusetts customers, retailers, 
wholesalers and investors the meaning that all supermarkets operated under that name 
belonged to plaintiff. Defendant’s conduct has adversely affected that exclusive secondary 
meaning. The extent of the adverse effect is a more subtle question to which reference 
will be made later. 


The memorandum opinion of the court below, however, does not subsequently 
contain any specific estimate of the monetary value of the dilution suffered by the 
plaintiff, and apparently that court did not consider such an estimate necessary, 
for referring to the matter of the amount in controversy later in the opinion the 
court found another adequate ground for its ultimate conclusion that the contro- 
versy was over a sufficient amount to support federal jurisdiction. It said: 


But there remains one other aspect of the amount in controversy. Defendant has inter- 
fered with plaintiff's opportunity to expand its chain by opening stores in Massachusetts 
free of competition with other local stores by the same name and has created a situation 
where, if it now prevails, it will probably be able even to enjoin plaintiff from effectuating 
its plans to operate stores in Greater Boston under the name “Food Fair.” This interference 
and forestalling, unlike that considered in United Drug Co. v. Rectanus Co., 248 U. S. 90, 
101 and Hanover Milling Co. v. Metcalf, 240 U. S. 403, 420, has occurred after plaintiff had 
acquired a reputation in Massachusetts, had done business with wholesalers here, had ac- 
quired official permission for one of its subsidiaries to do business here and had negotiated 
for the acquisition of enterprises here. Before defendant opened its store plaintiff had 
something more than a mere hope of doing business in Massachusetts. Plaintiff had a 
right to regard Massachusetts as the “territory from which he . . . with the probable ex- 
pansion of his business may reasonably expect to receive custom .. . . Restatement, Torts, 
§ 732. Cf. Sweet Sixteen Co. v. Sweet ‘16’ Shop, 15 F. 2d 920 (C.C.A. 8). The right to 
protection in territories where one ‘receives or with the probable expansion of his business 
may reasonably expect to receive custom” [Restatement, Torts, § 732] is protected by 
Mass. St. 1947, c. 307 from dilution. And thus (to use the language familiar in federal 
jurisdictional law) the value of the object to be gained in this suit is the right to operate 
super-markets in Massachusetts under the name Food Fair without being faced with a 
competitor in Brookline who has the same name and who probably would seek to enjoin 
plaintiff’s expansion. In view of the testimony that with 103 stores plaintiff earns at 
the rate of $2,700,000 annually, this right, it seems to me, could reasonably be thought to 
exceed $3,000. And I therefore conclude that this court has jurisdiction to give relief to 
plaintiff. 


The defendant as appellant complains of the foregoing on two principal grounds: 
It says that the possibility of the plaintiff's expansion into Massachusetts is too 
remote to support a finding of a jurisdictional amount in controversy, and it says 
that a finding of such an amount in controversy cannot be based upon future or 


contingent damages. 

The defendant’s first argument can be readily answered. There is undisputed 
testimony in the record, and the court below made findings in accordance therewith, 
that in addition to causing a subsidiary corporation to obtain registration to do 
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business in Massachusetts as a foreign corporation, the plaintiff had several times 
in recent years negotiated for the acquisition of stores in Massachusetts, and al- 
though those negotiations for one reason or another had proved abortive, expansion 
into Massachusetts remained in the active contemplation of the plaintiff’s officers. 
The foregoing evidence and findings clearly distinguish the case at bar from Pure 
Oil Co. v. Puritan Oil Co., 39 F. Supp. [31 T. M. R. 382] (reversed on grounds 
not here material) 127 F. 2d 6, upon which the defendant heavily relies. For al- 
though that case is very similar to the one at bar, in it the court found that the 
plaintiff had given up its retail outlet in the state involved (Connecticut), was 
pursuing a program of territorial contraction, and had no present intention of re- 
suming operations in Connecticut, wherefore the court found that the plaintiff’s re- 
expansion into Connecticut was not 31 T. M. R. 388 “probable enough to give any 
substantial value to its Connecticut good will,” and in consequence concluded that 
the plaintiff had failed to sustain the burden of proof imposed upon it by the McNutt 
case, whereas in the case at bar the opposite is true. 

And the foregoing disposes of the defendant’s second contention also. It is not 
accurate to say that a finding of amount in controversy cannot be based upon future 
or contingent damages. It cannot be based upon a mere possibility of future harm, 
but it can be upon a present probability of such harm. The distinction to be ob- 
served is the familiar one between a probability and a possibility, not between pres- 
ent and future, or certain and contingent. This clearly appears in the opinion of 
Judge Clark, sitting as District Judge, in the Pure Oil case, supra, with ample cita- 
tion of authorities. Therefore the finding of a probability of future harm to the 
plaintiff from the acts of the defendant warrants the ultimate finding of an amount 
in controversy adequate for federal jurisdiction.” 


II. Merits 


The parties agree, and it seems to us clear, as it seemed to the court below, that 
Massachusetts law governs. And we think that the applicable Massachusetts law 
is embodied in Mass. G. L. (Ter. Ed.) c. 110 § 7 A, inserted by Mass. St. 1947, 
c. 307, which provides: “Likelihood of injury to business reputation or of dilution 
of the distinctive quality of a trade name or trade-mark shall be ground for injunc- 
tive relief in cases of trade-mark infringement or unfair competition notwithstanding 
the absence of competition between the parties or of confusion as to the source of 
goods or services.” 

The defendant first contends that to apply the above statute in the case at bar 
would give it retroactive effect for the reason that it became effective by its terms 
on August 1, 1947, whereas the defendant was incorporated over three months 
earlier. The short answer to this contention is that the wrong complained of is not 
the adoption of the name “Food Fair, Inc.” by the defendant corporation, but the 
use by that corporation of the name “Food Fair” for its super-markets in Brookline, 


— 


of the jurisdictional question in cases like Healy v. Ratta, 292 U. S. 263 and McNutt v. General 
Motors, 298 U. S. 178, in which an element_of comity enters for the reason that the injunction 
sought is against action by a state official. See 1 Moore, Federal Practice 529 et seq. 


2. We pass consideration of the possibility of a narrower rule applicable to this aspect 
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and its use of that name did not occur until the defendant opened its market in De- 
cember 1947, some three months after the effective date of the statute. 

Furthermore the defendant contends that federal courts ought not to attempt 
to construe the Massachusetts statute in advance of its construction by the Massa- 
chusetts courts, but should decline to exercise jurisdiction in accordance with the 
rule of Railroad Com. of Texas v. Pullman Co., 312 U. S. 496; Watson v. Buck, 
313 U. S. 387; Chicago v. Fieldcrest Dairies, Inc., 316 U. S. 168; Burford v. Sun 
Oil Co., 319 U. S. 315; A. F. of L. v. Watson, 327 U. S. 582. We do not agree. 
Since decision of the case at bar does not require this or any other federal court 
“to determine or shape state policy governing administrative agencies,” or entail 
“interference with such agencies or with the state courts,” and since we are unaware 
of any “public policy or interest which would be served” by our withholding from 
the plaintiff the jurisdiction conferred by Congress upon the federal courts, it seems 
to us clear that the rule of Meredith v. Winter Haven, 320 U. S. 228, applies in- 
stead of the rule of the cases cited by the defendant. 

Moreover the defendant seems to contend that the above Massachusetts statute, 
in spite of the scope of its terms, gives the plaintiff no right to relief because in 
Greater Boston its name has acquired no secondary meaning signifying its stores 
and hence there cannot possibly be any confusion as to source with respect to the 
goods sold by the defendant, which, it says, is an essential element of any cause 
of action under the statute. This contention is obviously without merit for the 
reason that the court below categorically found on adequate evidence that “As a 
result of plaintiff’s use the combination ‘Food Fair’ has now acquired a secondary 
meaning sufficient to deserve protection as a trade name. It signifies local retail 
super-markets operated by plaintiff,” and further that “This identification is made 
not only by persons residing outside Massachusetts but by an appreciable number 
of persons within Massachusetts.” In addition the statute under consideration pro- 
vides that dilution of a trade-mark or trade name is a ground for injunctive relief 
in cases of trade-mark infringement or unfair competition “notwithstanding the ab- 
sence of competition between the parties or of confusion as to the source of goods 
or services.” 

The defendant’s further contention that the words “Food Fair” are not suscep- 
tible of appropriation because they are generic deserves only slightly more extended 
consideration. It is true that both words involved are generic. But, as we have 
had occasion to observe before, a trade-mark is not to be resolved into its component 
parts, and each part analyzed separately in cases of this sort. Pro-phy-lac-tic Brush 
Co. v. Jordan Marsh Co. 165 F. 2d 549, 552 [38 T. M. R. 177]. Considered together 
the words involved may be relatively weak, but we do not think that they are by 
any means too weak to deserve the protection given them by the court below. This 
seems to us clear, and brings us to the question presented by the plaintiff’s appeal, 
that is, whether the relief afforded is adequate. 

Traditionally ‘““The essence of equity jurisdiction has been the power of the 
Chancellor (i.e. the trial court) to do equity and to mould each decree to the necessi- 
ties of the particular case.” Hecht Co. v. Bowles, 321 U. S. 321, 329. Hence, as 
an appellate tribunal we are loath to interfere with the scope of the injunctive relief 
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afforded. Nor do we feel inclined to do so for the reason that at the moment the 
parties are not in direct competition and such relatively minor confusion as now 
exists, it seems to us, can be obviated by the expedients required by the decree as it 
stands. Perhaps this may not always be so. Should the plaintiff expand its chain 
into Massachusetts and the parties come into direct competition, then it may be 
that the relief granted would not give the plaintiff adequate protection. But it will 
be time enough to consider this question when it arises, for the parties are not 
irrevocably bound by the decree as it stands. If circumstances change the court 
below is open to the plaintiff to seek modification of the present decree under the 
principle enunciated in United States v. Swift & Co., 286 U. S. 106, 114, in which 
Mr. Justice Cardozo, speaking for the court, said that even when power to modify 
a decree of injunction has not been reserved therein, that power nevertheless exists 
“by force of principles inherent in the jurisdiction of the chancery. A continuing 
decree of injunction directed to events to come is subject always to adaptation as 
events may shape the need,” and then, after citing cases, continued: “The distinc- 
tion is between restraints that give protection to rights fully accrued upon facts so 
nearly permanent as to be substantially impervious to change, and those that involve 
the supervision of changing conduct or conditions and are thus provisional and ten- 
tative ....a court does not abdicate its power to revoke or modify its mandate if 
satisfied that what it has been doing has been turned through changing circumstances 
into an instrument of wrong.” See also S. C. Johnson & Son v. Johnson, 175 F. 2d 
176, 177 [39 T. M. R. 557]. 

The decree of the District Court is affirmed. 
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Before GARRETT, Chief Judge, and Jackson, O’CoNNELL, and JoHNsoNn, Asso- 
ciate Judges. 






GarreETT, C, J.: 


This is an appeal from the decision of the Commissioner of Patents, speaking 
through the Assistant Commissioner, 75 U. S. P. Q. 276, affirming the decision 
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of the Examiner of Trade-Marks denying appellant registration under the Trade- 
Mark Act of February 20, 1905, of the notation “Dump It” for use as trade-mark 
for hydraulic operated units for raising or tilting truck bodies to effect dumping 
of the contents of the bodies. 

The mark is shown with the word “Dump” in script letters and the word “It” 
in block type. 

The rejection is based upon the ground that the notation is descriptive of the 
goods to which it is applied. The decision recited that one definition of the word 
“dump” given in Webster’s New International Dictionary reads: ‘‘to unload, as from 
a cart by tilting it.” The Assistant Commissioner pointed out that this is the pre- 
cise function performed by appellant’s hydraulic device, and followed this with the 
statement: 


....I1am clearly of the opinion that registration was properly refused, for it is now well 
established that “a mark is descriptive within the meaning of the Act if it describes the 
intended purpose, function, or use, of the goods to which it is applied,” or if it describes 
“the result to be obtained” by using the goods. In re W. A. Shaeffer Pen Company 
[34 C. C. P. A. (Patents) 771], 158 F. 2d 390, 72 U. S. P. Q. 129; Basic Food Materials, 
Inc. v. Keyes Fibre Co. [34 C. C. P. A. (Patents) 1117], 162 F. 2d 422, 74 U. S. P. Q. 
106. 


Before us appellant has presented an elaborate brief in which many decisions 
are cited that are claimed to be in point. Practically all of the cases so cited are 
cases resting upon the well established rule that marks which are nothing more than 
suggestive are registrable. Such authorities are not persuasive with us. Indeed, if 


there should be found registered a mark truly descriptive, it would be no authority 
for granting registration of another descriptive mark. The proper procedure would 
be to cancel the first registration. The courts have stated this principle so often 
and it so fully harmonizes with common sense that it is not deemed necessary to 
cite authorities in its support. Appellant’s mark is descriptive. To hold it other- 
wise would, in our opinion, do violence to good judgment. It describes the only 
function and sole purpose of the device to which it is applied. 
Appellant’s brief states: 


.... Whether the present mark is even suggestive might well be argued, but that is beside 
the point. If it is “merely descriptive,” however, within the meaning of the statute, what, 
may we ask, does it describe? (Italics ours.) 


and, replying to its own question, says: 


There is only one answer, and that is—absolutely nothing. “Dump It” is no more 
descriptive of a hydraulic lift unit than it is of a wheelbarrow, a steam shovel, a child’s 
sand pail, or of the gasoline which powers the engine . . . . that raises the truck body 
from which the contained load is finally dumped. 


In the first place, it may be remarked that if “Dump It” supplied to a hydraulic 
lifting device is merely descriptive within the meaning of the statute—and we so 
regard it—that ends the case. No such mark may be registered originally under 
the 1905 Trade-Mark Registration Act. However, we think the brief is not apt in 
comparing appellant’s lifting device with a wheelbarrow, a child’s sand pail, gasoline, 
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and even with a steam shovel, although the latter lifts and dumps, but if they be 
properly comparable, as counsel for appellant seems to think, their manufacturers 
might wish to use the descriptive phrase “Dump It” in connection with them, and 
they ought not to be embarrassed in so doing by meeting a registered trade-mark 
which implies the right of exclusive use. 

The brief for appellant seems really to make a concession against interest in the 
following statement : 


The fact that a single word “Dump,” when segregated from “It,” is commonly used in 
connection with dump truck is not denied, and applicant is perfectly willing to disclaim 
“Dump” apart from the balance of the mark if that will clarify the matter. But this 
should not be critical or necessary as obviously no claim can possibly be made to exclusive 
use of the word “Dump” as applied to anything related to dump trucks. (Italics ours.) 


The implication seems to be that the word “It” is the dominating part of the 
mark, the brief saying: 
The very short and usually insignificant word “It” gives this composite mark charac- 
ter and significance that makes it particularly and peculiarly distinctive in the industry 


and with the purchasing public, and this effect should not be summarily dismissed in a 
proceeding of this nature. 


We are unable to agree that the implication relative to “It’’ being the dominat- 
ing part of the mark is sound. Both words have distinct meanings. “Dump” 
means what the dictionary says it means, supra, and “it” obviously has reference 
to the material which is to be dumped. The two words taken together seem to us 
obviously to constitute a descriptive phrase. 

In the brief on behalf of appellant a statement of the examiner to the effect that 
a search of the office records shows that no trade-mark like applicant’s has been 
registered for use on the same kind of goods is quoted, and it is said: “This is 
believed to be significant,” and further : 


Not only is the mark new, but there is absolutely nothing to indicate that it is one that 
another member of the industry would normally ever adopt. In fact, and to the contrary, 
the notation is vo [so] incongruous and singular in character as to become an oddity 
with respect to the general run-of-the-mill type of conventional trade-marks. 


There may be many reasons why other manufacturers of hydraulic operated 
units like those of appellant have not adopted and sought to register “Dump It” as 
a trade-mark. For example, one may be that they, unlike appellant, have regarded 
it as a descriptive phrase and hence not registrable. 

Many authorities might be added to those cited in the decision of the commis- 
sioner but the matter seems so clear to us that we can see no necessity for such 


citations. 
We are not convinced of error in the decision of the commissioner and, therefore, 


it is affirmed.” 


1. By reason of illness, Hatfield, Judge, was not present at the argument of this case and 
did not participate in the decision. 
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WOOL NOVELTY CO., INC., ETC. v. SWIFT & COMPANY 
No. 5565—C.C.P.A.—June 28, 1949 


APPEALS—SCoPE OF REVIEW—RES JUDICATA 
Where record shows that in prior proceedings between the parties, appellee’s registration 
of “Wool” for soap, under 1881 Act, was cancelled at instance of appellant and appellee's 
opposition, when appellant applied to register “Wool Foam,” with “Wool” disclaimed, for 
washing compound, was dismissed; and no appeal was taken by appellee from either decision 
but new application here involved for registration of “Wool Soap,” was filed under 10-year 
clause of 1905 Act, before time to appeal from Commissioner expired; and present notice of 
opposition pleads res judicata but appellant did not introduce record of prior proceedings nor 
raise question of res judicata in its reasons of appeal, held that question of res judicata is not 
before this court. 
OpposITION—PRooF OF USE—EFFECT OF REGISTRATION 
Registration under 1881 Act, effected in 1901, renewed in 1931 and cancelled in 1947 held 
to give rise to legal presumption of use of mark by appellee during that period. 
TRADE-MARKS—REGISTRABILITY—TEN YEAR CLAUSE OF 1905 Act 
Appellee held entitled to registration of “Wool Soap,” under 10-year clause of 1905 Act, as 
exclusive user during the ten year period. 
Descriptiveness does not prevent registration under 10-year clause. 


Appeal from Commissioner of Patents. 

Trade-mark opposition by Wool Novelty Co., Inc. (Woolfoam Corporation, 
Assignee, substituted) against Swift & Company. Opposer appeals from dismissal 
of notice of opposition. Affirmed. 


Mock & Blum (Charles R. Allen and Asher Blum of counsel) for appellant. 
Roy G. Story, (Harry W. F. Glemser of counsel) for appellee. 


Before GarreETT, Chief Judge, and HATFIELD, JACKson, O’CONNELL, and JoHN- 
son, Associate Judges. 


GARRETT, C. J.: 


This is an appeal from the decision of the Commissioner of Patents, speaking 
through the late Leslie Frazer, First Assistant Commissioner, reversing the decision 
of the Examiner of Interferences in a trade-mark opposition proceeding. See 
Wool Novelty Co., Inc. v. Swift & Co.,73 U.S. P. Q. 491. 

The decision of the commissioner, awarded to appellee, hereinafter usually re- 
ferred to as Swift & Company, the right to have registered the notation “Wool 
Soap” as a trade-mark for “toilet and bath soaps and soaps in flake form,” the 
application for which, serial No. 477,751, was filed December 19, 1944. 

The rulings of both the Examiner of Interferences and the First Assistant Com- 
missioner were based primarily upon the theory that Swift & Company was seeking 
registration “under the ten-year [the fifth] proviso of Section 5 of the [Trade- 
Mark Registration] Act of February 20, 1905,” which proviso reads: 


That nothing herein shall prevent the registration of any mark used by the applicant or 
his predecessors, or by those from whom title to the mark is derived, in commerce with 
foreign nations or among the several States or with Indian tribes which was in actual 
and exclusive use as a trade-mark of the applicant, or his predecessors from whom he 
derived title, for ten years next preceding February twentieth, nineteen hundred and five. 
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The contention of appellant opposer, hereinafter usually referred to as Woolfoam 
Corporation, was and is that Swift & Company did not have exclusive use of the 
words “Wool Soap” as a trade-mark during the ten-year period between the years 
1895 and 1905; that the words were used by Swift & Company and others during 
that period in a “non-trade-mark sense”; that the predecessor of Woolfoam Cor- 
poration had pending at the time of the filing of the Swift & Company application 
an application for the registration of the notation ““WoolFoam” (the word “Wool” 
being disclaimed as descriptive) as a trade-mark “for a washing compound for the 
cleansing of sweaters, socks and woolens” ; and that Woolfoam Corporation would 
be injured by the registration which Swift & Company sought. 

Such other allegations of the notice of opposition and the answer thereto as are 
pertinent appear hereinafter. 

It is thought that a recital of certain prior proceedings related in the record 
before us may be conducive to an understanding of the controversy. 

On November 26, 1901, a registration, No. 37,359, of the word “Wool” as 
trade-mark for toilet and laundry soaps was issued to Swift & Company upon an 
application filed March 14, 1900. The application was filed and granted under the 
Trade-Mark Registration Act of March 3, 1881 (21 Stat. L. 502). 

The registration recited, “The trade-mark * * * consists of the word ‘Wool,’ ” 
and stated that it might be used in connection with the word “Soap” or without 
that word. Also it stated: 

The above-described trade-mark has been continuously used by said Swift and Com- 


pany and its predecessors in the business of manufacturing and selling soap since about 
the middle of August, 1894. 


In the oath attesting the application, exclusive right to the use of the mark was 
asserted, and it was stated to be used by Swift & Company “in commerce between 
the United States and foreign nations, and particularly with England.” 

The trade-Mark Registration Act of 1881 made no provision for the registra- 
tion of marks based upon their use in interstate commerce. It provided for the 
registration of only those used “in commerce between the United States and foreign 
nations and with Indian tribes.” So, the Swift & Company registration, No. 37,359, 
did not recite use of the mark in interstate commerce (and, it may be added, there 
was no allegation of its use in commerce with the Indian tribes). 

As has been stated, the application of Swift & Company, which culminated in 
registration No. 37,359 under the 1881 Act, was filed March 14, 1900. The record 
before us discloses that the examiner in the Patent Office rejected the application, 
citing, among other references, a trade-mark registration, No. 29,021, dated Octo- 
ber 20, 1896, issued to one William H. Bryan, under the 1881 Act, for “cakes 
of soap.” As that case developed, the only reference cited by the examiner in his 
several rejections before it was acted upon by the Commissioner of Patents, which 
is of concern here, is that registration No. 29,021 to Bryan. It is solely upon that 
registration that Woolfoam Corporation relies to establish that Swift & Company 
was not entitled to the exclusive use, during the ten-year period, of the word which, 
in this proceeding, it seeks to have registered. 

A copy of the Bryan registration for cakes of soap appears in the record. It 
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recites that the application was filed September 17, 1896. It alleges continuous use 
“in business since June 1, 1896.” In his affidavit, Bryan stated that the trade-mark 
was used by him “in commerce between the United States and foreign nations or 
Indian tribes and particularly with Canada, Mexico, England, etc.,” and he asserted 
the right to exclusive use. The mark was described as consisting “of the word- 
symbol ‘Santa Woolen’ in combination with the figure of a sheep.” The facsimile 
shows the word “Santa” reading vertically at the rear of the figure and the word 
“Woolen” on the side of the figure, reading horizontally. In front of the figure is 
the word “Soap” arranged vertically, but this word does not appear to have been 
claimed as a part of the mark. 

After the examiner, in his decision of March 19, 1900, had cited the Bryan reg- 
istration as a reference against the application of Swift & Company, the latter on 
March 24, 1900, filed a request for reconsideration in which it was pointed out 
that, according to the Bryan registration, his mark had been in use only since June 
1, 1896, while, according to the Swift & Company application, its mark had been 
in use since the middle of August 1894, and contended that the Bryan registration 
should, therefore, be withdrawn as a reference. 

No specific response to this contention was made by the examiner, but the Bryan 
registration was not thereafter referred to by either the examiner or the commis- 
sioner. The examiner in subsequent decisions refused the registration on other 
grounds, his last rejection being under date of April 10, 1901. What seemingly may 
be construed as an appeal to the commissioner in person was taken by Swift & Com- 
pany on November 1, 1901, and the next action disclosed by the record before us 
is headed “Notice Of Allowance, November 8, 1901.” It reads: 


Your Application for Registration of Trade-Mark for Toilet and Laundry Soaps has 
been examined and allowed. 
The Certificate of Registration will be issued and forwarded to you as soon as prac- 
ticable, in due order of business. 
Very respectfully, 
F. I. ALLEN, 
Commissioner of Patents. 


This court has not had occasion to examine with any particularity the proceed- 
ings customary in the Patent Office under the Trade-Mark Registration Act of 1881. 
That Act was supplanted by the Act of February 20, 1905. It is obvious from a 
mere reading of the respective Acts that the procedure under the former must have 
differed in many respects from that under the latter. However that may have been, 
the only reasonbale inference which seems deducible from the record before us is 
that the award made to Swift & Company was based, at least in part, upon its 
alleged use of its mark prior to the date when Bryan alleged beginning of use of 
his mark. 

On June 10, 1931, Swift & Company filed a petition for renewal of its registra- 
tion No. 37,359 “in accordance with the provisions of Section 12 of the Trade- 
Mark Act of February 20, 1905.” The copy of the original registration appearing 
in the record is stamped “Renewed.” The date of the renewal does not appear on 
the instrument itself. However, it appears elsewhere in the record that the petition 
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was granted in July 1931. It may be said that the petition for renewal did not con- 
tain any allegation that Swift & Company ever had used the mark in interstate 
commerce, or that it intended so to use it. 

On October 14, 1942, Wool Novelty Co., Inc. (predecessor of appellant, Wool- 
foam Corporation) filed the application, referred to earlier in this opinion, for the 
registration of “WoolFoam” (the word “Wool” being disclaimed “apart from the 
mark shown”) as a trade-mark for “a washing compound for the cleansing of 
sweaters, socks and woolens.” 

On January 28, 1943, Swift & Company filed notice of opposition to the applica- 
tion, pleading, among other things, (as we glean from various statements in the rec- 
ord, concessions in the briefs and from the decisions of the commissioner) prior use 
and registration (obviously No. 37,359 as renewed) of the words “Wool Soap.” 

This appears to have become opposition No. 22,370. 

On May 24, 1943, Woolfoam Corporation’s predecessor, Wool Novelty Co., Inc., 
filed a petition for the cancellation of the “Wool Soap” registration, No. 37,359 as 
renewed, of Swift & Company. 

This appears to have become cancellation No. 4229. 

The Examiner of Interferences decided both the opposition proceeding and the 
cancellation proceeding in decisions rendered October 18, 1944. In the former he 
dismissed the opposition and adjudged Wool Novelty Co., Inc., entitled to the reg- 
istration sought. In the latter he sustained the petition to cancel. 

Appeals were taken by Swift & Company to the commissioner who, speaking 
through First Assistant Commissioner Frazer, affirmed both decisions of the Exam- 
iner of Interferences in decisions rendered October 5, 1945. 

In the cancellation case (Wool Novelty Co., Inc. v. Swift & Company, 67 
U. S. P. Q. 113) the decision was based solely upon the ground that the notation 
“Wool Soap” is “merely descriptive of the goods.” 

In the opposition case (Swift & Company v. Wool Novelty Co., Inc. 67 
U. S. P. Q. 114) reference was made to the decision in the cancellation proceeding, 
and it was held that the word “Foam” while highly suggestive was not “objection- 
ably descriptive” and the decision of the Examiner of Interferences was therefore 
affirmed. 

Swift & Company is not shown by the record to have appealed from either deci- 
sion of the commissioner. It does appear, however, that on December 19, 1944, two 
months after the decision of the Examiner of Interferences and, obviously, within 
the time when appeals might be taken to the commissioner, Swift & Company 
filed the application for registration which was allowed, despite the opposition of 
Woolfoam Corporation, and, it may be added, notwithstanding the commissioner’s 
decision of October 5, 1945 that the renewed mark of Swift & Company, No. 
37,359, was subject to cancellation. (As best we can determine from the record 
the cancellation was actually entered January 19, 1947; that is, about six months 
prior to the commissioner’s decision in the instant case. ) 

The notice of opposition of Wool Novelty Co., Inc. (predecessor of Woolfoam 
Corporation) here involved appears to have been filed April 17, 1945. Reference 
is therein made to the decision of the Examiner of Interferences rendered October 
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18, 1944, cancelling the Swift & Company mark, which decision apparently must 
have been pending then before the commissioner whose decision affirming it was 
not rendered until October 5, 1945, about six months after the filing of the notice 
of opposition here involved. 

In allegation 11 of appellant’s notice of opposition, it was said “Opposer avers 
that the aforementioned opposition [No. 22,370] and cancellation [No. 4229] 
proceedings are res adjudicata with respect to the application herein opposed * * *,” 
and, in allegation 12, it was proposed to offer the records in the respective cases in 
evidence. 

In its answer, filed June 15, 1945, Swift & Company admitted the pendency of 
the so named opposition and cancellation proceedings, but denied the relevancy of 
the issues involved therein to the issues of the instant case and expressly reserved 
the right to object to the introduction of the records in evidence. 

We find nothing in the record indicating that the records in those cases were 
offered in evidence, and appellant’s reasons of appeal in the appeal to us do not 
raise any question of res judicata. That question, therefore, is not involved here. 
At the time the issues here were formulated those cases were, in fact, pending on 
appeal and had not been finally adjudicated. 

So, as hereinbefore has been indicated, the decision of the case turns primarily 
upon the question of whether Swift & Company had exclusive use of the mark 
during the ten-year period next preceding February 20, 1905. By reason of the 
registration, No. 37,359, granted November 26, 1901, upon the application filed 
March 14, 1900, and its renewal in July 1931, there is a legal presumption that 
Swift & Company actually used the mark during that period. As has been stated, 
use of the mark was alleged “since about the middle of August 1894.” 

The presumption of use of the mark, 29,021, by reason of its registration by 
3ryan October 20, 1896, also applies, but, as has been stated, use of that mark was 
claimed to have begun June 1, 1896, whereas use of the Swift & Company mark 
was alleged to have begun in August 1894. It is obvious, therefore, that Swift & 
Company was the prior user, and it is our view that it must be held in law to have 
been the exclusive user, during the ten-year period. As to both the Swift & Com- 
pany mark and the Bryan mark the conclusion as to use during the ten-year period 
rests solely upon the presumption growing out of the respective registrations. There 
is no proof that either of the marks was actually used by the respective parties 
during the ten-year period. 

Consideration of the case has been complicated by reason of the cancellation of 
the Swift & Company mark solely upon the ground of descriptiveness, as herein- 
before recited. In applying the ten-year proviso, the fact that a mark may have 
been descriptive does not prevent its registration. 

What appears to be the leading case construing the proviso is that of Thaddeus 
Davids Co. v. Davids, 233 U. S. 461. 

While, frankly, we have been puzzled by the cancellation, and by the acquies- 
cence therein of Swift & Company without appealing to the courts, there is, as has 
been stated, no question of rcs judicata before us. 
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Upon the record presented, it is our view that the decision of the commissioner 
must be affirmed. 

After the appeal in this case had been taken, Swift & Company suggested a 
diminution of the record and sought to have included therein: 


File wrapper, Contents and Drawings of the Wool Soap Trade-Mark No. 37,359, reg- 
istered November 26, 1901. 


We granted the petition subject to cost assessment to be made in our final deci- 
sion. 

The subject matter is regarded as being a necessary part of the record and the 
costs are assessed against appellant. 

The decision of the Comissioner of Patents is affirmed.’ 


BLOCK, etc. v. PLAUT, Et AL. 
No. 49C603—U. S. D. C. N. D. Ill—September 28, 1949 


Federal court has no jurisdiction over suit between citizens of same state for unfair com- 
petition or infringement of unregistered trade-mark unless joined with substantial claim under 
copyright, patent, or federal trade-mark law. 

CourTS—PLEADING AND PracticE—Morion To DIsMIss 

Causes of action for common law trade-mark infringement and unfair competition dis- 

missed on motion, in absence of diversity of citizenship. 
CopyrRIGHTS—ForM oF NOoTICE—PARTICULAR INSTANCES 

“Copyright 1948” used in second line below trade-mark “Closet Caddy,” on box label, 

held sufficient compliance with the statutory requirement as to notice of copyright. 


Copyright, trade-mark infringement, unfair competition and breach of contract 
suit by Burton Block, doing business as Block Company, against Ivan S. Plaut, 
George Lederman, and Harvey S. Lederman, partners doing business as Plaut and 
Lederman, and Mandel Brothers, Inc. Defendants’ motion to dismiss complaint 
sustained in part and overruled in part. 


Bernard W eissbourd and Richard F. Watt, of Chicago, Illinois, for plaintiff. 
Whitney Campbell, Charles R. Sprowl, E. Marvin Buehler, Samuel W. Kipnis, and 
Ignatz Spitz, of Chicago, Illinois, for defendants. 


La Buy, D. J.: 


The complaint herein consists of three counts: Count I is predicated on the 
Copyright Act of July 30, 1947; Count II is based on the trade-mark laws; and 
Count III is directed against the individual defendants for breach and violation 
of the terms of an agency with plaintiff for making plans and arrangements to manu- 
facture and sell “close copies” of the plaintiff’s product “Closet Caddy.” 

As to Count I, the complaint alleges plaintiff complied in all respects with the 


1. Hatfield, Judge, was present at the argument of this case, but, by reason of illness, did 
not participate in the decision. 
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Copyright Act and all other laws governing copyright and secured exclusive rights 
and privileges to the copyright of a “Closet Caddy” label and received from the 
Register of Copyrights a certificate of registration dated May 24, 1948, identified 
as Class K No. 23454, and a copyright of a de luxe “Closet Caddy” label, receiving 
from the Register of Copyrights a Certificate of registration dated October 18, 1948, 
identified as Class K No. 27854; that defendants Plaut and Lederman are infring- 
ing 23454 in manufacturing and marketing of a closet space saving rack and a 
super closet space saving rack, by printing and causing to be printed a label to be 
fastened to the racks which is largely copied from plaintiff's copyrighted label and 
in printing and causing to be printed circulars and promotional literature containing 
material copied largely from plaintiff’s copyrighted label; and as to 27854 by doing 
the same and in addition illustrating the plaintiff’s de luxe “Closet Caddy” label as 
and for defendants’ super closet space saving rack; that the defendant Mandel Bros. 
infringed by printing newspaper advertisements for the Plaut and Lederman prod- 
uct which contained material copied in large measure from plaintiff’s copyrighted 
label and selling Plaut and Lederman products without informing purchasers that 
the items sold were not “Closet Caddies” thus palming off those products as plain- 
tiff’s; that Plaut and Lederman represented plaintiff was no longer in the business 
and engaged in unfair trade practices and unfair competition against plaintiff to its 
damage. 

As to Count II, the complaint alleges the plaintiff applied for registration at the 
United States Patent Office of the trade-mark ‘Closet Caddy,” application number 
being S.N. 550,483, and that the defendants have infringed such trade-mark and are 
engaging in unfair trade practices to the confusion of the public. 

Count III alleges Plaut and Lederman undertook to serve as exclusive sales 
representatives of plaintiff in the promotion and sale of a household product known 
as the “Closet Caddy” and were to receive commissions thereon; that defendants 
did not actively and energetically promote the sale of the “Closet Caddy”; that 
such promotion as was made was designed to make it appear the product was that 
of the defendants ; that in direct violation and total disregard of their duty to plain- 
tiff, defendants made plans and entered into arrangements to manufacture and sell 
on their own account items known as the closet space saving rack and super 
closet space saving rack which are close copies of the “Closet Caddy” and de luxe 
“Closet Caddy” ; that as a consequence plaintiff has suffered great loss of sales and 
profits. 

Defendants have filed a motion to dismiss for lack of jurisdiction under the 
copyright law since no valid copyright is alleged in plaintiff’s complaint, lack of 
jurisdiction under the trade-mark laws since no registered trade-mark is alleged, 
and that as to the unfair competition allegations of Counts I, II and III no diversity 
of citizenship exists between plaintiff and the three individual defendants. 

In its brief plaintiff admits Count II “does not state a claim for infringement 
of a registered trade-mark, (but) does state a claim for infringement of plaintiff’s 
common-law trade-mark, a common law right obtained by prior and continued usage.” 
Plaintiff’s Count II is premised on the theory that infringement of such a mark con- 
stitutes unfair competition and is related closely to the copyright infringement allega- 
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tions of Count I and therefore jurisdiction pursuant to Section 1338, 28 U. S. C. 
attaches. The same theory is presented as to the unfair competition aspect of Count 
III against the individual defendants. 

Section 1338(b) provides: 


The district courts shall have original jurisdiction of any civil action asserting a 
claim of unfair competition when joined with a substantial and related claim under the 
copyright, patent or trade-mark laws. 


It appears, therefore, that not all claims for unfair competition come within 
the original jurisdiction of the district court—only those joined with a substan- 
tial claim under copyright, patent or trade-mark law. 

There is no jurisdiction originally in the district court for common law trade- 
mark infringement, and consequently in the absence of diversity of citizenship, there 
is no jurisdiction over a related claim of unfair competition arising out of violation 
of a common law trade-mark. Count II does not arise under the federal trade- 
mark law since it is admitted there is no registered trade-mark under the federal 
statute and no diversity of citizenship is alleged. The motion to dismiss Count II 
is therefore sustained. 

Count III alleges a breach of duty arising out of a contract arrangement. There 
is no original jurisdiction in the district court over contract actions not arising 
under the federal law unless diversity of citizenship between the parties is estab- 
lished and consequently the motion to dismiss Count III is sustained. 

The motion to dismiss Count I is primarily based upon the invalidity of the 
copyright because of lack of proper statutory copyright notice thereby causing said 
copyrightable material to be in the realm of the public domain and that its publica- 
tion without notice constituted an abandonment of rights. 

Certificates of registration for the labels are attached as exhibits and pursuant to 
Section 209 of the Copyright law (17 U. S. C.) are stated to be “prima facie evi- 
dence of the facts stated therein” ; that is, that plaintiff has taken the necessary steps 
to comply with the law. 

Section 19 of the Copyright law provides for forms of notice and reads as fol- 
lows: 

The notice of copyright required by section 10 of this title shall consist either of the 
word “Copyright” or the abbreviation “Copr.,” accompanied by the name of the copy- 
right proprietor, and if the work be a printed literary, musical, or dramatic work, the 
notice shall include also the year in which the copyright was secured by publication. In 
the case, however, of copies of works specified in subsections (f) to (k), inclusive, of sec- 
tion 5 of this title, the notice may consist of the letter C enclosed within a circle, thus©, 
accompanied by the initials, monogram, mark, or symbol of the copyright proprietor : 
Provided, That on some accessible portion of such copies or of the margin, back, permanent 
base, or pedestal, or of the substance on which such copies shall be mounted, his name 
shall appear... . 


Section 5(f) to (k) reads as follows: 

The application for registration shall specify to which of the following classes the 
work in which copyright is claimed belongs: 

(f) Maps. 

(g) Works of art; models or designs for works of art. 
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(h) Reproductions of a work of art. 

(i) Drawings or plastic works of a scientific or technical character. 

(j) Photographs. 

(k) Prints and pictorial illustrations including prints or labels used for articles of 
merchandise. 


Plaintiff states registration of the “Closet Caddy” was made within the classi- 
fication of subdivision (k) of Section 5. 
The exhibits submitted herein disclose the following notice: 


CLOSET CADDY 
Trade-Mark Reg. U. S. Pat. Off. 
Copyright 1948. Pat. Pending 


and the designation Block Company on the side of the box. This is the notice on 
which defendants’ motion hinges as to Count I. Defendants maintain that the only 
legend purporting to be a notice of copyright are the words “copyright 1948” and 
that “Closet Caddy” is not a part of the notice of copyright ; that the notice consists 
of “Copyright 1948” only and is not accompanied by the initials, monogram, mark 
or symbol of the copyright proprietors and the name of the copyright proprietor 
nowhere appears on the exhibits. 

Defendants cite Record & Guide Co. v. Bromley, 175 F. 156 as being directly in 
point. In that case the notice was in the following form: 


Copyright by 
Real Estate Rec’d. & Bldrs.’ G. Co. 


Vol. LXXV_ May 6, 1905 1938 


The court held the date appearing below the copyright notice could not be 
regarded as a part of that notice and the notice was void for want of a date. Defend- 
ants urge in the instant case the words “Closet Caddy” cannot be construed as 
part of the copyright notice since they appear above and separated from that notice. 
In the above case the court stated: 


A continuous black line is drawn completely across the column between the first and 
second lines, separating the two as distinctly as if they were in different columns, and 
making it perfectly clear that the copyright notice was regarded as fully finished upon the 
first line, and that the second line was used for the different purpose of giving the date of 
publication, the volume number, and what seems to be the total number of the weekly 
issues. 


No such definite demarcation appears in the present notice under consideration 
and nowhere does the statute or the court’s opinion inhibit the use of a copyright 
notice to only a single line. The court in the Record & Guide Co. case, supra, 
stated that where the copyright notice varied from the statutory notice, the notice 
was still held valid if it included every element of the notice set out in the statute. 


And in Mifflin v. R. H. White Co. (1903) 190 U. S. 260, 264, the court said: 


.... It is incorrect to say that any form of notice is good which calls attention to the 
person of whom inquiry can be made and information obtained, since, the right being purely 
statutory, the public may justly demand person claiming monopoly of publication shall 
pursue in substance at least the statutory method of securing it. In determining whether 
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a notice of copyright is misleading we are not bound to look beyond the face of the 
notice and inquire whether under the facts of the particular case it is reasonable to sup- 
pose an intelligent person could actually have been misled. (Italics supplied.) 


Are the words “Closet Caddy” the initials, monogram, mark or symbol of the 
copyright proprietor? It is asserted the words are the trade-mark of plaintiff and 
therefore the mark of the proprietor and, in fact, is also the name, in company form, 
under which he did business for a time. The statutory section, supra, permits the 
use of the C enclosed in a circle accompanied by the mark of the proprietor. It 
seems the statute covers such a designation as “Closet Caddy” under the term 
“mark,” whether the trade-mark is defined by Webster’s New International Dic- 
tionary as 


a character, device, a label, brand, seal or the like put on to show the maker or owner to 
certify quality, for identification, etc.; trade-mark. 


Although in the instant case there was not a literal compliance with the statute 
in that the word “Copyright” was used in full and words in addition to “Copyright 
1948” were used, the court is of the opinion the notice is sufficient under the statute 
to create a valid copyright even though more than the statute required was included ; 
and that part is surplusage. 

An order has this day been entered overruling defendants’ motion to dismiss 
Count I and sustaining defendants’ motion to dismiss Count II and Count III of the 
plaintiff's complaint. 


HARSHBERGER v. TARRSON, et At. 
No. 49C132—U. S. D.C. N. D. Ill.—September 22, 1949 


CourTs—PLEADING AND PracticeE—Morions To DISMISS AND FOR SUMMARY JUDGMENT 
On motions to dismiss and for summary judgment where defendants offered evidence 
that goods were made under license, and plaintiff neither filed controverting affidavit nor 
offered opposing proof, alleging that it could not present facts without discovery, because facts 
were particularly within defendants’ knowledge, but failing to show steps taken by plaintiff 
to obtain such information, held that the contention that substantial controversy of fact 
existed between the parties cannot be considered on plaintiff's own statement. 
STaTE Fair TRADE LAws—BasIs OF RELIEF—GENERAL 
Legislative intent in Illinois fair trade act is to protect property interest in mark, name or 
brand, under which goods are sold, by preventing use of the symbol by price-cutters in ways 
likely to depreciate the property interest of the owner of good will identified by the mark, 
name or brand. 
Owner of patent, who is not owner of a trade-mark nor a manufacturer, producer, or 
vendor, held not within scope of fair trade act. 


Suit for patent infringement and violation of fair trade act, by Russell P. Harsh- 
berger against Sidney A. Tarrson, et al. Complaint dismissed. 


Carlson, Pitzner, Hubbbard & Wolf, of Chicago, Illinois, for plaintiff. 
Albert F. Mecklenburger, Sidney Newman, Arthur B. Seibold, Jr., and Thiess, 
Olson & Mecklenburger, of Chicago, Illinois, for defendants. 
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La Buy, D. J.: 


Defendants have filed a motion to dismiss the complaint and for summary judg- 
ment based on the pleadings and affidavits of Kellerher and Tarrson and other ex- 
hibits. 

The facts giving rise to the dispute are as follows: On February 10, 1940, plain- 
tiff, Harshberger, granted an exclusive license to Perry G. Stahly, who, subse- 
quently in accordance with the license terms, assigned it to Birdsell Laboratories, 
now Stahly, Inc. The license granted Stahly the “exclusive right and license 
throughout the world under said inventions, said Letters Patent... . (Nos. 
2,054,287, 2,054,418, 2,056,186, 2,258,608 and 2,319,815), said applications for Let- 
ters Patent, and the Letters Patent to issue therefrom, to manufacture, use and sell 
razor devices and replacement parts therefor.” The license further provided: 


Royalties shall be considered earned and payable on all razors, razor beds, and handle 
assemblies (embodying any or all of the inventions forming the subject matter of this 
Agreement) and on all bades manufactured, sold, consigned, transferred, shipped, stored, 
warehoused, delivered, or otherwise disposed of by Stahly, or by any party or concern 
acting under his direction or with his consent. 


A supplemental agreement in October, 1942, modified the royalty schedule. 

On February 1, 1946, and October 31, 1946, Stahly, Inc., contracted with Air- 
craft & Diesel Equipment Corporation for the latter to manufacture for it about 
125,000 patented safety razors at the rate of 10,000 a month. In said contract Air- 
craft admitted the validity of the patents on the Stahly razor and agreed not to 


manufacture or sell such razors to anyone except Stahly. 

The trade-marks “Stahly” and “Live Blade” were registered in 1942 by Birdsell 
Laboratories and Stahly, Inc., is alleged to be the owner thereof in the companion 
case of Stahly, Inc. v. Tarrson, et al., 48 C 1849 [39 T. M. R.]. In making the 
razors for Stahly, Inc., Aircraft used dies furnished it by Stahly, Inc., which dies 
also impressed the marks “Stahly” and “Live Blade.” 

It is averred in the affidavit of B. Ch. Kellerher, President of Aircraft, that 
Aircraft manufactured the 125,000 razors during or prior to February, 1948. Of 
the 125,000 so manufactured, Stahly received and paid for 80,000, leaving in the 
possession of Aircraft 45,000 razors. These are the razors which are the cause of 
the dispute. As to these 45,000 razors an effort was made to work out some plan 
whereby Stahly could take and pay for, or sell to others so as to relieve the serious 
financial condition of Aircraft and Stahly. 

On June 18, 1948, Harshberger alleges that because of the default of Stahly to 
maintain timely payment of earned royalties, plaintiff terminated the exclusive 
license of Stahly, Inc. 

On July 9, 1948, Perry G. Stahly, President of Stahly, Inc., communicated with 
Mr. Kellerher of Aircraft wherein he indicated that the “Premium and Prize out- 
lets’ would be the answer to the disposal of this inventory and thus relieve the 
parties’ financial straits. None of the plans materialized and Aircraft secured a loan 
from General Factors Corporation to whom Stahly, as president of Stahly, Inc., 
wrote on July 21, 1948, stating: 
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We understand that Aircraft & Diesel Equipment Corporation has on hand approxi- 
mately 45,000 Stahly Live Blade Razors which are in the possession of said Aircraft & 
Diesel Equipment Corporation subject to our order as to shipment. 

In consideration of your making a loan to said Aircraft & Diesel Equipment Cor- 
poration, we hereby consent to and agree that we will not assert any rights or claims 
contrary to your rights to realize upon such security as pledgee thereof in the event of 
non-payment of the loan. 


Aircraft defaulted on its note for $50,000 secured by 45,000 Stahly Live Blade 
razors and thereupon said collateral was assigned and transferred to Sidney Tarr- 
son “for valuable consideration” in cancellation of the note of Aircraft. Tarrson’s 
affidavit states that more than ten days before selling or offering to sell to the pub- 
lic, he offered to sell to Stahly, Inc., at a price of $2.75, which offer was refused, 
that he was closing out his entire stock of these 45,000 razors and when sold would 
no longer deal in them. Harshberger alleges in his complaint that “General Finance 
Corporation” on October 29, 1948, represented the balance due from Aircraft to 
be $130,000 and offered to sell the 45,000 razors to plaintiff and others at a price 
slightly less than $3.00 and alleges that he “immediately informed General Finance 
Corporation of his patent rights in said razors” both verbally and later in writing. 
On December 8, 1948, the plaintiff alleges he notified defendants of his patent rights 
in said razors. 

The unlawful acts charged to defendants are alleged to be (1) notwithstanding 
the notice of December 8, 1948, defendants proceeded in willful and wanton disre- 
gard of plaintiff’s rights to sell said razors and to offer them for sale, (2) defendants 
have been selling and offering for sale the accused razors at cut-rate prices drastically 
below the minimum wholesale and retail prices, (3) plaintiff avers on information 
and belief that many of the razors contain inherent defects likely to cause failure 
in their mechanisms after a short period of service, and (4) the unauthorized 
appearance on the market of quantities of the razors together with rumors 
circulated in the trade have shaken the confidence of plaintiff’s customers and deal- 
ers. Plaintiff requests appointment of some person to examine the issues as to the 
sales made by defendant and the damages to which plaintiff would be entitled, for 
injunction to restrain defendant’s infringement of plaintiff’s patent by using and sell- 
ing without plaintiff's consent or license, and injunction to restrain further violation 
by defendants of the Illinois Fair Trade Act (Smith Hurd Ann. Ch, 121%). 

The grounds of defendant’s motions are (1) failure to state a claim since the com- 
plaint while alleging an exclusive license to Stahly manufacture thereof by Aircraft, 
and disposal thereof by Aircraft with Stahly’s consent, does not deny the razors 
were made under the license and were therefore freed from plaintiff’s patent monop- 
oly, (2) as the license agreement was effective during the time the razors were 
manufactured by Aircraft said razors were free from the monopoly of plaintiff's 
patents, (3) plaintiff’s only claim is against Stahly for nonpayment of royalties, 
(4) plaintiff is not a party entitled to bring suit under the Illinois Fair Trade Act 
since plaintiff has no interest in any name, mark, label or brand under which said 
razors are sold, (5) defendants have not violated the Illinois act for the transaction 
complained of comes within the express exception of the Act where goods are being 
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closed out, (6) plaintiff is estopped from suing under the Illinois act because Stahly, 
Inc., its exclusive licensee waived any rights of action with respect to said razors. 

The rule in an action by an owner or assignee of a patent against a purchaser 
of the patented article has been expressed as follows : 


. . as between an owner of a patent on one side and a purchaser of an article made 
under the patent on the other, the payment of a royalty once, or, what is the same thing, 
the purchase of the article from one authorized to sell it, emancipates such article from 
any further subjection to the patent throughout the entire life of the patent, even if the 
latter should be by law subsequently extended beyond the term existing at the time of 
sale.” Keller v. Standard Folding Bed (1894), 157 U. S. 659. 


and again in Mitchell v. Hawley, 83 U.S. 544: 


Patentees acquire by their letter patents the exclusive right to make and use their 
patented inventions and to vend the same to others to be used for the period of time 
specified in the patent, but when they have made one or more of the things patented, 
and have vended the same to others to be used, they have parted to that extent with their 
exclusive right, as they are never entitled to but one royalty for a patented machine, and, 
consequently a patentee, when he has himself constructed a machine and sold it without 
any conditions, or authorized another to construct, sell and deliver it, or to construct 
and use and operate it without any conditions, and the consideration has been paid to 
him for the thing patented, the rule is well established that the potential must be under- 
stood to have parted to that extent with his exclusive right, and that he ceases to 
have any interest whatever in the patented machine so sold and delivered or authorized 
to be constructed and operated. 


Under the terms of the license Stahly had the right to “make, use and sell’ razor 
devices and become liable for royalties, ‘‘on all blades manufactured, sold, consigned, 
transferred, shipped, stored, warehoused, delivered, or otherwise disposed of by 
Stahly, or by any party or concern acting under his direction or with his consent.” 
This paragraph concededly takes into account the fact that such razors could be 
manufactured, sold, consigned, transferred, shipped, stored, warehoused, delivered 
or otherwise disposed of” by Stahly or by any other party acting under his direction 
or with his consent and Stahly would become liable to Harshberger for the royalties 
under the license. It is therefore clear that Stahly was within his license rights in 
having the articles manufactured by Aircraft and Harshberger does not claim other- 
wise herein. 

On June 14, 1948, with the termination of Stahly’s exclusive license, the issue 
arises whether the 45,000 razors in question were manufactured during the period 
of the license with Stahly giving effect to the royalty provision and thereby remov- 
ing the patented article from the plaintiff's patent monopoly pursuant to the rule 
announced in the above cases. To this end, the affidavit of B. Ch. Kellerher, presi- 
dent of Aircraft, is submitted wherein he avers that said razors “were all completed 
on or prior to the month of February, 1948.” Plaintiffs in their brief state they 
are in no position to disprove such allegation without discovery, but have not con- 
troverted the affidavit either in their pleadings or affidavits. Under such a situa- 
tion, the fact so stated in Kellerher’s affidavit, who as president of Aircraft would be 
competent to testify to the fact, must be taken as true. The plaintiff's statement that 
he could not present facts by affidavit in opposition to a motion for summary judg- 
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ment because the facts were particularly within the knowledge of the defendant 
was held inadequate in the absence of an attempt to show what steps plaintiff had 
taken to obtain the desired information. Hummel v. Riordan (D. C. Ill. 1944), 56 
F. Supp. 983; Gray v. Ameroda Petroleum Corp. (C. C. A. Tex. 1944), 145 F. 2d 
730. So, where plaintiff neither filed a controverting affidavit nor offered opposing 
proof, the contention that a substantial controversy of fact existed between the 
parties cannot be considered on plaintiff's own statement. 

It is therefore taken by this court to be the fact that said razors were manu- 
factured before the license agreement was terminated. That being so, the rule as 
stated by the United States Supreme Court applies and the razors are free from 
the plaintiff's patent monopoly. 

The royalty clause which takes into account the situation under which royalty 
is deemed earned and payable, “or otherwise disposed of by Stahly or by any party 
or concern acting under his direction or with his consent” contemplates and intends 
that Stahly have complete control of the licensed product, with a restriction only 
on sub-licensing. His action in consenting to the pledging of the razors to General 
Factors Corporation was within the rights given him by his license. 

Does the fact that plaintiff notified General Factors Corporation in October, 
1948, of its patent rights alter this right of unconditional disposal of the product 
exercised by Stahly and would the fact that General Factors and Aircraft may be 
chargeable with knowledge of plaintiff’s patent rights operate to restrict the use of 
said razors by Tarrson? There was no restriction placed by the license agreement 


upon the manner of the disposition of the razors and plaintiff’s having become en- 
titled to their royalty cannot now assert such articles to be subject to its patent 


monopoly. 

The court is of the opinion that plaintiff’s pleadings, affidavits and exhibits on 
file in support of its cause for patent infringement raise no issue of fact to be tried 
and as to this claim the defendants motion for summary judgment is granted, and 
and as has this day been entered in accord herewith. 

Plaintiff also alleges damages arising from the alleged violation by defendants 
of the fair trade agreements entered into by Stahly, Inc., and its distributors 
and dealers for the maintenance of certain prices. In Boston Store v. American 
Graphaphone Co., et al. (1917), 246 U. S. 8, the American Company acting through 
its agent Columbia entered into a system of price maintenance and caused Columbia 
to make contracts in the name of Columbia with dealers in records to whom Amer- 
ican delivered its products through Columbia and by which in consideration of the 
prices fixed the dealers obligated themselves to adhere thereto. The American Com- 
pany fixed the prices of its product and Columbia in the contract with dealers in- 
cluded a notice that violation of such prices would make such violator an infringer 
of the patents under which American Company manufactured the records. Boston 
Store was one of the dealers with whom Columbia contracted and the action by 
American Company and Columbia arose through an alleged violation by Boston 
Store of the fixed price. The court certified certain questions to the Supreme 
Court, one of them being: 
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Can a patentee, in connection with the act of delivering his patented article to another 
for a gross consideration then received, lawfully reserve by contract a part of his monopoly 
to sell? 


The Supreme Court answered the question in the negative and in arriving at this 
conclusion, said: 


. . . . In addition, through perhaps an abundance of precaution, we direct attention to 
the fact that nothing in the decided cases to which we have referred, having regard either to 
the application of the general law or of the patent law, deprives an inventor of any right 
coming within the patent monopoly, since the cases alone concerned whether the monopoly 
of the patent law can be extended beyond the scope of that law or, in other words, ap- 
plied to articles after they have gone beyond its reach. The proposition so earnestly 
insisted upon, that, while this may be true, it does not fairly consider the reflex detri- 
ment to come to the rights of property of the inventor within the patent law as a result 
of not recognizing the right to continue to apply the patent law as to objects which have 
passed beyond its scope, is obviously not one susceptible of judicial cognizance. This 
must be, since whether, for the preservation of the rights which are within a law, its 
provisions should be extended to embrace things which it does not include, typically 
illustrates that which is exclusive of judicial power and within the scope of legislative 
action. 


Has the Illinois Fair Trade Act given such a right of extension to a parent 
owner who is not the owner of a trade-mark, is not a manufacturer nor producer 
or vendor? Plaintiff contends that section 2 of the Act gives him such a right since 
his interest in the property and good will attached to his invention has been dam- 
aged. Section 2 is as follows: 


Willfully and knowingly advertising, offering for sale or selling any commodity at less 
than the price stipulated in any contract entered into pursuant to the provisions of section 
1 of this act, whether the person so advertising, offering for sale or selling is or is not a 
party to such contract, is unfair competition and is actionable at the suit of any person 
damaged thereby. (Italics supplies.) 


In Triner Corporation v. McNeil, 363 Ill. 559, the purpose of the Act is aptly 
set forth at page 577: 


.... The Fair Trade Act does not assume to permit restrictions on the price at which 
trade-marked commodities may be resold, irrespective of whether resold under the trade- 
mark. It permits restrictions to be placed on the use of trade-marks, names and brands— 
not restrictions on the price of commodities generally, except, as plaintiff contends, to the 
extent that new commodities may become involved in an attempt to damage the good 
will built around a trade-mark, name or brand. The manifest legislative intent is the pro- 
tection of the property interest in a mark, name or brand by preventing the use of the 
symbol by price-cutting retailers in ways likely to depreciate the property interest. 
Price cutting primarily injures the owner of a good will which has become identified with 
a trade-mark, brand or name, on a commodity competing in the market with other goods 
of the same general class. On the other hand, the manufacturers and distributors of 
commodities which bear no trade symbol obviously cannot have a good will which requires 
the protection afforded by the Fair Trade Act; 


and again at page 579: 


On the other hand, the Fair Trade Act of 1935 has for its major objective the pres- 
ervation and protection of the property interest of the producer and his distributors in 
the good will represented by brands, trade-marks and trade-names. 
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It appears clear, therefore, the protective cloak of the act extends to the pro- 
tection of the property interest in the good will represented by brands, trade-marks 
and trade-names. The plaintiff asserts a good will arising separate and apart from 
that occasioned by the use of any symbol; that good will is alleged to arise through 
the invention itself, separate and apart from the name used to sell it. Plaintiff is 
the owner of the patent, but is not the owner of the trade symbols “Stahly” and 
“Live Blade” used to market the device. While it is true such good will could be 
injured through alleged price cutting of the trade-marked article it does not appear 
that the Illinois act covered or intended to cover anything other than the good will 
arising from the use of the trade-mark by the injured party. Plaintiff’s notice 
given to defendants and to General Factors cannot serve to extend his monopoly 
to sell when in fact under the license agreement he made no provision for its exten- 
sion beyond the royalty and sub-licensing phase. 

There being no cause of action alleged under the Illinois Fair Trade Act, defend- 
ant’s motion to dismiss that part of the complaint is sustained, and an order 
has this day been entered dismissing the action. 


STAHLY, INC. v. M. H. JACOBS CO., INC., er At. 
No. 48C1849—U. S. D. C. N. D. Ill.—September 22, 1949 


TRADE-MARK INFRINGEMENT—BASIS OF RELIEF—GENERAL 
Infringement of trade-mark consists in unauthorized use or colorable imitation of a mark 
already appropriated by another. 
CourRTS—PLEADING AND PracticE—Motions To DIsMIss 
In absence of allegation of usage of trade-mark in an unauthorized manner, complaint 
held not to state cause of action for trade-mark infringement. 
StaTE Farr TRADE LAaws—WaAIVER OF CoNTRACT RIGHTS—ILLINOIS 
Where plaintiff contracted with third party for manufacture of goods bearing plaintiff's 
trade-marks and subsequently agreed with fourth party not to assert any rights contrary to 
fourth party’s rights to dispose of the goods pledged as security far loan made by fourth party 
to third party, held that plaintiff had waived and abandoned all rights under fair trade 
agreements fixing the prices of the goods manufactured for it by third party. 


Trade-mark infringement and unfair competition suit by Stahly, Inc. against 
M. H. Jacobs Co., Inc., et al. Complaint dismissed. 


John Rex Allen, Jules L. Brady, and Chritton, Schroeder, Merriam & Hofgren, 
of Chicago, Illinois, for plaintiff. 

Rothbart & Rosenfield and Thiess, Olson & Mecklenburger, of Chicago, Illinois, 
for defendants. 


La Buy, D. J.: 


In the companion case of Harshberger v. Tarrson, 49 C 132, the facts concerning 
the dispute have been set forth [39 T. M. R. 914.]. 

The motion to dismiss herein leaves for determination the sufficiency of the 
complaint to state trade-mark infrigement and unfair competition through violation 
of the Illinois Fair Trade Act. It alleges defendant obtained possession of 45,000 
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razors bearing plaintiff's trade-marks, which razors are in defective condition and 
were never the property of the plaintiff; that plaintiff is informed and believes 
defendants are about to sell these razors as those of plaintiff and such sale would 
infringe the plaintiff’s trade-marks. 

Infringement of a trade-mark consists in unauthorized use or colorable imitation 
of a mark already appropriated by another. The present complaint does not allege 
defendants were guilty of either. It is stated that denial by plaintiff that it was the 
owner of the razors or that the razors were never the property of the plaintiff 
establishes that the trade-marks used thereon are either copies or counterfeits and 
that the sale of them bearing plaintiff’s mark is an actionable wrong no matter how 
the marks happened to become applied to the goods. While this may be true, such 
a denial of ownership of goods does not allege that defendant without authority 
assumed the usage of the trade-mark and in the absence of such an allegation it 
cannot be said that the complaint states a claim for trade-mark infringement. It 
is the usage of the trade-mark in an unauthorized manner which is the basis of a 
trade-mark infringement action. 

The amended complaint further alleges violation by defendants of fair trade 
agreements fixing the prices of the razors in that defendants have sold, offered to 
sell and intend to sell said razors at prices below the minimum prices established 
by plaintiff and its distributors and dealers. The pertinent question is whether 
Stahly waived the right to proceed in protection of that contract right by virtue of 
the letter sent to General Factors Corporations on July 21, 1948. 

The salient part of the letter reads: 


In consideration of your making a loan to said Aircraft & Diesel Equipment Corpora- 
tion, we hereby consent to and agree that we will not assert any rights or claims contrary 
to your rights to realize upon such security as pledgce thereof, in the event of non- 
payment of the loan. 


Waiver has been defined as a “voluntary and intentional relinquishment or 
abandonment of a known existing right, advantage, benefit, claim, or privilege, 
67 Corpus 
Juris 289. The question of consideration appears settled in the letter itself, being 
the granting of a benefit to a third party. The court is of the opinion the above 
paragraph of the letter constitutes a waiver and abandonment of all rights plaintiff 
could assert as to the razors without regard to future possession by any other per- 
son. 
An order has this day been entered sustaining the defendant’s motion to dis- 
miss the plaintiff’s amended complaint. 


Sr 
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THE SINGER MANUFACTURING COMPANY, et at. v. AMERICAN 
APPLIANCE COMPANY, Et AL. 


No. 25371—U. S. D. C. N. D. Ohio—September 21, 1949 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—BAsSIS OF RELIEF—REBUILT ARTICLES 
While defendants have right to repair and rebuild sewing machines, machines sold by 
them must be so marked as to correctly and truthfully convey to buyers the true character 

of the product. 

On facts of record, defendants’ substantial changes in “Singer” machines, and insufficient 
disclosure resulting in palming off of machines as fairly new, held to constitute both trade- 
mark infringement and unfair competition, which will be enjoined. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR 

INSTANCES 
Plaintiffs held entitled to relief requiring defendants to make clear that plaintiffs had no 

part in rebuilding machines, and that the machines are old rather than fairly new. 

Once the name “Singer” has been removed, defendants restrained from restoring it and 
required to use non-infringing name of their own selection. 

Renovated machines required to carry complete history when sold. 

Defendants permitted to use on rebuilt machine, decalmonania reading “A Singer head, 
repainted, electrified, and rebuilt by the American Sewing Machine Co. with American parts,” 
provided the name “Singer” does not appear in letters larger than the balance of the legend, 
and provided that machines sold under such legend shall also have attached a card read- 
ing: 

This machine is a —— year old sewing machine originally manufactured by The Singer 
Manufacturing Co. It has been repainted, electrified, and reconditioned with modification 
of the original design by the American Sewing Machine Co. The parts used in rebuilding 
are not made by the original manufacturer. 

Defendants restrained from selling machines not originally manufactured by plaintiffs, 
as “Singers.” 

Defendants enjoined from substituting parts manufactured by others in response to orders 
for sewing machine parts under plaintiffs’ name, without making it clear there has been a 
substitution. 


Trade-mark infringement and unfair competition suit by The Singer Manu- 
facturing Company and Singer Sewing Machine Company against American Appli- 
ance Company, American Sewing Machine Company, Acme Sewing Machine Co., 
Inc., George F. Unbehaun, James R. Dickson, Jeavons Japanning Company, and 
Alex Larsen and Marie Pancoast, doing business as Modern Japanning Company. 
Judgment for plaintiffs granting injunction. 


Oberlin & Limbach, of Cleveland, Ohio, and Edward S. Rogers, Newton A. Bur- 
gess, and John F. Ryan, of New York New York, for plaintiffs. 

James A. Rees, James Bravo, Keith Lawrence, M. A. McCormack, and A. C. Car- 
lin, of Cleveland, Ohio, for defendants. 


FREED, J.: 


The plaintiffs seek injunctive relief and an accounting for trade-mark infringe- 
ment and unfair competition. Decrees have been entered by consent against Amer- 
ican Appliance Co., Jeavons Japanning Co., and Alex Larsen and Marie Pancoast 
d.b.a. Modern Japanning Co. The remaining defendants, George F. Unbehaun, 
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James R. Dickson, American Sewing Machine Co. and Acme Sewing Machine Co., 
Inc., contest the issue. 

There is little dispute as to the salient facts. The plaintiffs for a period of over 
seventy-five years have manufactured and sold sewing machines, parts, and other 
appliances. Plaintiffs’ sewing machines are distinctively identified by the name 
“Singer” and through the years the trade-mark “Singer” has been widely advertised. 
The name and trade-mark are identified in the mind of the public with the product 
of plaintiffs. 

The individual defendants, operating at first as a partnership and later through 
wholly owned family corporations, rebuilt or had rebuilt and sold sewing machines, 
and sold sewing machine parts. They purchased old “Singer” treadle sewing ma- 
chines regardless of their condition or age. Some of these machines were less 
than twenty-five years old, but many were older. Some of the machines were as 
much as fifty years old. After the machines had been purchased at exceedingly low 
prices they were renovated. 

The mechanical parts were removed from the “head,” the casing which contained 
the principal sewing mechanism. Where necessary, badly worn or broken parts 
were replaced with parts which with rare exception were not manufactured by 
Singer. The old finish, with the ornate and rococo scroll work characteristic of 
the period in which the machine was originally manufactured, was removed; and 
the “head” was rejapanned, usually with a modern black “crinkle” finish. The 
name ‘“‘Singer” was replaced on the horizontal arm of the machine. The lettering 
was of a modern block type, closely resembling the present day Singer mark rather 
than the lettering which had been removed. On occasions a metal plate bearing the 
name “Singer” was used. 

The machines were modernized in other respects as well. In most cases the 
“head” was electrified by the addition of a motor and a controller which were not 
of plaintiffs’ manufacture. The old spoke flywheel was removed and replaced by 
a modern disc wheel, without affecting the functional efficiency of the machine. In 
frequent instances, a reverse stitch mechanism replaced the original stitch adjust- 
ment knob; a tension device with a numbered dial was substituted for the former 
old-fashioned device which had no dial; a hinged presser foot took the place of the 
fixed presser foot ; and a modern bobbin winder supplanted the old one. On occa- 
sions a device, which had never been used on plaintiffs’ machines, was added to 
enable the operator to release the pressure from the presser foot and to move the 
goods freely in any direction underneath the presser foot. 

Thus, old treadle sewing machines were transformed into electrified sewing 
machines of a modern appearance bearing such a close resemblance to machines 
of more recent vintage made by the plaintiffs that a careful examination was re- 
quired in order to distinguish them. 

For some time after the defendants began business there was pasted on the 
machine a small sticker bearing the legend “Rebuilt by American Sewing Machine 
Company, Cleveland, Ohio.” These stickers did not adhere to the machine too 
well and sometimes had fallen off before the sale of the machine. Later a decal- 
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comania, of slightly larger size, bearing the same legend with the additional phrase 
“with American parts,” was used. 

These machines were ordinarily sold through retail outlets owned by the defend- 
ants or through leased departments in various stores. Defendants advertised fairly 
extensively, describing the machines as “Rebuilt Singer Electric Portable” or 
“Singer machines . . . . new motor, new control, new cabinet” with “Rebuilt 
mechanism” appearing in smaller type. 

The wrong of which the plaintiffs principally complain is the rebuilding and/or 
sale and misleading advertising of these machines. 

The principal decision in this field is Champion Spark Plug Co. v. Saunders, 
et al., d.b.a. Perfect Recondition Spark Plug Co., 331 U. S. 125 (1947). Both 
sides seek comfort there. The defendants in that case collected used Champion 
Spark plugs and reconditioned them by restoring the electrodes. They were resold 
with the trade-mark ‘“Champion”’ still on them, but the plug and its container were 
stamped—sometimes illegibly—‘Renewed.” The District Court found that this 
practice constituted trade-mark infringement. It denied an accounting, but enjoined 
further use of the trade-mark on the plug. The Court of Appeals for the Second 
Circuit’ found that the practice constituted unfair competition as well as trade- 
mark infringement, but it modified the decree to permit the use of the trade-mark 
provided the plugs were clearly identified as “Repaired” or “Used.” The Supreme 
Court affirmed, stating : 

Inferiority is immaterial so long as the article is clearly and distinctly sold as repaired 
or reconditioned rather than new . . . that is wholly permissible so long as the (original) 


manufacturer is not identified with the inferior qualities of the product resulting from 
wear or tear or the reconditioning by the dealer. 


The defendants contend that the public is clearly informed that the machines 
are “Singers” rebuilt by the American Sewing Machine Co. with American parts, 
and that, therefore, the “Champion” holding is directly in point and controlling. 

But the Court also said: 


Cases may be imagined where the reconditioning and repair would be so extensive 
or so basic that it would be a misnomer to call the article by its original name, even though 
the word “used” or “repaired” were added. 


The plaintiffs contend that the imagined case is now at bar. This Court does 
not agree. While the changes made by the defendants are substantial, they are not 
“extensive or basic” but are merely incidental to the function of the machine. The 
sewing mechanism remains unchanged. 

But because this is true, it does not follow that the defendants’ practices are 
within the protection of the “Champion” holding. The facts here lie midway be- 
tween that holding and the dictum on which the plaintiffs rely. The wrong here is 
palming off as a modern, up-to-date “Singer” machine that which is not. 

The “modernizing” touches of the defendants—particularly the rejapanning, the 
electrification, the substitution of the modern disc wheel—and the advertising 


1. 156 F. (2d) 488. 
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techniques would inevitably lead the ordinary purchaser to believe the machines 
were reconditioned machines of a later model than they in fact were. The age of the 
machine was so ably concealed that the use of the name “Singer” in the manner 
practiced by the defendants misrepresented the machines sold. 

The harm to the public of such deception is obvious. The harm to the plain- 
tiffs, though remote, is equally insidious. The purchaser of a used “Singer” may 
well know that its performance will be inferior to that of a new “Singer,” but if he 
believes his “Singer” is only ten years old when it is in fact thirty years old, will he 
not lay a portion of the blame for the unexpectedly unsatisfactory performance to 
the original builder? Further, would the purchaser who chooses the used machine 
do so if he were aware that his choice was between a new “Singer” and a thirty- 
year-old rebuilt “Singer?” 

While the defendants under the law have the right to repair, renew, renovate 
or rebuild sewing machines, the machines sold by them must be so marked and 
labeled as to correctly and truthfully convey to the buying public the true character 
of the product. The present practice constitutes both trade-mark infringement and 
unfair competition and will be enjoined. 

In order to prevent future violations of plaintiffs’ rights and to protect the pur- 
chasing public, the decree will be so shaped as to require that it be made clear, first, 
that the plaintiffs had no part in the rebuilding of the machines, and, second, that the 
machines are old rather than fairly new machines. 

To this end, the renovated machines when sold should carry their complete his- 


tory. Once the name “Singer” has been removed, the defendants should not restore 
it on the horizontal arms, but should instead use a non-infringing name of their 
own selection. If they so desire the defendants may use a medallion or decalcomania 
reading “A Singer head, repainted, electrified, and rebuilt by the American Sewing 
Machine Co. with American parts.’’ The name “Singer” should not appear in larger 
letters than the balance of the legend. If the legend is used there should also be 
attached to the machine, and none should be sold without it, a card reading: 


This machine is a —— year old sewing machine originally manufactured by The 
Singer Manufacturing Co. It has been repainted, electrified, and reconditioned with 
modification of the original design by the American Sewing Machine Co. The parts used 
in rebuilding are not made by the original manufacturer. 


Advertising copy should be within the spirit of these prohibitions. 

The evidence also discloses that in at least one instance a machine was, after 
renovation, marked and sold as a “Singer” although it was not originally manu- 
factured by the plaintiffs. This obviously infringes plaintiffs’ rights and should be 
enjoined. The evidence also supports plaintiffs’ claim that the defendants in respond- 
ing to orders which requested sewing machine parts under plaintiffs’ name supplied 
similar parts manufactured by another without making it clear to the purchaser that 
there had been a substitution. This too should be enjoined. See Singer Manufac- 
turing Co., et al. v. Golden, et al., 7 C. C. A., 171 F. 2d 266, 268; 1 Nims, Unfair 
Competition and Trade-Marks 386. 
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An injunction satisfies the equities of the case and an accounting is therefore 
denied. 

A form of decree including the provisions recited will be submitted by the plain- 
tiffs. 








METROPOLITAN OPERA ASSOCIATION, INC. v. METROPOLITAN 
OPERA ASSOCIATION OF CHICAGO, INC., er At. 


No. 48C301—U. S. D.C. N. D. Ill—September 12, 1949 










CourTS—J URISDICTION—EFFECT OF STATE LAW REQUIRING CERTIFICATE OF AUTHORITY. 
Federal court sitting in Illinois held to have jurisdiction to hear and determine suit 
between New York corporation, not qualified to do business in Illinois, and citizens of 
Illinois, where Illinois statute required certificate of authority as condition precedent to 
permission to maintaining any action in any court of the state, but provided that failure 
of foreign corporation to qualify would not prevent such corporation from defending any 
action in any court of the state, and where defendants, having counterclaimed, failed to 
present question of plaintiff’s lack of qualification at the trial. 
Courts—J UDGMENT—MOTION TO V ACATE 
Judgment held not void in suit by unqualified foreign corporation where defendants failed 
to raise question at the trial and entered counterclaim upon which same relief could have 
been granted, under state statute, upon determination of issues presented in counterclaim. 













Unfair competition suit by Metropolitan Opera Association, Inc., against Metro- 
politan Opera Association of Chicago, Inc., Nicola Berardinelli, Emmett L. Costello 
and Valia Berardinelli, in which defendants counterclaimed and plaintiff obtained 
judgment granting injunction. Defendants’ motion to vacate judgment denied. 


Haight, Goldstein & Hobbs, of Chicago, IIl., for plaintiff. 
Russell & Bridewell and Maurino R. Richton, of Chicago, IIl., for defendants. 


Ho ty, D. J.: 










Defendant has filed its motion to vacate the judgment entered herein on the 
second day of December, 1948, forbidding defendant the use of the name ‘ Metro- 
politan.” It urges that the Court had no jurisdiction to hear or determine the 
issues in the case. 

Plaintiff is a corporation organized under the laws of the State of New York. 
The Statutes of the State of Illinois provide that a foreign corporation before 
conducting any affairs in this state shall procure a certificate of authority to do 
business therein and that no foreign corporation to which the Act is applicable 
and which is conducting affairs in this State without a certificate of authority shall 
be permitted to maintain any action in any court of this state until such corporation 
shall have obtained such certificate of authority. The Act further provides that the 
failure of the foreign corporation to obtain a certificate of authority to conduct its 
affairs in this state “shall not impair the validity of any contract or act of such cor- 
poration, and shall not prevent such corporation from defending any action in any 
court of this state.” Plaintiff has never obtained a certificate authorizing it to do 
business here. 
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Defendant relies upon the case of J. S. Woods v. Interstate Realty Co., 337 
U. S. 535. In that case the respondent, a foreign corporation, had brought suit 
to recover certain real estate commissions on business done by it in Mississippi 
without complying with a statute of the state requiring a foreign corporation to file 
a written power of attorney designating an agent upon whom service of process 
might be had and barring a suit in its courts by a corporation which had not complied 
with the requirements of the statute. The Supreme Court held that as the foreign 
corporation would not be permitted to bring or maintain a suit in the state courts 
it was barred from the federal courts. However, though plaintiff might not have 
maintained its suit in this court if the question had been presented to the court 
on the trial, the Court was not lacking in jurisdiction to hear and determine the case 
presented to it. There was diversity of citizenship required for jurisdiction under 
the Judicial Code and the amount involved exceeded $3,000.00. The Court therefore 
had jurisdiction to hear and determine any issues presented by the parties and its 
judgment, though it might be erroneous, was not void. General Investment Com- 
pany v. New York Central R. R. Co., 278 U. S. 228; Jackson v. Irving Trust Com- 
pany, 311 U. S. 494; Walling v. Miller, 138 F. 2d 629; Moran v. Moran, 160 F. 
2d 925. 

In the latter case the court states clearly the difference between lack of jurisdic- 
tion and mere power to grant a particular judgment order to entertain any action 
as follows (see pages 926 and 927). 


The difference between “jurisdiction,” meaning the power of the court to entertain the 
action or to render any judgment therein, and “jurisdiction” loosely referring to the power 
of the court to enter a particular judgment upon the merits, is well established. Lack of 
power to enter a wrong judgment is remediable upon appeal; and if the judgment, even 
though erroneous, is not appealed within the time allowed, it is res judicata of the issues 
involved. 


Even had this action been brought in the State Court and had the defendant 
failed to raise the question the judgment would not have been void, but could have 
been enforced were no appeal taken. Emcee Corp. v. George, 293 Ill. App. 4200; 
Laurence P. Romano & Co., v. Baird & Warner, 262 Ill. App. 165. 

In the case last cited the court held that when the defense was interposed just 
before trial, though the case had been long pending, the court would not even con- 
sider it. 

Further, defendants filed a counterclaim herein in which they asked “.... 
that this Court declare its judgment as to whether or not defendant and counter- 
claimant has a right to the use of the name that had been assigned to it by the 
office of the Secretary of State of the State of Illinois, under which it was conducting 
business and which the plaintiff sought to enjoin.” The statute which defendant 
relies on expressly provides that failure of a foreign corporation to obtain a cer- 
tificate of authority to conduct its affairs in the state shall not prevent such cor- 
poration from defending any action in any court of this State. The same relief 
which plaintiff prayed in its complaint could have been given upon the determination 
of the issues presented in the counterclaim. 

The motion of defendant to vacate the judgment and quash the writ of injunc- 
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tion will be denied and an order accordingly will be entered on September 12, 1949, 
at 10.00 a.m. 


NAVY CLUB OF THE UNITED STATES OF AMERICA v. ALL- 
NAVY CLUB OF THE UNITED STATES OF AMERICA 


No. 852—U. S. D.C. D. R. 1.—September 1, 1949 


TRADE NAMES—SECONDARY MEANING—PARTICULAR INSTANCES 
“Navy Club of the United States of America” held to have acquired secondary meaning 
identifying plaintiff’s organization. 
PRINTS AND LABELS—MARKS Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
Defendant’s insignia comprising an ordinary life ring with a rope around it and an 
upright anchor in the center, and bearing the words “All Navy Club U.S.A.,” held not 
confusingly similar to plaintiff’s insignia consisting of two crossed anchors, a wheel, the 
emblem of the United States Marine Corps, and bearing the words “Navy Club U.S.A.” 
CourTS—J URISDICTION—GENERAL 
Court has jurisdiction to decide plaintiff’s claim of unfair competition based on substan- 
tially the same facts, though defendant does not infringe plaintiff’s copyright, in suit between 
federal corporation and Rhode Island corporation. 
UNFAIR COMPETITION—BASIS OF RELIEF—GENERAL 
It is settled that first user of name composed of descriptive terms will be protected against 
second user of a confusingly similar name where first user’s name has acquired secondary 
meaning. 
Proof of actual confusion is not required to entitle plaintiff to equitable relief. 
Proof of fraudulent intent is not required to entitle plaintiff to equitable relief. 
UNFAIR COMPETITION—DEFENSES—LACHES 
On facts of record, plaintiff held not guilty of laches. 
Federal rules of civil procedure require that defense of laches be pleaded affirmatively. 
TRADE-N AMES—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR INSTANCES 
Though plaintiff does not challenge defendant’s use of the term “Navy Club,” defendant's 
name “All-Navy Club of the United States of America,” in its entirety, held confusingly 
similar to plaintiff’s name “Navy Club of the United States of America”; and plaintiff held 
entitled to an injunction restraining defendant from infringing its trade name. 


Copyright infringement and unfair competition suit by Navy Club of the United 
States of America against All-Navy Club of the United States of America. Judg- 
ment for plaintiff granting injunction. 


Alan P. Cusick, of Providence, R. I., for plaintiff. 
William P. Sheffield and J. Russell Haire, of Newport, R. I., for defendant. 


HArtTIGAN, D. J.: 


This is an action arising under the copyright laws of the United States. The 
complaint alleges infringement of plaintiff's copyright, infringement of its trade 
name and unfair competition. The plaintiff prays for a permanent injunction en- 
joining defendant from infringing its copyright and trade name. At the trial the 
plaintiff waived its claim to monetary damages. 

The plaintiff, Navy Club of the United States of America, is a corporation duly 
incorporated and organized under the laws of the United States on June 6, 1940, 
(P. L. No. 546, 76th Congress, Chap. 239, 3d Session) and has its principal office 
in Rockford, Illinois. 
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The defendant, All-Navy Club of the United States of America, is a corporation 
organized under the laws of Rhode Island, January 22, 1945, and has its principal 
office in Newport, Rhode Island. 

In 1938 the plaintiff’s predecessor began using the name “Navy Club of the 
U.S.A.” Since 1938 this name has been used in national publicity throughout the 
United States in various activities to identify the plaintiff. 

The plaintiff has local branch units designated as “Ships” in 26 states and the 
District of Columbia with a membership of about 15,000 persons who have served 
or are now serving in the United States Navy, Marine Corps or Coast Guard. It 
has a ladies auxiliary which was organized about 1940 with approximately 5,000 
to 6,000 members which uses the same name and insignia as the plaintiff. 

Since 1938 the plaintiff has published a national publication, The Quarterdeck. 
Pamphlets entitled ““Hit The Deck” and “Roster of Ships,” used in publicity and 
solicitation of new members, have also been distributed on a national basis. Some 
local “Ships” publish monthly papers. Since 1938, with the exception of the war 
years, the plaintiff has held annual conventions. The plaintiff has distributed decales 
of its insignia for use on windshields, doors, etc., and also lapel buttons, on a national 
basis. 

I find that by the year 1945 a secondary meaning had become attached to the 
plaintiff’s name by such continued and extended public use. 

The defendant’s predecessor was never known by the name of “All-Navy Club 
of U.S.A.” The defendant acquired its name at the time of its incorporation in 
January 1945, although it contends it began use of it on its original life ring emblem 
in 1943. 

The plaintiff in its brief states that it “is not seeking to monopoiize the phrase 
‘Navy Club,’ ” but that it is attacking “defendant’s use of its present corporate name 
‘All-Navy Club of the United States of America’ ”’ because of its close similarity 
to plaintiff’s name. 

Sigfred A. Sandeen, who was a member of the plaintiff’s predecessor which 
was organized in 1938, obtained a certificate of copyright registration for title and 
print of insignia in conformity with section 55 of the Act to Amend and Consolidate 
the Acts respecting Copyright, Approved March 4, 1909, as amended by the Act 
approved March 2, 1913. It shows date of publication in the United States Feb- 
ruary 7, 1940. 

Sandeen on May 29, 1940, assigned to the plaintiff his right, title and interest 
in the copyright and the assignment was recorded in the Copyright Office on June 
7, 1940. 

Below are reproductions of the insignia of the plaintiff and the defendant : 


I find that there is no confusing similarity between these insignia that would 
likely mislead an ordinary person to believe that the defendant’s insignia denoted 
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the plaintiff. The shapes and component parts of both are very different. The 
plaintiff makes use of two crossed anchors, a wheel and the emblem of the United 
States Marine Corps. The defendant uses an ordinary life ring with a rope around 
it and an upright anchor in the center of the life ring. The names of the organiza- 
tions which appear on the wheel and life ring are the nearest approach to confusion. 

Even though we find that the defendant does not infringe the plaintiff’s copy- 
right, this court, nevertheless, has jurisdiction to decide on substantially the same 
facts, the plaintiff’s claim of unfair competition. Hurn v. Oursler, 289 U. S. 238 
23 T. M.R. 267 }. 

In Armstrong Co. v. Nu-Enamel Corp., 305 U.S. 315, 336 [29 T. M. R. 3], the 
court said: 

The rights of Nu-Enamel Corporation to be free of the competitive use of ‘“ Nu-Enamel” 
may be vindicated, also, through the challenge of unfair competition, as set out in the bill. 
The remedy for unfair competition is that given by the common law. The right arises 
not from the trade-mark acts but from the fact that “Nu-Enamel” has come to indicate that 
the goods in connection with which it is used are the goods manufactured by the respondent. 
When a name is endowed with this quality, it becomes a mark, entitled to protection. 
The essence of the wrong from the violation of this right is the sale of the goods of one 
manufacturer for those of another. 


In the instant case, the name of the plaintiff was made part of its copyrighted 
insignia. The defendant argues that the plaintiff's name is made up of merely all 
descriptive terms and is, therefore, not entitled to protection. But assuming that 
the elements of the plaintiff's name are all descriptive in character, it still does not 
follow that the name is not entitled to protection. It is clear that the first user of 
such a name will be protected against a second user if the name has acquired a 
“secondary meaning,” that is, if the name has come to be identified in the mind 
of the public with the products or services sold by the first user, then a second user 
will be enjoined from an unfair use of the same or a confusingly similar name. 
Armstrong Co. v. Nu-Enamel Corp., supra; General Finance Loan Co. v. General 
Loan Co., 163 F. 2d [37 T. M. R. 755], certiorari denied 332 U. S. 851; Little 
Tavern Shops v. Davis, 116 F. 2d 903; Cady v. Schultz, 19 R. I. 193; Elgin Nat'l 
Watch Co. v. Illinois Watch Co., 179 U. S. 665, and Merlino v. Schmetz, 66 R. I. 
425. 

The plaintiff does not challenge the defendant’s use of the term “Navy Club” 
as an element in its name. The plaintiff’s attack is directed to defendant’s name 
in its entirety because of its close similarity to the plaintiff’s name. 

The defendant argues that even assuming a secondary meaning has attached to 
the plaintiff's name, the plaintiff is not entitled to relief in the absence of actual 
confusion of the two names by the public and intentional fraud on the part of the 
defendant. 

About 1938 or 1939, John M. Hopf and three or four others organized “All- 
Navy Club” in Newport that was not registered. It later had about 15 members 
and was inactive from 1940 to 1942. 

All-Navy Club, Ship No. 1, was incorporated in Rhode Island on November 15, 
1943. It was a social organization in which Hopf was one of the incorporators and 
was limited to Rhode Island. 

Hopf was also one of the incorporators of the defendants. He testified that the 
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defendant has one unit located in Newport, with “around 60 members,” and an 
“overall membership” or “less than 1500” who are on “what we call a national 
roll.” He also testified that the members of defendant’s Newport unit are the 
only ones that pay dues and that the national members “pay an initiation fee of 
$1.00 and that makes them a life member on the national roll.” 

It is significant to note that Hopf was a member of the plaintiff and its pred- 
ecessor from 1939 to 1946 during which time he was familiar with the name and 
insignia of the plaintiff. His testimony gave me the impression that he and the 
defendant are one and the same. 

There is some evidence here of confusion between the parties, especially in 
the delivery of mail. 

The plaintiff here is seeking equitable relief and actual confusion need not be 
shown. Stork Restaurant v. Sahati, 166 F. 2d 348 [38 T. M. R. 431]. 

In General Finance Loan Co. v. General Loan Co., 163 F. 2d 709, 712 [ 37 
T. M. R. 758], the court said: 


.... The ultimate question is not, therefore, whether the evidence shows actual confu- 
sion but whether confusion is likely to result in the use of similar corporate names of 
parties engaged in kindred businesses in the same territory, or whether the names of the 
defendants are so distinguished from that of the plaintiff as to prevent any probable con- 
fusion. Furniture Hospital y. Borfman, 179 Mo. App. 302, 166 S.W. 861, 863. The ques- 
tion of confusion is one of fact, but it is not incumbent upon the plaintiff to allege and prove 
actual confusion or deception, but only such similarity of names with other facts and cir- 
cumstances as to show that confusion may result . . . 


It seems to me that the natural and probable results of the defendant’s use of its 
present name is to cause confusion on the part of the public. 

Even if there is no intention of fraud on the part of the defendant in the use 
of its name, the plaintiff is, nevertheless, entitled to equitable relief regardless of 
the defendant’s intention. Stork Restaurant vy. Sahati, supra; Little Tavern Shops 
v. Davis, supra, and Yellow Cab Co. of R. I. v. Anastasi, 46 R. I. 49. 

The defendant contends that the plaintiff is barred by laches from seeking an 
injunction. It is true that the plaintiff first objected to the defendant’s use of its 
name in a letter dated April 17, 1947, almost three years after the defendant claims 
it first used its name. It is also true that McGrail, an officer of the plaintiff, saw an 
article in “The Fleet Review” of January 1945, in which defendant’s insignia and 
name were used. 

The defendant in its answer failed to plead “laches” as required by Rule 8(c), 
Federal Rules of Civil Procedure. Nevertheless, I find no merit in this argument. 
Three years does not seem to be an unreasonable time. In the circumstances here, 
the mere passage of time is immaterial. In my opinion, the delay on the part of 
the plaintiff in bringing this action “was neither conduct nor negligence which 
could be held to destroy the right to prevention of further injury.” Menendez v. 
Holt, 128 U. S. 514; Stork Restaurant v. Sahati, supra; cf. Ambrosia Chocolate Co. 
v. Ambrosia Cake Bakery, 165 F. 2d 693; certiorari denied 333 U. S. 882 [ 38 
T. M. R. 183]. 

The plaintiff is entitled to a permanent injunction enjoining the defendant from 
infringing its trade name. 

Judgment, therefore, may be entered for the plaintiff. 


a 
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E. & J. GALLO WINERY et at. v. GALLO, pornc Business as GALLO 
WINE COMPANY 


No. 25172—U. S. D.C. N. D. Ohio—August 3, 1949 


TRADE-MARKS AND TRADE NAMES—CONCURRENT USE—PERSONAL NAMES 
Second comer’s use of family name in local commerce, for over twelve years, resulting 
in some confusion, held technical but not ruthless violation of rights of plaintiffs. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—DEFENSES—LACHES 
On facts of record, defense of laches not sustained. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR 
INSTANCES 
Defendant restrained from using “Gallo” as trade-name, or a rooster as trade-mark, except 
that in local sales of wines defendant may use “Gallo Wines” or “Gallo Wine Company” 
but not as a trade-mark or trade name. 
In view of small extent of unfair competition, plaintiffs’ damage fixed by court at the 
sum of $300.00 with costs against defendant ; accounting denied. 


Trade-mark infringement and unfair competition suit by E. & J. Gallo Winery 
and Gallo Wine Company against Mary Gallo, doing business as Gallo Wine Com- 
pany in which defendant counterclaims. Judgment for plaintiffs granting injunction 
and dismissing counterclaim. 


William G. MacKay, of San Francisco, Cal., and John W’. Meyer and Hyde Meyer, 
Baldwin & Doran of Cleveland, Ohio, for plaintiffs. 
Albert L. Ely, Jr., and Ely & Frye, of Cleveland, Ohio, for defendant. 


WILkINs, D. J.: 


This is an action involving unfair competition and trade-mark infringement. 
Plaintiffs are the E. & J. Gallo Winery, a corporation organized under the laws of 
California, with its principal place of business at Modesto, California, and the Gallo 
Wine Company, as corporation organized under the laws of the State of California, 
with its principal place of business at Los Angeles, California. The nominal de- 
fendant is Mary Gallo, doing business as Gallo Wine Company or Gallo Wines at 
Cleveland, Ohio. 

Count one of the complaint alleges that the E. & J. Gallo Winery and the Gallo 
Wine Company have produced and sold throughout the United States for many 
years wines under the trade-mark “Gallo” and under such trade names as “Gallo 
Wine Company,” and that at a subsequent date the defendant commenced an un- 
authorized and adverse use of the trade-mark “Gallo” and such trade names as 
“Gallo Wine Company” and “Gallo Wines,” and engaged in unfair practices. 

Count two of the complaint alleges that the corporation known as E. & J. Gallo 
Winery is a successor of a partnership of the same name and of the earlier business 
of Joseph Gallo. This corporation registered the word “Gallo” with slogans and a 
design in the U. S. Patent Office, No. 394,057, on March 17, 1942, and registered 
the word “Gallo” as a trade-mark for wines under the laws of the State of Ohio 
on August 15, 1944. It is alleged that the plaintiffs have had an earlier use of the 
trade-mark in the United States and in the State of Ohio, and that the defendant 
had notice of the prior rights of the plaintiffs and that regardless of the knowledge 
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of the use of the trade-mark “Gallo” and trade names, such as “Gallo Wine Com- 
pany,” the defendant began to use “Gallo” as a trade-mark and began to use such 
trade names as “Gallo Wine Company” and “Gallo Wines.” 

Count three of the complaint alleges that the plaintiff, Gallo Wine Company, 
marketed and sold wines throughout the United States and in the State of Ohio 
under the trade-mark “Gallo” and under that trade name prior to the use of the 
word and trade names by the defendant, and it is alleged that this subsequent use of 
the trade-mark and trade names is a willful trespass upon the established rights 
of the plaintiffs. 

In answering, defendant admits the use of “Gallo Wines” and “Gallo Wine 
Company” and alleges an earlier use of the name in Ohio. Defendant also questions 
the manner of the use of the trade-mark “Gallo” by plaintiffs under the federal reg- 
istration, and alleges in a counterclaim unfair competition by plaintiffs in the use of 
the trade-mark and trade names. Laches is also pleaded as a defense. 

Requisite amount in controversy is alleged in the complaint and the counter- 
claim, and the court has jurisdiction independently of the registration of the trade- 
mark. Upon these issues the case has been fully heard and submitted for a decision. 

The complaint seeks to enjoin defendant generally from the use of the trade-mark 
and trade-names, and asks for an accounting of profits and for damages ; the counter- 
claim asks that plaintiffs be enjoined from selling wine in retail trade within the 
State of Ohio and this district under the name “Gallo,” “Gallo Wines,” or “Gallo 
Wine Co.,” and for an accounting of profits and damages. 

There is little if any dispute as to the applicable law, and upon the credible evi- 
dence the findings and conclusions are briefly as follows : 

It seems to be conceded that the issue is a narrow one: which party has the right 
to use the name “Gallo” in the sale of bottled wine, i.e., “case goods,” in the local 
wine market. 

There is no contention that the Cleveland Gallos were the prior appropriators 
in the United States; it is conceded that the California Gallos were first in that 
field outside of the State of Ohio. But it is contended, and the evidence satisfac- 
torily proves, that the Gallo family had been in the wine business in Cleveland since 
December 29, 1936, and had made sales of wine in this territory under the Gallo 
name through the years until the present time. 

Beginning about 1945 the California Gallos, who had been advertising their 
product extensively throughout the United States, became very active in the local 
territory, and about the same time the Cleveland Gallos began to play up their 
family name by the use of “Gallo,” “Gallo Wine Company” and “Gallo Wines” as 
trade names, evidently to capitalize on the extensive advertising and reputation of 
the California Gallos. Under the circumstances, feeling that she had a right to the 
use of the family name, what the defendant did was rather natural and not in ruth- 
less, but only technical, violation of rights of the plaintiffs. To some, but not very 
great, extent there was confusion of wines in the mind of the ordinary and unwary 
purchaser, and to this extent the plaintiffs were damaged. 

The defense of laches is not sustained. An injunction will be awarded to plain- 
tiffs restraining the defendant from the use of “Gallo” as a trade name or a rooster 
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as a trade-mark, modified to the extent that within the State of Ohio the defendant 
may use “Gallo Wines” or “Gallo Wine Company”’ in its local sale of wines, but 
not as a trade-mark or trade name. (Socony-Vacuum Oil Co. v. Oil City Refiners 
(Sixth Circuit), 136 F. 2d 470 [ 33 T.M.R. 434], syl. 16. 

In view of the small extent of unfair competition by defendant, no accounting 
will be ordered and the court fixes the plaintiffs’ damages in the sum of $300. Court 
costs will also be assessed against the defendant. 

The counterclaim will be dismissed. 





KITTY KELLY SHOE CORPORATION v. STALLINGS ET AL., DOING 
BUSINESS AS KITTY KELLY SHOP 


No. 7301—U. S. D.C. E. D. Mich. —June 28, 1949 


TRADE-MARKS AND TRADE NAMES—CONCURRENT USE—TERRITORIAL RIGHTS 
TRADE-MARKS AND TRADE-NAMES—SECONDARY MEANING—PARTICULAR INSTANCES 
On facts of record, plaintiff held to have failed to prove that its trade-mark “Kitty 
Kelly” had acquired secondary meaning in Michigan; defendants held to have established 
that trade name “Kitty Kelly Shop” has acquired secondary meaning in Michigan, identify- 
ing their establishment. 
In the localities in which plaintiff’s stores were operated, it seems likely that “Kitty Kelly” 
has acquired a secondary meaning. 
TRADE-M ARKS—ACQUISITION OF RIGHTS—EFFECT OF REGISTRATIONS 
Plaintiff's federal registrations under 1905 and 1920 Acts and its registration under Michi- 
gan statute conferred no substantive rights. 
Trade-mark Act of 1946 does not give plaintiff any such substantive rights. 
UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR INSTANCES 
Plaintiff restrained from using in advertising any trade-mark or trade name containing 
the words “Kitty Kelly” in connection with women’s clothing and accessories, except in 
newspapers outside the state which may circulate therein, and except as plaintiff’s trade-mark 
“Kitty Kelly,” attached to its goods shipped into Michigan, functions as advertising. 
Plaintiff restrained from using the words “Kitty Kelly” to designate any store which 
may be established by it in Michigan, and from representing that any store controlled by 
plaintiff in Michigan is connected with defendants. 
Plaintiff restricted in its use of “Kitty Kelly” to use on the goods; and defendants awarded 
costs. 
TRADE-MARK Act oF 1946—NoTICE oF DECREE TO COMMISSIONER—SECTION 34 
CourRTS—PLEADING AND PRACTICE—NOTICE TO COMMISSIONER 
Clerk ordered to forward certified copy of judgment to Commissioner of Patents for in- 
clusion in file wrapper of plaintiff’s registrations. 


Trade-mark infringement and unfair competition suit by Kitty Kelly Shoe 
Corporation against Mary C. Stallings and Mildred J. Wallace, doing business as 


Kitty Kelly Shop. Defendants counterclaim for unfair competition. Judgment 
for defendants granting limited injunction. 


Charles Rubiner of Detroit, Mich., (John P. Chandler of New York, N. Y., of 
counsel) for plaintiff. 

Monaghan, Hart & Crawmer (I. Joseph Farley of counsel) of Detroit, Mich., 
for defendants. 


“Sardi be 


nen aI a 


a cs Cea 


ee 


bs ania eases aces 








39 T. M. R. KITTY KELLY v. STALLINGS 935 





LEDERLE, C. J.: 
Findings of Fact 


1. Plaintiff is a New York corporation, and defendants are citizens of Michigan 
and residents in this district. The amount in controversy exceeds $3,000.00, exclu- 
sive of interest and costs. The complaint charges the defendants with infringement 
of three registered trade-marks and unfair competition. It seeks an injunction and 
an accounting for profits and damages. The defendants filed a counterclaim for an 
injunction to restrain the plaintiff from unfair competition, basing their claim upon 
their alleged common-law rights in the name of “Kitty Kelly Shop.” 

2. The plaintiff is the successor to the copartnership of Stern and Kellner and 
is the owner of the following United States trade-mark registrations: 

(a) No. 289,764, issued under the Trade-Mark Act of March 19, 1920, 41 Stat. 
533. The application (Serial No. 310,456) was originally filed January 27, 1931 
under the Trade-Mark Act of February 20, 1905, 33 Stat. 724, for a mark consisting 
of the words “Kitty Kelly,” and therein the applicant, Stern & Kellner, alleged 
use of such mark since October 1, 1930. The application for registration of the mark 
under the Act of 1905 was denied by the Patent Office on the ground that “the 
trade-mark consists of the name of an individual which is considered not to be dis- 
tinctively displayed.” In an amendment filed October 14, 1931, the applicant 
acquiesced in this rejection by the Patent Office and converted the application to 
one under the Trade-Mark Act of March 19, 1920. This application was allowed 
by the Patent Office November 6, 1931, and registration issued December 1, 1931 
covering the use of the mark for “shoes, slippers, and sandals, all of which are made 
of leather, cloth, and combinations of leather and cloth; rubbers, overshoes, and 
hosiery” in Class No. 39, Clothing. 

(b) No. 365,776, issued under the Trade-Mark Act of February 20, 1905. The 
application (Serial No. 368,334) for this registration was filed by the plaintiff Aug- 
ust 15, 1935, for a mark consisting of the words “Kitty Kelly.” The Patent Office 
again refused registration on the ground that the mark “‘is the name of an individual 

. . made up of a common Christian name and a common surname... . not dis- 
tinctively displayed.” The application was then amended to incorporate the designs 
and style of lettering displayed in Exhibit “B,” attached to plaintiff's complaint. The 
application was then allowed by the Patent Office, February 23, 1939, and registra- 
tion issued March 21, 1939 covering the use of the mark for “traveling bags, hand- 
bags, trunks, pocketbooks, suit-cases, bill-folds, portfolios, and traveling kits— 
namely bags or rolls for holding toilet or other articles for traveling” in Class No. 3, 
baggage, animal equipments, portfolios and pocketbooks. 

(c) No. 369,898, issued under the Trade-Mark Act of February 20, 1905. The 
application (Serial No. 414,601) was filed January 7, 1939, by plaintiff for a mark 
consisting of the words “Kitty Kelly” distinctively displayed as shown in plaintiff's 
Exhibit “A.” The application was allowed by the Patent Office July 12, 1939, 
and registration issued August 8, 1939, covering the use of the mark for: “Men’s, 
women’s, and children’s shoes of leather, fabric, rubber, and cloth, and combinations 
of these materials, also spats, heels and inner and outer soles, uppers, tongues, toe 
caps, hosiery, rubbers and overshoes” in Class 39, Clothing. 
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3. Plaintiff also sought to register its trade-mark with the Secretary of State 
of Michigan on August 20, 1935, in accordance with the provisions of Section 8974 
of the Compiled Laws of 1929, Section 18.635, Michigan Statutes Annotated. 

4. Since 1931 the plaintiff has been engaged in the retail sale of ladies’ shoes, 
hosiery, handbags, and millinery. At the time of the trial, it was operating 24 
stores located in the states of New York, Connecticut, New Jersey, Pennsylvania, 
Maryland, Ohio, Illinois, Florida, and the District of Columbia. Its gross sales 
at the present time are approximately eight million dollars per year. Approximately 
75 percent of its sales are shoes, and the balance other merchandise. It has oper- 
ated all of its stores under the name of “Kitty Kelly Shoe Stores.” When the cor- 
poration was organized, it had seven stores located mainly in the immediate vicinity 
of New York City. From the outset, the management of the corporation contem- 
plated a program of expansion with the object in view of having a store in all of 
the main markets of the United States. With this end in view, it attempted to have 
its trade-mark registered in the various states. From time to time, it has sought a 
location in Detroit, but has never been successful in securing such a location and 
has never operated a retail outlet in Detroit. It has never sought authority to do 
business as a foreign corporation in Michigan. 

5. From the beginning shoes sold by the plaintiff were stamped or labeled with 
the trade-mark “Kitty Kelly,” and the containers in which the shoes were delivered 
to the customers also bore the name “Kitty Kelly.” In the vicinity in which the 
stores were operated, the business has progressively increased, and it seems likely 
that the name “Kitty Kelly” in such localities has acquired a secondary meaning. 

6. The shoes sold by the plaintiff were all in the low-priced field. In order to 
reach customers who would be interested in purchasing shoes in this field, the ad- 
vertising was almost entirely in daily papers, circulated in the cities in which the 
stores were located. The principal advertising medium has been the New York 
Daily News. There was an insignificant number of these papers circulated in 
Michigan. The plaintiff did some mail order business. There is no evidence that 
any such mail order business originated in Michigan. At the date of the trial, the 
plaintiff owned a store in Akron, Ohio, which is approximately 200 miles from 
Detroit, and another one in Chicago, which is approximately 250 miles from Detroit. 
These stores were the only stores located in the Midwest, and were the nearest to 
Detroit. There is no evidence that either one of these stores had any Michigan 
customers. In 1945, the plaintiff sold to a Detroit department store some of its 
shoes bearing the trade-mark, and in turn these shoes were advertised locally by 
this department store. Prior to the sale of the Kitty Kelly shoes to the local depart- 
ment store, there is no evidence that any one ever associated the name “Kitty Kelly” 
with the plaintiff’s business in Michigan. 

7. The name “Kitty Kelly Shop” was first used in connection with a women’s 
wear department conducted by the defendants’ predecessors, Kelly Furniture Com- 
pany, early in 1933. From the beginning, defendants’ predecessors used cardboard 
boxes and paper wrapping bags, bearing the imprint of a girl wearing a bonnet, an 
old fashioned hoopskirt, and holding a Scottie dog on a leash, superimposed over 
the words “Kitty Kelly Shop.” In 1940, the women’s wear department was moved 
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to a separate location one block from the original location. From the beginning of 
1933, up to the present date, signs reading “Kitty Kelly Shop” were displayed 
prominently on the outside of the building in which the business was conducted. 
Since August, 1934, defendants and their predecessors at all times had on file a 
certificate indicating that they were conducting business under the assumed name 
of the “Kitty Kelly Shop,” and this certificate was renewed from time to time as 
the assets and good will of the business were transferred from one owner to the 
next in its chain of title. 

8. The defendants’ present store is located on Woodward Avenue, in the City 
of Highland Park, Michigan, which city in turn is completely surrounded by the 
City of Detroit. Woodward Avenue is a main thoroughfare which runs from down- 
town Detroit northward to the densely-settled suburban districts. The traffic on 
Woodward Avenue is extremely heavy, and originates in the entire metropolitan 
area, 

The defendants have expended large sums of money in direct mail advertising, 
in handbill distribution, and in church and local publications, mainly in the Detroit 
metropolitan area, and they have also advertised throughout the State of Michigan. 

From the beginning, the defendants and their predecessors have stressed quality, 
distinctiveness and style in their merchandise. They have never sold shoes. The 
hosiery sold by the defendant belongs in an entirely different price range than that 
sold by the plaintiff. As a result of the advertising and the merchandising practices 
of the defendants and their predecessors, they have established a valuable good will, 
and the name “Kitty Kelly Shop” has acquired a secondary meaning, and it 
identifies the defendants’ business in this area. 

9. At the time the defendants and their predecessors adopted and used the name 
“Kitty Kelly Shop,” they had no notice or knowledge of the plaintiff’s use of the 
name “‘Kitty Kelly.” The name “Kitty Kelly Shop” was adopted in perfect good 
faith, and with no design to profit from any good-will that may have attached to 
that name because of the activity of the plaintiff. Evidence produced by both parties 
established the fact that if the name “Kitty Kelly” is used in the same area, confu- 
sion will result. 

10. The defendants have not competed with the plaintiff, and obviously there 
is no unfair competition involved, so far as the plaintiff is concerned. 

11. There is no evidence that the defendants ever used any of the plaintiff's 
trade-marks, or that they ever sold any goods with labels attached in which the 
words “Kitty Kelly” were used. In other words, there is no evidence of trade-mark 
infringement. 

12. The plaintiff has failed to prove that its trade-mark has acquired a secondary 
meaning in this area, but, on the other hand, the defendants have established that 
the name “Kitty Kelly Shop” has acquired such a secondary meaning has come to 
identify the establishment of the defendants. 


Conclusions of Law 


1. Plaintiff’s registration No. 289,764, issued pursuant to the Trade-Mark Act 
of March 19, 1920, has no effect on the common-law rights of the parties to this 
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action, Kellogg Co. v. National Biscuit Co., 71 F. 2d 662, 666; 305 U. S. 111 
28 T. M. R. 569, and the plaintiff can claim no substantive rights because of said 
registration, Armstrong Paint & Varnish Works v. Nu-Enamel Corporation, 305 
U.S. 315, [29 T. M.R. 3], and the Trade-Mark Act of 1946, 15 U. S.C. A. § 1051 
et seq., does not give the plaintiffs any such substantive rights. Neither do the 
plaintiff’s registrations 365,776 and 369,898, issued in 1939, give the plaintiff any 
such substantive rights. It likewise acquired no substantive rights by its Michigan 
registration filed in accordance with the provisions of Compiled Laws of 1929, 
Section 8974, Sec. 18.365, Michigan Statutes Annotated. 

2. The defendants are the owners of a trade-name “Kitty Kelly Shop,” and 
are entitled to the exclusive use of that name in this area. The evidence establishes 
that if the plaintiff is permitted to use the name “Kitty Kelly” in the conduct of a 
business in competition with the defendants in the Detroit Metropolian area, con- 
fusion will result, and the defendants are entitled to an injunction restraining the 
plaintiff from the use of that name, and from competing unfairly with them in the 
Metropolitan Detroit area. 

Judgment 


In accordance with the foregoing findings of fact and conclusions of law, 
it is hereby ordered and adjudged that 

1. The plaintiff is the exclusive owner of Trade-Mark No. 289,764, issued 
under the Trade-Mark Act of March 19, 1920; and 

The plaintiff is the exclusive owner of Trade-Mark No. 365,766, issued under 
the Trade-Mark Act of February 20, 1905 ; and 

The plaintiff is the exclusive owner of Trade-Mark No. 369,898, issued under 
the Trade-Mark Act of February 20, 1905. 

These respective trade-marks are valid in accordance with the respective Acts 
under which they were registered. 

2. There has been no infringement of the said trade-marks by the defendants. 

3. The plaintiff, its officers, agents, attorneys, clerks, servants, workmen and 
employees, and all holding through or under the plaintiff, acting directly or indirectly, 
and any purchasers, successors, assigns or licensees to the rights and interest of 
the plaintiff are permanently restrained and enjoined: 

(a) From using or employing the words “Kitty Kelly” or any other trade- 
mark or trade name or combination containing such words in advertising in any 
form feminine clothing or attire and accessories pertaining thereto, in the State 
of Michigan, except, however, as advertisements in newspapers outside the State 
of Michigan may be circulated by the publishers thereof within said state, and ex- 
cept further, as the trade-mark use of the words “Kitty Kelly” by plaintiff on goods 
shipped by it into the State of Michigan shall serve an advertising function ; and 

(b) From using or employing the words “Kitty Kelly” or any other trade- 
mark or trade name or combination containing such words in designating or ad- 
vertising in any form any store which may now or hereafter be established by the 
plaintiff in the State of Michigan ; and 

(c) From representing, asserting or implying, directly or indirectly, that any 
store now owned or controlled by the plaintiff in the State of Michigan, or which 
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may hereafter be owned or controlled by it in said state, is connected with or iden- 
tical with the store owned and operated by the defendants. 

The plaintiff will be free to sell its trade-marked products in the State of 
Michigan either to retailers or directly to consumers, provided, it shall not use the 
words “Kitty Kelly” in connection with its business of selling feminine wearing 
apparel and/or accessories pertaining thereto, including women’s shoes and hand- 
bags, in said state other than by affixing such words directly to the products where 
it sells. 

4. In conformity with Sec. 34, Pub. Law 489, 79th Congress, Chap. 540, 2d 
Sess. Title 15 U. S. C. A. § 1116, the clerk of this Court is hereby ordered to for- 
ward to the Commissioner of Patents, United States Patent Office, a certified copy 
of this judgment for inclusion in the file wrappers of registration numbers 289,764, 
365,776 and 369,898. 

It is further ordered that the costs herein, to be taxed, shall be paid by the 
plaintiff to the defendants. 


CROWN BEVERAGE CORPORATION v. NEHI CORPORATION 
N.Y.S.Ct. N. Y. County—October 12, 1949 


TRADE-MARKS AND TRADE NAMES—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Crown” held confusingly similar to “Royal Crown,” used on soft drinks. 
TRADE-MARKS AND TRADE NAMES—TITLE—EFFECT OF LICENSE 
Franchise bottling contracts under which defendant allots territory, sells syrup, licenses 
use of mark on soft drink, and inspects product, held not to involve loss of trade-mark rights, 
nor preclude suit by licensor. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR 
INSTANCES 
Defendant, first user of mark, engaged in national advertising and promotion, held en- 
titled to injunction against plaintiff using confusingly similar mark in particular locality into 
which defendant’s franchise bottler has not yet sold. 
In case involving identical goods, argument that mark is weak because of general use 
held inapplicable. 
Defendant held entitled to injunction restraining plaintiff from using the word “Crown,” 
singly or in combination, in connection with sale of any cola beverage. 


Declaratory judgment suit by Crown Beverage Corporation against Nehi Cor- 
poration in which defendant counterclaims for injunction. Judgment for defendant 
dismissing complaint and granting injunction on counterclaim. 


STEUER, J.: 


The plaintiff started business in 1937. Its business consisted of the manufac- 
ture and bottling of a number of soft drinks. It sells these beverages to jobbers who 
call for the drinks in their own trucks at plaintiff's plant. These jobbers in turn 
sell the drinks from door to door to private consumers in Brooklyn and Queens. 
The trucks are painted for the jobbers by plaintiff and exhibit its corporate name. 
All of the drinks with one exception are sold in twelve or twenty-nine ounce bottles 
which have a label stating plaintiff's corporate name and the name of the drink 
enclosed in a representation of a crown. The excepted beverage is a cola, which is 
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sold in seven ounce bottles. These bottles bear no label but the words “Crown 
Beverages” appear on the bottle in corrugations of its surface. There is also a cap 
which bears either the word “crown” or the word “cola.” Aside from the truck 
painting, plaintiff does not advertise. 

Defendant is the successor to a series of corporations long engaged in the soft 
drink business. It also produces a number of drinks, only one of which, cola, is 
important here. This drink is sold under the name of Royal Crown Cola, the use 
of which name antedates plaintiff’s incorporation. Defendant does a nation wide 
business in the following manner: It contracts with bottlers in various parts of 
the country, allotting them a specific territory in which they have exclusive rights. 
Defendant sells these plants the essence of syrup from which the drink is made, 
licenses them to use the name Royal Crown Cola and its trade-marked label, in- 
spects their product from time to time and advertises the product and the name 
on a national scale. The bottlers supplement this with local advertising. The 
bottlers sell, almost entirely, to stores, restaurants and similar retail outlets. De- 
fendant has assigned the area in which defendant operates to Royal Crown Bottling 
Corporation of Newark. To date, this company (not a party to this action) has 
not sought to make sales in that area and practically none are made. 

In 1940 plaintiff filed an application to list its trade-mark with the Patent Office. 
Defendant opposed the application and early in 1941 the Patent Office sustained 
the objection and refused to list the trade-mark. Plaintiff thereupon brought this 
action for a declaratory judgment, in the nature of an action to quiet title, to adju- 
dicate its rights in the use of its name and labels. Defendant counterclaims for 
an injunction to restrain plaintiff from using the word “crown.” This is not the 
relief sought in the complaint but is the declared purpose of the plaintiff at the 
trial. 

The first question presented is whether plaintiff’s adoption and use of its name 
are in bad faith—that is with intent to capitalize on defendant’s reputation. It 
is found that there is no such bad faith. 

The second question is whether that use is likely to cause confusion in the public 
mind—specifically whether the buying public will purchase plaintiff’s product in the 
belief that they are getting defendants.’ This, I believe to be inevitable. The names 
“Crown” and “Royal Crown” are so nearly similar in the thought evoked as well 
as in sound that even without the popular tendency to abbreviation they can not 
be mutually employed without association in the public mind. In addition “cola” 
both as a drink and as a word is in a peculiar position. In both senses it is invariably 
identified with the brand name which by usage precedes it. Properly speaking cola 
is not the name of a drink but of the extract from the cola nut. While development 
has outrun the classic definition so that the name might properly be used for a 
beverage made from the extract, it is not so used without the qualifying brand name. 
So that plaintiff’s consumers must regard that they are getting some kind of cola 
and presumably “Crown Cola.” This being practically indistinguishable from 
“Royal Crown Cola” confusion must result. 

It would follow that unless there was some reason which would bar it, defend- 
ant being the first user of the name, would be entitled to relief and the plaintiff 
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would not. The first reason advanced is that while defendant is the first user, plain- 
tiff is the first user in the particular territory. This, of course, depends on what 
is meant by the territory. If the territory is sufficiently limited in area practically 
every use can be found to be the first in the territory, and there are other considera- 
tions. In view of nation-wide advertising and sales promotion it is difficult to 
confine rights except in very large territorial divisions. In addition, plaintiff’s 
object is to expand its production over increasing areas, so it is difficult to see how 
the concept of prior use limited to a particular locality can be availing. 

The next objection is that defendant by licensing others to use its name has lost 
its right to complain and that the only person who can demand relief would be the 
licensee of the territory in which plaintiff operates. Without going into the dis- 
tinctions which determine whether or not a trade-mark right is lost by licensing 
it is sufficient to say that the same method of doing business as here involved was 
decided not to involve a loss of trade-mark rights. Coca Cola Bottling Co. v. The 
Coca Cola Co., 269 F. 796. 

Lastly it is claimed that “crown” is such a generic word that it is not subject 
to exclusive appropriation. This would be true of related products, (Arrow Dis- 
tilleries v. Globe Brewing Co., 117 F. 2d 347 [31 T. M. R. 51]) but it does not apply 
to an identical product. 

It therefore follows that defendant is entitled to relief and the plaintiff is not. 
The measure of relief is next to be considered. Defendant did not formally limit 
its claim as asked in its counterclaim. But its president testified that it was not 
affected by plaintiff's name or labels on products other than cola drinks. This ac- 
cords with the other testimony. There is no present prospect of competition or 
confusion in regard to the other beverages made by the parties. If it be asserted 
that even though defendant does not use the name crown in connection with these 
other beverages plaintiff might conceivably benefit from the nominal resemblance, 
the answer is that this is one of the hazards of selecting a name so widely used for 
a number of products. 

Judgment for defendant dismissing plaintiff's complaint and on the counter- 
claim enjoining plaintiff from using the word “crown” either singly or in combina- 
tion with the sale of any beverage of the cola variety. 

Submit judgment accordingly. 


NORTH STAR WOOLEN MILL COMPANY v. CARON 
Commissioner of Patents—October 20, 1949 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Yarn sold to the consumer trade for knitting but not adapted to machine knitting or weav- 
ing held goods of the same descriptive properties as blankets and woolen piece goods. 
TRADE-MARKS—PLEADING AND PRACTICE—AMENDMENT OF APPLICATION 
Amendment of description of goods in application should not be made on appeal to Com- 
missioner in opposition proceeding. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Northland” held confusingly similar to “North Star,” alone and accompanied by a star, 
“North” associated with a star, used on similar goods, under 1905 Act. 





942 THE TRADE-MARK REPORTER 39 T. M. R. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by North Star Woolen Mill Company against Richard 
J. Caron. Applicant appeals from decision sustaining notice of opposition. Af- 
firmed. 


Parry & Miller, of Washington, D. C., for opposer. 
Fred Gerlach and Norman H. Gerlach, of Chicago, Illinois, for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
the opposition of North Star Woolen Mill Company to an application of Richard 
J. Caron under the Trade-Mark Act of 1905 for registration of a trade-mark for 
“wool yarn.” The mark sought to be registered consists of the word “Northland.” 
The opposer relies upon its ownership and prior use of the trade-mark “‘North Star,” 
and of several registrations thereof, covering blankets and various woolen piece 
goods. Both the registrations and use include the words “North Star,” these words 
accompanied by a star, and the word “North” associated with a star. 

There is no question as to opposer’s ownership of this mark as applied to blankets 
and to various piece goods, and by stipulation of facts, it is established that the mark 
has been in use since 1864, and has been applied to numerous fabric products which 
have sold in substantial quantities. 

The product to which applicant applies the word “Northland” consists of worsted 
yarn sold to the consumer trade which is not adapted to machine knitting or 
machine weaving, but is used in knitting various articles. 

It is applicant’s contention that these products differ to such an extent that 
they do not constitute goods of the same descriptive properties as those of opposer, 
that the marks are dissimilar, and that in view of the differences in the marks and 
the goods, there is no likelihood of confusion from applicant’s use of its mark 
thereon. 

While opposer manufactures yarn, it utilizes it only in the manufacture of its 
products and does not apply its mark thereto. Yarn is, however, necessarily used 
in the manufacture of piece goods and fabrics and blankets, and under well-settled 
authority must be considered to possess the same properties as opposer’s goods. 
Rogers Peet Co. v. B. F. Goodrich Co., 31 C. C. P. A. 1191, 143 F. 2d 880 [34 
T. M. R. 244]; Crown Fabrics Corporation v. American Viscose Corporation, 32 
C. C. P. A. 701, 145 F. 2d 246 [34 T. M. R. 376] ; Vanity Fair Mills, Inc. v. Pedi- 
gree Fabrics, Inc., 34 C. C. P. A. 1043, 161 F. 2d 226 [37 T. M. R. 461]. 

Applicant’s request that it be permitted to change the description of its product 
to restrict it to the specific type of worsted yarn above referred to would not be 
proper, since in view of the foregoing it is my opinion that the goods possess the 
same descriptive properties in either event. Such a change should not be made at 
this stage of the proceedings. Ex parte American Tar Company, 590 O. G. 533, 
70 U. S. P. Q. 453 (Petition for Rehearing, 591 O. G. 667; Standard Oil Company 
of New Jersey v. American Tar Company, 60 U. S. P. Q. 65, 558 O. G. 509. See 
also same case, 60 U. S. P. QO. 299, 559 O. G. 715, and 60 U. S. P. Q. 495, 560 
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O. G. 547; General Baking Company v. Mayflower Mills, 28 U.S. P. Q. 192, 159 
Ms. D. 587. 

Applicant further contends that the marks differ to such an extent that there is 
no likelihood of confusion. In North Star Woolen Mill Company v. L. W. Guild 
Company, Inc., 553 O. G. 779, 59 U. S. P. Q. 66, these same words were found 
to be confusingly similar. While I have considered the cases cited by the applicant, 
particularly The Perfection Company, et al. v. Coe, 68 U. S. P. Q. 69, it is my 
opinion that the marks here involved so nearly resemble each other that their con- 
current use on the goods of the parties would give rise to the reasonable likelihood 
of confusion in trade, for the reasons stated in North Star Woolen Mill Company 
v. L. W. Guild Company, Inc., supra. In view of the resemblance in both the marks 
and goods, the so-called doctrine of cumulative dissimilarity does not effect this. 

The decision of the Examiner of Interferences is affirmed. 


MILES LABORATORIES, INC. v. PROFESSIONAL DENTAL PROD- 
UCTS, INC. 


Commissioner of Patents—October 27, 1949 


OPPOSITIONS—PLEADING AND PRACTICE—AMENDMENT OF APPLICATION 

Applicant having elected to prosecute application and continue defense of opposition, to 
application containing original description of goods, held that proposed amendment to 
description, presented by motion filed after Examiner had sustained notice of opposition 
but prior to expiration of time for appeal, would not be proper at this time. 

Roddenbery Co. v. Kalich, 574 O. G. 794, 65 U. S. P. Q. 254, distinguished. 

Applicant having elected to prosecute application and defend opposition under 1905 Act, 
held that motion to convert application to one under 1946 Act, filed after Examiner had 
sustained opposition, was properly denied. 

OPpposITIONS—PLEADING AND PRACTICE—MOTION TO REOPEN 

Evidence relating to events transpiring after filing of notice of opposition and after 

date of final hearing held not sufficient to justify reopening. 
APPEALS—PLEADING AND PRACTICE—SUSPENSION OF LIMIT OF APPEAL 

Suspension of limit of appeal, pending determination of registrability of new unidentified 

application, refused. 


Petition from Examiner of Interferences. 

Trade-mark opposition by Miles Laboratories, Inc., against Professional Dental 
Products, Inc. Applicant’s petition for review and correction of Examiner’s rulings 
denied. 


William T. Woodson, James H. Rogers, and Beverly W. Pattishall, Chicago, Illi- 
nois, and Thomas L. Mead, Jr., of Washington, D. C., for opposer. 
Dean, Fairbank & Hirsch, of New York, New York, for applicant. 


Danieg.s, A. C.: 
This is a petition requesting that the ruling of the Examiner of Interferences 
denying applicant’s motions 


(a) To amend the description of goods of its application ; 
(b) To reopen for the presentation of additional testimony ; and 
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(c) To convert said application to one on the Principal Register under the Act of 
1946 


be reviewed and corrected. 

These motions were filed after the decision of the Examiner of Interferences 
sustaining the notice of opposition but prior to the expiration of the limit of appeal 
to the Commissioner. 

In sustaining the notice of opposition, the Examiner of Interferences held that 
the description of goods in the application is broad enough to include products 
such as those of the opposer. Applicant now attempts to file an amendment which 
it contends will so narrow the description of its goods as to remove any likelihood of 
confusion. It is stated that this practice is in accordance with that approved in 
W. B. Roddenbery Co. v. Rose Kalich, 65 U. S. P. Q. 254, 574 O. G. 794, and 
that such practice was not overruled in Eastman Kodak Company v. Faraday Elec- 
tric Corporation, 613 O. G. 1098, 78 U. S. P. Q. 132. While I agree that the latter 
case did not overrule the former, the special circumstances existing in W. B. Rod- 
denbery Co. v. Rose Kalich, supra, do not exist here, and the practice which it is 
stated was “approved” in that case must be considered in the light of the comments 
thereon by the First Assistant Commissioner (who decided W’. B. Roddenbery Co. 
v. Rose Kalich, supra), in Ex parte American Tar Company (Petition for Rehear- 
ing), 591 O. G. 667, 70 U. S. P. Q. 546, and of the United States Court of Customs 
and Patent Appeals in reversing W. B. Roddenbery Co. v. Rose Kalich, 34 C. C. 
P. A. 745, 158 F. 2d 289 [37 T. M. R. 73]. 

Prior to the decision of the Examiner of Interferences no attempt was made 
by applicant to amend its description of the goods in the application. Applicant 
having elected to prosecute the application and continue the defense of this opposi- 
tion on the issues presented by the notice of opposition to the application containing 
the original description of goods, the amendment presented would not be proper 
at this time. General Baking Company v. Mayflower Mills, 28 U.S. P. Q. 85 (motion 
to amend, 28 U. S. P. Q. 192) ; Standard Oil Company of New Jersey v. American 
Tar Company, 559 O. G. 715, 60 U. S. P. Q. 299 (petition for rehearing 560 O. G. 
547, 60 U. S. P. Q. 495); Ex parte American Tar Company, 590 O. G. 533, 70 
U. S. P. Q. 453 (petitions for rehearing, 591 O. G. 667, 70 U.S. P. Q. 546, supra, 
and 593 O. G. 591, 71 U. S. P. Q. 189) ; Borg-Warner Corporation v. Century En- 
gineering Corporation, 40 U. S. P. Q. 295. The petition, insofar as it requests that 
the application be amended, must be denied. 

It is also requested that the Examiner of Interferences’ denial of the motion 
to reopen be set aside and that he be directed to grant such motion. It is stated 
that proof will be offered to the effect that applicant’s mark involved in this op- 
position proceeding has become so distinctive as applied to the goods as to be en- 
titled to registration under section 2 (f) of the Trade-Mark Act of 1946. It is 
probably sufficient to state that applicant’s mark has not been refused registration 
because of lack of distinctiveness, nor has it been presented under section 2(f) and 
that the pertinency of such testimony is therefore not apparent. If, however, it is 
intended to submit testimony as to lack of likelihood of confusion, the evidence 
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offered relates to matters which transpired subsequent to the notice of opposition 
herein and, at least to a substantial extent, to facts relating to a period after the 
date of final hearing. Under these circumstances even if pertinent, it could not be 
considered newly discovered. It would merely constitute evidence as to subsequent 
events which ordinarily could not be considered sufficient to justify reopening a 
case. 

As to the request that the application be amended to bring it under the Trade- 
Mark Act of 1946, it is to be noted that the application was still pending before the 
Examiner of Trade-Marks when the Trade-Mark Act of 1946 became effective, 
and that various actions were thereafter taken by the applicant, but that no attempt 
to bring it under the new act was made. 

The applicant having elected to continue to prosecute the case and defend the 
opposition under the old act should not now be permitted to change its position to 
the prejudice of opposer and such procedure is not contemplated by section 47 (a) 
of the Trade-Mark Act of 1946 and is contrary to rule 41.3 of the Rules of Practice 
in Trade-Mark cases. Nor would such procedure avoid delay as suggested, since 
republication would presumably be required if the application were amended to bring 
it under the new act. It would accordingly appear that permitting amendment to 
bring the application under the new act would be either ineffective, or would require 
what would be, at least in effect, a new opposition proceeding, if not actually a sep- 
arate and distinct proceeding. 

The petition further requests, in the alternative, that the Examiner of Trade- 
Marks be directed to examine another unidentified application promptly and that 
the limit of appeal in the present proceeding be suspended pending determination 
of the registrability of the new application. Since different issues would be pre- 
sented, there is clearly no reason why action on the present opposition proceeding 
should be delayed. The question of prompt consideration of any such new applica- 
tion must be considered independently of this proceeding. 

The petition is in all respects denied. 





THE OXWELD RAILROAD SERVICE COMPANY v. EUTECTIC 
WELDING ALLOYS CORPORATION 


Commissioner of Patents—October 31, 1949 


OpposITIONS—PARTIES—RIGHT TO OPPOSE 
Dealer or distributor need not be owner of registration nor independent user of trade- 
mark in order to maintain opposition, provided it is in position to allege damage to itself. 
Opposition proceedings must be brought by real party in interest to avoid multiplicity. 
OPpPosITIONS—PLEADING AND PracticE—Morions To DIsMIss 
In considering motion to dismiss, all statements in notice of opposition must be taken 
as true and all reasonable interferences therefrom resolved in favor of opposer. 
Notice of opposition by subsidiary alleging damage to parent corporation rather than 
to opposer held properly dismissed for failure to state cause of action. 
Opposition by subsidiary or distributor who establishes rights and shows that it would 
be damaged independently is not precluded by Examiner’s holding, but notice of opposition 
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here held to relate entirely to rights of parent corporation which properly can be adjudi- 
cated in copending opposition. 


Appeal from Examiner of Interferences. 

Trade-Mark opposition by The Oxweld Railroad Service Company against 
Eutectic Welding Alloys Company. Opposer appeals from dismissal of notice of 
opposition. Affirmed. 


Victor D. Broman, of New York, N. Y., and Stowell & Evans, of Washington, 
D. C., for opposer. 
Arthur G. Connolly, of Wilmington, Del., for applicant. 


DANIELs, A. C.: 


The Examiner of Interferences has dismissed the notice of opposition herein 
on the ground that it fails to state a claim on which relief can be granted to opposer, 
and opposer appeals. 

The notice of opposition challenges applicant’s right to registration on the ground 
that the mark sought to be registered so nearly resembles the mark of a prior 
registration owned by the opposer’s parent company, applied to goods of the same 
descriptive properties, as to be likely to cause confusion or mistake on the part of 
purchasers. The mark for which applicant seeks registration is “Surfalloy”; the 
one opposer relies on is the mark “Silvaloy.” It also alleges opposer’s sale of the 
products bearing the mark of the parent company and, as indicated by both the 
notice of opposition and speciments filed, the goods when sold by opposer have 
been marked in such a manner as to indicate their manufacture by the parent com- 
pany for the opposer, and their relationship. 

Opposer apparently interprets the decision of the Examiner of Interferences 
as holding that it must be the owner of a trade-mark registration or make independ- 
ent use of a trade-mark in order to maintain an opposition. That no such owner- 
ship is necessary has been established in many decisions. United Shoe Machinery 
Corporation v. Compo Shoe Machinery Corporation, 19 C. C. P. A. 1009, 56 F. 2d 
292 [22 T. M. R. 160] ; and Touraine Co. v. F. B. Washburn & Co., 52 App. D. C. 
356, 286 F. 1020. Nor is the fact that opposer may be a dealer or distributor 
rather than a manufacturer sufficient to negative its right to maintain the opposi- 
tion. It must, however, allege damage to it and the Examiner of Interferences 
has found that it has not alleged any facts from which damage may be inferred, 
since the allegations of the notice of opposition predicated damage upon rights 
which are not alleged to be those of opposer, but those of its parent company. In 
considering a motion of this type all statements in the notice of opposition must 
be taken as true and all reasonable inferences therein resolved in its favor. 

Only paragraphs 1, 2, 14 and 15 of the notice of opposition refer to the opposer 
independently, or to activities of opposer independently of those of its parent com- 
pany. These allege in effect that opposer has been engaged in the sale and dis- 
tribution of the products involved since prior to any date claimed by applicant; 
that opposer is the wholly owned subsidiary of Union Carbide and Carbon Corpora- 
tion, a New York corporation ; that opposer does not know and denies that appli- 
cant has used the mark in question; and in section 15 that: 
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Opposer would be damaged by the use or registration of the applicant’s alleged trade- 
mark. 


In addition the third paragraph of the notice of opposition alleges that opposer 
has been engaged in the sale of the products referred to, the said products “being 
marked by Union Carbide and Carbon Corporation with its trade-mark ... .” 
It is not understood that opposer contends that these paragraphs alone would be 
sufficient to sustain the notice of opposition. The remaining paragraphs of the 
notice of opposition refer to the use of the mark by opposer’s parent company 
and its rights to the trade-mark involved. These remaining paragraphs contain 
allegations carefully setting out factual matter which would constitute proper 
grounds for an opposition to the application for trade-mark registration if alleged 
on behalf of this opposer. All of them, however, refer to the parent company rather 
than to the opposer, and to the rights of the parent company rather than to alleged 
rights of the opposer. Examples of these allegations are as follows: 


5. The term “Surfalloy” consists of and comprises a mark which so resembles the 
mark “Silvaloy” registered in the United States Patent Office and previously used in the 
United States, and not abandoned, by Union Carbide and Carbon Corporation, all as 
hereinafter alleged, as to be likely, when applied to the goods of the applicant, to cause 
confusion or mistake or to deceive purchasers, and prospective purchasers of goods sold 
by opposer. 

6. Union Carbide and Carbon Corporation is the owner of the trade-mark “Silvaloy” 
registered in the United States Patent Office on February 5, 1946 under the registration 
No. 419,093, for flux for welding, brazing and soldering for nonelectrical purposes. 

* *” * 

8. Union Carbide and Carbon Corporation through the use of its said trade-mark 
“Silvaloy” on and in connection with flux for welding, brazing and soldering, has built 
up a valuable good will in the said trade-mark. 

* * * 

10. The goods for which applicant seeks registration of the term “Surfalloy” are 
goods of the same descriptive properties as those on which Union Carbide and Carbon 
Corporation uses its trade-mark “Silvaloy.” 

* * * 

13. Applicant was not at the time of filing its application and is not now entitled 
to registration for the reason that the alleged trade-mark “Surfalloy” so resembles the 
trade-mark “Silvaloy” previously used in the United States by Union Carbide and Carbon 
Corporation and not abandoned, as to be likely when applied to the goods of the appli- 
cant to cause confusion or mistake or to deceive purchasers. 


* * * 

It will be noted that with the exception of the reference to “purchasers or 
prospective purchasers of goods sold by opposer” contained in paragraph 5 quoted 
above, all rights are alleged to have been those of the parent company rather than 
opposer. Therefore, accepting opposer’s contention that it might have independent 
rights resulting from its own activities to oppose the registration of the mark sought 
by applicant, there are no allegations to support such independent rights, all of the 
allegations either as to ownership of the registration, ownership of the mark or 
good will of the business which can be considered to be sufficient to support an 
opposition being alleged to be the rights of the parent company. Opposer further 
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questions the reference by the Examiner of Interferences to section 5 of the Trade- 
Mark Act of 1946 stating that it does not abridge the right to oppose. As to this 
the Examiner of Interferences stated in his decision on a petition for reconsidera- 
tion: 
Furthermore, under section 5 of the Act of 1946 relative to marks which are or may 
be used legitimately by related companies, the use of the mark herein pleaded by the 
opposer inures to the benefit of the registrant, Union Carbide and Carbon Corporation. .. . 


It is contended that this section cannot “nullify . . . . established rights ex- 
pressed in section 13 of the 1946 Act that, ‘any person who believes he would be 
damaged’ may oppose the registration of a trade-mark.” As previously stated, 
it is not believed that the holding of the Examiner of Interferences would preclude 
opposition by a subsidiary or distributor who established rights and showed that 
it would be damaged independently. As indicated by the decision of the Examiner 
of Interferences, however, the allegations in this notice of opposition appear to 
relate entirely to rights of the parent company and would appear to have been 
carefully framed on the theory that opposer’s rights inured to the benefit of the 
parent company. They might well be proven in the copending opposition, brought 
by the parent company, but having elected to set out facts indicating that all rights 
were owned by the parent company, the opposer has precluded itself from claiming 
the same rights independently in a separate proceeding. Any other construction 
would be contrary to the ordinary rule as to the bringing of proceedings by the 
real party in interest and as to subjecting defending parties to a multiplicity of 
actions. 

Having, however, alleged no damage based upon any independent rights in 
this proceeding, the notice of opposition was properly dismissed on the ground 
that it did not state facts upon which relief could be granted. Pocahontas Opera- 
tors Association v. Carter Coal Company, 574 O. G. 572, 65 U. S. P. Q. 430 
(affirmed by the United States Court of Customs and Patent Appeals, 34 C. C. P. A. 
926, 160 F. 2d 114 [37 T. M. R. 340]). See also Revere Paint Co. v. 20th 
Century Chemical Company, 32 C. C. P. A. 1096, 150 F. 2d 135 [35 T. M. R. 143]. 

The decision of the Examiner of Interferences is affirmed. 


RIVER BRAND RICE MILLS, INC. v. CONVERTED RICE (CONVERTED 
RICE, INC., ASSIGNEE SUBSTITUTED) 


Commissioner of Patents—October 31, 1949 


TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Converted” held descriptive of rice which has been milled or treated. 
TrapeE-MarkK Act oF 1920—REGISTRABILITY—PARTICULAR INSTANCES 
Fact that “Converted” is merely descriptive does not bar registration under 1920 Act. 
On facts of record, “Converted” held not incapable of distinguishing though descriptive. 
CANCELLATIONS—BURDEN OF PROOF—GENERAL : 
Burden of proof is upon petitioner for cancellation and, upon facts of record, petitioner 
held to have failed to prove the mark incapable of distinguishing, or lack of exclusive use 
during one year period prior to application. 





Gee RA ae 


Jeli, gn 


etree 


~, iad 
oie. 7, 


| pore eS 


a " bade ce: Eee 
OE a re) os ewe 








39 T. M. R. RIVER BRAND RICE v. CONVERTED RICE 949 





TRADE-MARKS—ProoF oF Use—EFFECT OF REGISTRATION 
Registration under 1920 Act does not constitute prima facie proof of ownership. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceeding by River Brand Rice Mills, Inc., against 
Converted Rice (Converted Rice, Inc., assignee, substituted). Petitioner appeals 
from dismissal of petition for cancellation. Affirmed. 


Richard L. Underwood, of Washington, D. C., for petitioner. 
Hinkle, Horton, Ahlberg, Hansmann & Wupper, of Chicago, Ill., for registrant. 


DANIELS, A. C.: 


This is an appeal by the petitioner, River Brand Rice Mills, Inc., from the 
decision of the Examiner of Trade-Mark Interferences dismissing its petition for 
cancellation of the registration of a trade-mark for “rice for food,” registered 
March 18, 1947, No. 428,294, under the Trade-Mark Act of 1920, and recommend- 
ing that said registration be not cancelled. The mark shown in that registration 
consists of the word “Converted.” The petition for cancellation is based as stated 
by the Examiner of Interferences, upon the grounds: 


(1) That the mark sought to be cancelled is not a term by which the respondent's 
goods may be distinguished from like goods of others, and 

(2) That this mark was not in “bona fide” (exclusive use) by the respondent during 
the year next preceding the date of its application for registration as required by section 
1(b) of the Trade-Mark Act (of 1920). 


“Convert” is defined in Webster’s New International Dictionary as follows: 


5. To change or turn from one state to another; to alter in form, substance, or 
quality; to transform; to transmute. 

11. Chem. To change the chemical nature of, in the process of manufacture; as to 
convert starch into sugar; to convert hydrocarbon oils into volatile substance. 


That this is descriptive of rice, which has been milled or treated in such a 
manner that it is suitable for use as food, is apparent. Apparently respondent 
does not question this, and in any event the application of the ordinary meaning 
of the term as distinguishing between raw rice and that which is treated is suffi- 
cient to show that the term is inherently descriptive as applied to rice and this is 
established by the testimony presented. 

The fact that a mark is merely descriptive is, however, no bar to registration 
under the Trade-Mark Act of 1920. Armstrong Paint and Varnish Works v. 
Nu-Enamel Corporation, 39 U. S. P. Q. 402, 305 U. S. 315. The petitioner con- 
tends that, as applied to respondent’s product, the mark is not only highly descrip- 
tive, but is actually generic and incapable of distinguishing the product or identify- 
ing it as to source or origin. Respondent, on the contrary, contends that not only 
is the term capable of distinguishing its product, but while conceding that no ques- 
tion of “secondary meaning,” or of actual public recognition is involved in this 
proceeding, states that the testimony which it has presented establishes that there 
has been actual recognition of the mark and that accordingly the mark must be 
capable of distinguishing the goods. 
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Respondent applies the mark to rice which has been treated by a patented 
process, and according to the testimony of its witnesses possess desirable character- 
istics not found in rice which has been subjected to conventional milling processes. 
It was found by the Examiner of Interferences that: 


The fact, however, that “converted” is inherently a descriptive word as applied to 
rice, as it likewise is as applied to any other processed article, goes no further than to 
explain why it was accepted for registration under the Act of 1920 rather than that of 
1905, for the former Act was particularly designed to accommodate descriptive terms in 
exclusive use as trade marks for the period of one year specified in section 1(b) thereof. 


and further that: 


Nor is there anything in the petitioner’s exhibits or elsewhere in the record which is 
deemed sufficient to show that, aside from the respondent’s use of “Converted” as a 
trade-mark, the term “converted” or any derivative thereof has ever been employed in the 
rice trade other than to express the broad meanings thereof as defined in the dictionaries. 


Petitioner in support of its contention that the mark is generic and incapable 
of identifying the goods of any particular manufacturer or dealer, has presented evi- 
dence of use of the term in certain war food orders of the Department of Agriculture, 
certain marketing agreements entered into under the National Industrial Recovery 
Act, from about 1933 to 1935, and certain orders of the Office of Price Administra- 
tion. Except for these and certain testimony of a general nature there is nothing 
to indicate that the word “Converted” would have any special meaning in that in- 
dustry other than, as found by the Examiner of Interferences, to express the broad 
meaning as defined in the dictionaries. The documents referred to appear to use 
those terms merely in a descriptive sense and in some instances appear to have 
referred specifically to respondent’s product. 

On the other hand, respondent’s testimony, stated to indicate that the mark 
is capable of identifying the product, because of statements as to identification by 
various witnesses, is unconvincing. While the respondent’s witnesses made state- 
ments that it was a trade-mark, and that they recognized it as such, their testimony 
is replete with statements that the term referred to “a different type of rice,” 
(respondent’s record, page 42), or referred to “just the process,” (respondent’s 
record, page 84), or that it was “a synonym for the process,” (respondent’s record, 
page 141). Further, the president of the respondent corporation testified as fol- 
lows: 
We used the name “Converted,” because that was the name that we first knew about. 
In the original correspondence with Mr. Huzenlaub, before he ever came to this coun- 
try, he wrote about “Converted Rice,” and that was the only name that I knew or 
thought of using in connection with the product. When we first started marketing our 
product here in Houston, inasmuch as the name “Uncle Ben” had been very widely adver- 
tised, as I mentioned a while ago, we were in the package rice business, packaging regu- 
lar milled rice and processed under the “Uncle Ben” trade-mark, it was only natural 
that we would want to cash in on that trade-mark as much as possible, because, as I said 
a while ago, also, we were very short on funds. 


Such testimony would not indicate that it was used in other than a descriptive 
sense. (Ex parte Fram Corporation, 551 O. G. 737, 57 U. S. P. Q. 330, petition 
for reconsideration, 552 O. G. 571, 57 U. S. P. Q. 462.) 
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The line of demarcation between a word which is merely descriptive and one 
which is generic and incapable of trade-mark significance is frequently intangible 
and difficult of determination. The burden of proof is upon the petitioner and it is 
my opinion that the word as applied to respondent’s product, while inherently 
descriptive, has not, upon this record, been shown to be incapable of registration 
under the Trade-Mark Act of 1920. I accordingly agree with the finding of the 
Examiner of Interferences that there is nothing in the record sufficient to show 
that the term “Converted” has any special meaning in the rice trade other than to 
express the broad meaning thereof as defined in the dictionaries. 

The cases cited by the parties have been considered and none of them appear 
to require comment. Petitioner argues that “respondent is not entitled to exclu- 
sive use of a term which has been widely and continuously used for years in the 
rice trade in its ordinary descriptive sense.” It further contends that because the 
term and its derivatives have been employed in the rice trade to express the broad 
meaning thereof as defined in the dictionaries, that “it is submitted that no single 
entity in the rice trade can at this late stage become exclusively entitled to use of 
the term as a trade mark.” The respondent’s registration being one under the 
Trade-Mark Act of 1920, does not constitute prima facie proof of ownership, 
Armstrong Paint and Varnish Works v. Nu-Enamel Corporation, supra, and 
registrations thereunder may not be cancelled merely because they are descriptive. 

The petitioner cannot be held to have sustained its burden of proof under the 
first ground of cancellation recited above. 

With respect to the second ground of the petition for cancellation, that the 
respondent did not have exclusive use thereof during the one year period prior to 
its application for registration, it seems sufficient to state that I agree with the 
Examiner of Interferences that there is no proof which establishes use of the 
same or a similar term by another in connection with the sale of goods of the same 
class during that period. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 





CORY CORPORATION v. REFRESH-AIRE OZONIZER CORP. 
Commissioner of Patents—October 31, 1949 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Refresh-Aire Ozonizer” (“Ozonizer” appearing in small type below “Refresh-Aire” ) 
held confusingly similar to “Fresh’nd Aire,” used on similar goods, under 1920 Act. 
“Ozonizer” held the name of the product and any comparison between the marks must 
refer to “Refresh-Aire” on the one hand and “Fresh’nd Aire” on the other. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Where marks so nearly resemble each other as those here involved, no question of 
“cumulative dissimilarities” can eliminate likelihood of confusion. 


Appeal from Examiner of Interferences. 
Trade-mark cancellation proceeding by Cory Corporation against Refresh-Aire 
Ozonizer Corp. Registrant appeals from cancellation of registration. Affirmed. 
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Banning & Banning, of Chicago, IIl., for petitioner 
Mock & Blum, of New York, N. Y., for registrant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining a petition for cancellation of registration No. 430,865, registered 
June 24, 1947, under the Trade-Mark Act of 1920. The trade-mark disclosed by 
said registration consists of the words “Refresh-Aire Ozonizer” (“Ozonizer” ap- 
pearing in small type below “Refresh-Aire’’), and the description of goods to which 
said mark is appropriated is “electrical home ozonizing apparatus for purifying 
the air.” 

The petition for cancellation relies upon prior use of the words “Fresh’nd Aire” 
as a trade-mark for “air-conditioning and circulating fans,” also registered under the 
Trade-Mark Act of 1920. Petitioner has submitted proof of its prior use of this 
mark as applied to the goods specified, and no question as to such priority or owner- 
ship of the mark is raised by respondent. The petition for cancellation, under 
section 2 of the Trade-Mark Act of 1920, alleges that respondent was not entitled 
to exclusive use of the trade-mark at the time of its application therefor, in view 
of petitioner’s prior use of its said mark on the goods mentioned. Respondent con- 
tends that while the goods may possess broadly the same descriptive properties, 
“the goods herein are specifically different,” and that in view of the fact of the 
specific differences in the goods plus the differences in the marks, there is no likeli- 
hood of confusion. ‘‘Ozonizer” is obviously the name of the product, and any com- 
parison between the marks of the parties must refer to “Refresh-Aire”’ on the one 
hand, and “Fresh’nd Aire” on the other. It was found by the Examiner of Inter- 
ferences that the respondent’s mark is so nearly like that of petitioner “in appear- 
ance, sound and meaning . . . . as to be scarcely distinguishable therefrom.’ The 
cases cited by respondent have been considered but comparison of the marks appears 
to me to demonstrate the correctness of this finding by the Examiner of Interfer- 
ences. Nor, where marks so nearly resemble each other as those here involved, 
can any question of “cumulative dissimilarities” eliminate the likelihood of con- 


fusion. 
The decision of the Examiner of Trade-Mark Interferences is affirmed. 


LEHN & FINK PRODUCTS CORPORATION v. AVON PRODUCTS, INC. 
(KATHRYN, INC., AsSIGNEE, SUBSTITUTED) 


LEHN & FINK PRODUCTS CORPORATION v. KAY DAUMIT, INC. 
(KATHRYN, INC., ASSIGNEE, SUBSTITUTED) 


Commissioner of Patents—November 1, 1949 


Oppos!1TIons—Proor oF UsE—EFFect oF REGISTRATION 
1905 Act registrations properly made of record held prima facie evidence of ownership 
and use of mark by opposer. 
As owner of registration, opposer held entitled to maintain opposition though it selected 
particular method of distribution and used distributor's name on packages, where specimen 
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labels showed name of opposer’s subsidiary as distributor, but there was nothing of record 
to indicate that the products were not manufactured by opposer and sold to subsidiary, in 


commerce, under the mark. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Double Dare” held confusingly similar to “Daredevil,” used on similar goods, under 


1905 Act. 
OpposITIONS—CONFUSING SIMILARITY—EFFECT OF THIRD Party USEs 
Alleged uses of the word “Dare,” by third parties, held insufficient to indicate that 


it is generic or lacking in trade-mark significance, even if such third party uses were properly 
considered. 


Appeals from Examiner of Interferences. 

Trade-mark oppositions by Lehn & Fink Products Corporation against Avon 
Products, Inc. (Kathryn, Inc., assignee, substituted) and against Kay Daumit, 
Inc. (Kathryn, Inc., assignee, substituted). 

Applicant appeals from decision sustaining notices of opposition. Affirmed. 


Klein, Alexander & Cooper, of New York, N. Y., for opposer. 
McKnight & Comstock, of Chicago, IIl., for applicant. 


DANIELS, A. C.: 


These are appeals from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the notices of opposition to two applications for registration 
of trade-marks for cosmetics under the Trade-Mark Act of 1905. The cases were 
disposed of by the examiner in a single decision, involve identical marks for similar 
goods, and have been submitted on the same briefs. 

Each of the applications for registration seeks registration of the words “Double 
Dare.” The first application, involved in Opposition No. 26,372, is Serial No. 
494,774, seeking registration of those words for “lipstick, rouge, and nail polish” ; 
and the second, involved in Opposition No. 26,694, is Serial No. 500,960, seeking 
their registration for “cologne and perfume.” The notices of opposition are based 
upon allegations of opposer’s prior use and ownership of the trade-mark “Dare- 
devil,” for lipstick, rouge, vanity cases, nail polish, cologne, and other toilet articles, 
and two registrations of this mark have been properly made of record. These regis- 
trations are prima facie evidence of ownership of such mark and use thereof by 
opposer since a date prior to any date claimed by applicant, and except for certain 
questions as to nonuse or abandonment, hereinafter referred to, applicant does 
not question such priority. Similarity of the goods is obvious. 

Applicant contends that the marks do not resemble each other to such an extent 
as to indicate likelihood of confusion in trade and contends that the only similar 
feature is the word “Dare,” which has been used by others on similar products, 
and that there is no similarity in appearance, sound, or meaning. The word “Dare” 
forms a prominent portion of each of these marks, and while the remaining por- 
tions of these words differ in significance to such an extent that side by side com- 
parison would distinguish between them, they appear to resemble each other both 
in sound and appearance to a considerable extent. As to meaning, each has a 
strong suggestion of recklessness or boldness, and, on this ground alone, it would 
appear that there might be likelihood of confusion, particularly on the part of pro- 





954 THE TRADE-MARK REPORTER 39 T. M. R. 


spective purchasers on the basis of recollection and recommendation. Manchester 
(Home & Export) Limited v. The Printz Biederman Co., 35 C. C. P. A. 1245, 
168 F. 2d 758 [38 T. M. R. 760]; Pillsbury Flour Mills Co. v. Kretschner Cor- 
poration, 584 O. G. 496, 68 U. S. P. Q. 277; Locke Stove Company v. Agricola 
Furnace Company, Inc., 574 O. G. 791, 65 U. S. P. Q. 177. 

Nor are the alleged uses of the word “Dare” by third parties sufficient to indi- 
cate that the word is generic or lacking in trade-mark significance, even were they 
properly considered. Lactona, Incorporated v. Lever Brothers, 32 C. C. P. A. 
704, 144 F. 2d 891 [34 T. M. R. 331]; Jacob Englander v. Continental Distilling 
Corporation, 25 C. C. P. A. 1022, 95 F. 2d 320 [28 T. M. R. 265]; The Hygienic 
Products Company v. Huntington Laboratories, Inc., 31 C. C. P. A. 773, 139 
F. 2d 508 [34 T. M. R. 50]. 

Applicant further contends that opposer has failed to establish use of its trade- 
mark or damage to the opposer, basing this contention upon the fact that the speci- 
mens submitted and the opposer’s answers to requests for admission indicate 
that all packages bear the name of a corporation other than opposer. Both the 
specimens and the answers indicate that the other corporation is a distributor 
and, apparently, a subsidiary of opposer. But in any event there is nothing to 
indicate that the products are not manufactured by opposer and sold by it to the 
other corporation in commerce bearing the trade-mark. As owner of the regis- 
tration it is entitled to maintain the opposition even though it may have selected a 
particular method of distribution and used the distributor’s name upon the packages. 
Penrith-Akers Manufacturing Co. v. Krim (Ju-C-Orange of America), 606 O. G. 
536, 76 U. S. P. Q. 60; Ex Parte Bernhard Ulmann Co., Inc., 487 O. G. 674, 
36 U. S. P. Q. 271. Certain other matters are raised by applicant, but are con- 
sidered subsidiary or collateral to the foregoing, and it is sufficient to say that I 
agree with the conclusion of the Examiner of Interferences with respect thereto. 

The decisions of the Examiner of Interferences are affirmed. 


MEYER & STUDELI, S. A. v. UNIMEX COMPANY 
Commissioner of Patents—November 2, 1949 


TraDE-Marks—Marks Not ConFrusiNGty SIMILAR—PARTICULAR INSTANCES 
“Belbana” held not confusingly similar to “Medana,” used on identical goods, under 
1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Meyer & Studeli, S. A. against Unimex Company. 
Opposer appeals from dismissal of notice of opposition. Affirmed. 


Mock & Blum, of New York, N. Y., for opposer. 
Leon M. Strauss, of New York, N. Y., for applicant. 


DANIELS, A. C.: 


This is an opposition to an application for registration of the word “Belbana”’ 
as a trade-mark for “watches and parts thereof” under the Trade-Mark Act of 
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1905. The notice of opposition is based upon opposer’s ownership and prior use 
of the trade-mark ‘“‘Medana” for “watches, clocks, and parts thereof,” which was 
registered under the Act of 1905 on November 23, 1920, and renewed. 

The Examiner of Interferences has dismissed the opposition holding the marks 
not to be confusingly similar, and opposer appeals from that decision. The ques- 
tion of similarity of the marks is the only one involved on this appeal, since the 
goods are identical and opposer’s priority of use of its mark is fully established and 
has not been questioned. In support of its contention that the marks are confusingly 
similar opposer points out that the terminal portions of the marks are substantially 
alike; that they have the same number of syllables; that they contain a number of 
the same letters; and that they have a “rhythmic similarity.” From this it is con- 
tended by the opposer that a strong similarity of appearance and sound exists between 
them and that in view of the fact that its mark is an old and established mark any 
doubt should be resolved in favor of the opposer. Examination of the marks indi- 
cates to me, however, that as found by the Examiner of Interferences they are alike 
only in the last three letters thereof, and that “. . . . they contain little in common 
as to appearance, sound, or significance, if any, that could be regarded as being con- 
fusingly similar.’”’ Considered in their entireties they appear to differ to such an 
extent that there is little likelihood that confusion in trade will result from their 
use even on identical products. The cases cited by the opposer have been consid- 
ered, but the marks involved here are believed to differ to an extent greater than 
those involved in any of such decisions. 

The decision of the Examiner of Interferences is affirmed. 





FEDERAL TRADE COMMISSION v. ELDER MFG. CO. 
Examiner of Interferences—October 19, 1949 


TRADE-MarK ACT OF 1946—CANCELLATIONS—SECTIONS 14 AND 46 (a) 
CANCELLATIONS—PARTIES—FEDERAL TRADE COMMISSION 
Petition by Federal Trade Commission to cancel, on ground of abandonment, 1905 Act 
registration, republished under section 12(c) of 1946 Act, dismissed for lack of jurisdiction. 
Language of sections 14 and 46(a), of 1946 Act, held to preclude application by Federal 
Trade Commission for cancellation of 1905 Act registration though republished under section 
12(c) of 1946 Act. 
TRADE-M ARKS—REGISTRATIONS—EFFECT OF REPUBLICATION 
Trade-mark registered under 1905 Act held not registered on the Principal Register of 
1946 Act by reason of republication under section 12(c) of 1946 Act. 


Petition by Federal Trade Commission against Elder Mfg. Co., for cancella- 
tion of registration. Dismissed. 


Edward W. Thomerson, William J. Thomas and Jess C. Radnor for Federal Trade 
Commission 
Elder Mfg. Co., pro se. 


KALupy, Examiner of Interferences : 


This is a petition filed by the Federal Trade Commission under the proviso 
clause of Section 14 of the Trade-Mark Act of 1946 seeking to cancel Registration 
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No. 276,332, issued October 14, 1930, to the Elder Mfg. Co., on the ground that 
the mark of said registration has become abandoned. 

In a paper filed with the petition, the respondent has consented to the cancella- 
tion of the registration, and has waived its right to notice and hearing. 

The petitioner has filed a brief, and presented oral argument on final hearing, 
directed to the question of petitioner’s jurisdiction to intervene against the regis- 
tration involved herein. 

The registration herein sought to be cancelled was granted October 14, 1930, 
under the Trade-Mark Act of 1905, and was republished July 19, 1947, under Sec- 
tion 12(c) of the Act of 1946. 

The proviso clause of Section 14 of the Trade-Mark Act of 1946, under which 
this proceeding was instituted, states that “the Federal Trade Commission may 
apply to cancel * * * any mark registered on the principal register established by 
this Act.” The registration sought to be cancelled was granted under the Act of 
1905, and, therefore, the mark contained therein was obviously not registered on 
the principal register established by the Act of 1946. Nor can it be considered to 
have been so registered on the principal register by reason of its republication under 
Section 12(c) of the Act of 1946, and hence by the explicit language of the proviso 
clause of Section 14, there is manifestly no jurisdiction in the Federal Trade Com- 
mission to apply for cancellation of a registration that was obtained under the Act 
of 1905. 

In the opinion of the examiner nothing is contained in the remaining sections of 
the Act of 1946, notwithstanding petitioner’s contention to the contrary, which either 
explicitly, or by implication, can be said to give to the Federal Trade Commission 
such jurisdiction ; rather a construction of the proviso clause of Section 14 beyond 
its explicit language is specifically forbidden by the proviso clause of Section 46(a) 
of the Act of 1946 which states that “nothing contained in this Act shall be 
construed as * * * increasing the authority of any Federal department or regulatory 
agency except as may be specifically provided in this Act.” 

For the reasons set forth above, it is held that the Federal Trade Commission 
lacks jurisdiction to intervene against the involved registration, and the petition 
for cancellation is accordingly dismissed. 

Limit of appeal: November 19, 1949. 


EX PARTE BOWES SEAL-FAST CORPORATION 


Commissioner of Patents—September 2, 1949 


TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 
In determining whether or not particular mark in fact serves as designation of origin, ref- 
erence to other marks appearing upon same article held proper. 
Applicant’s intent that mark serve as designation of origin held immaterial. 
Question is whether or not purchasers would recognize claimed mark as designating origin. 
While color may serve as an element of a trade-mark, as in a design, whether mere color 
can constitute a valid trade-mark is doubtful. 
TRADE-MARKS—MarKS INCAPABLE OF EXCLUSIVE APPROPRIATION—ORNA MENTATION 
Three colored lines, red, white and red around the margin of rubber tire patches, of 
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laminated construction, held mere ornamentation and as such lacking in trade-mark sig- 
nificance. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Bowes Seal-Fast Corporation. 
Applicant appeals from refusal of registration. Affirmed. 


Herbert A. Minturn, of Indianapolis, Ind., for applicant. 
DANIELS, A. C.: 


This is an appeal from the final refusal of an application for registration of a 
trade-mark on the Principal Register under the Act of 1946 for “rubber patches for 
pneumatic inner tubes for tires.” The mark sought to be registered is described in 
the application as follows: 


The trade-mark consists of the three colored lines, red, white, and red around the mar- 
gin of the goods, and the drawing is lined to indicate the color red between which appears 
the white line. No claim is made to the representation of the goods apart from the mark. 


Applicant’s brief describes the mark as follows: 


The mark consists of a red rectangular panel bounded by a continuous white line 
stepped inwardly from an extreme outer red line or border. 


The application states that it is “applied to the goods by building it therein, 

..” The mark is the coloring of the patches themselves, which are of laminated 
construction, so that the face of the patch is red which is surrounded by a white 
line formed by the second layer of that color, and which in turn is surrounded by a 
red line formed by the third red layer. Whatever the shape of the patch, the white 
line appears and maintains its identity even after long usage in the operation of a 
tube which has been patched. 

The refusal to register was based upon the ground that the mark is merely orna- 
mentation and, as such, lacks trade-mark significance and does not point to the 
source or origin of the goods. It is further suggested that it is functional. Appli- 
cant contends that the white line is not ornamental, since an ornamentation of a tire 
patch would be useless. Applicant also objects to the examiner’s reference to the 
fact that other trade-marks appear upon the face of the patch. 

It is, of course, true that more than one trade-mark may appear upon the same 
article, but the reference to the other marks is a proper subject of consideration in 
determining whether or not the particular mark involved does, in fact, serve as a 
designation of origin. Campbell Soup Company, et al. v. Armour and Company, 
Court of Appeals, Third Circuit, 81 U. S. P. Q. 430 [39 T. M. R. 566]. 

Applicant has submitted affidavits of its officers as indicating that the mark is 
intended to serve as a designation of origin. The intent, however, is immaterial, 
the question being whether or not it would be recognized as a distinguishing mark 
by purchasers. From an examination of the specimens themselves, it would appear, 
at least at first glance, that the very narrow white line surrounding the border of 
the patch was merely ornamental if not one which would necessarily result from the 
construction of the patch. This would not be conclusive if there were other facts 
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No. 276,332, issued October 14, 1930, to the Elder Mfg. Co., on the ground that 
the mark of said registration has become abandoned. 

In a paper filed with the petition, the respondent has consented to the cancella- 
tion of the registration, and has waived its right to notice and hearing. 

The petitioner has filed a brief, and presented oral argument on final hearing, 
directed to the question of petitioner’s jurisdiction to intervene against the regis- 
tration involved herein. 

The registration herein sought to be cancelled was granted October 14, 1930, 
under the Trade-Mark Act of 1905, and was republished July 19, 1947, under Sec- 
tion 12(c) of the Act of 1946. 

The proviso clause of Section 14 of the Trade-Mark Act of 1946, under which 
this proceeding was instituted, states that “the Federal Trade Commission may 
apply to cancel * * * any mark registered on the principal register established by 
this Act.” The registration sought to be cancelled was granted under the Act of 
1905, and, therefore, the mark contained therein was obviously not registered on 
the principal register established by the Act of 1946. Nor can it be considered to 
have been so registered on the principal register by reason of its republication under 
Section 12(c) of the Act of 1946, and hence by the explicit language of the proviso 
clause of Section 14, there is manifestly no jurisdiction in the Federal Trade Com- 
mission to apply for cancellation of a registration that was obtained under the Act 
of 1905. 

In the opinion of the examiner nothing is contained in the remaining sections of 
the Act of 1946, notwithstanding petitioner’s contention to the contrary, which either 
explicitly, or by implication, can be said to give to the Federal Trade Commission 
such jurisdiction ; rather a construction of the proviso clause of Section 14 beyond 
its explicit language is specifically forbidden by the proviso clause of Section 46(a) 
of the Act of 1946 which states that “nothing contained in this Act shall be 
construed as * * * increasing the authority of any Federal department or regulatory 
agency except as may be specifically provided in this Act.” 

For the reasons set forth above, it is held that the Federal Trade Commission 
lacks jurisdiction to intervene against the involved registration, and the petition 
for cancellation is accordingly dismissed. 
Limit of appeal: November 19, 1949. 


EX PARTE BOWES SEAL-FAST CORPORATION 


Commissioner of Patents—September 2, 1949 


TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 
In determining whether or not particular mark in fact serves as designation of origin, ref- 
erence to other marks appearing upon same article held proper. 
Applicant’s intent that mark serve as designation of origin held immaterial. 
Question is whether or not purchasers would recognize claimed mark as designating origin. 
While color may serve as an element of a trade-mark, as in a design, whether mere color 
can constitute a valid trade-mark is doubtful. 
TRADE-MARKS—MARKS INCAPABLE OF EXCLUSIVE APPROPRIATION—ORNA MENTATION 
Three colored lines, red, white and red around the margin of rubber tire patches, of 
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laminated construction, held mere ornamentation and as such lacking in trade-mark sig- 
nificance. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Bowes Seal-Fast Corporation. 
Applicant appeals from refusal of registration. Affirmed. 


Herbert A. Minturn, of Indianapolis, Ind., for applicant. 
DANIELS, A. C.: 


This is an appeal from the final refusal of an application for registration of a 
trade-mark on the Principal Register under the Act of 1946 for “rubber patches for 
pneumatic inner tubes for tires.” The mark sought to be registered is described in 
the application as follows: 


The trade-mark consists of the three colored lines, red, white, and red around the mar- 
gin of the goods, and the drawing is lined to indicate the color red between which appears 
the white line. No claim is made to the representation of the goods apart from the mark. 


Applicant’s brief describes the mark as follows: 


The mark consists of a red rectangular panel bounded by a continuous white line 
stepped inwardly from an extreme outer red line or border. 


The application states that it is “applied to the goods by building it therein, 

..” The mark is the coloring of the patches themselves, which are of laminated 
construction, so that the face of the patch is red which is surrounded by a white 
line formed by the second layer of that color, and which in turn is surrounded by a 
red line formed by the third red layer. Whatever the shape of the patch, the white 
line appears and maintains its identity even after long usage in the operation of a 
tube which has been patched. 

The refusal to register was based upon the ground that the mark is merely orna- 
mentation and, as such, lacks trade-mark significance and does not point to the 
source or origin of the goods. It is further suggested that it is functional. Appli- 
cant contends that the white line is not ornamental, since an ornamentation of a tire 
patch would be useless. Applicant also objects to the examiner’s reference to the 
fact that other trade-marks appear upon the face of the patch. 

It is, of course, true that more than one trade-mark may appear upon the same 
article, but the reference to the other marks is a proper subject of consideration in 
determining whether or not the particular mark involved does, in fact, serve as a 
designation of origin. Campbell Soup Company, et al. v. Armour and Company, 
Court of Appeals, Third Circuit, 81 U. S. P. Q. 430 [39 T. M. R. 566]. 

Applicant has submitted affidavits of its officers as indicating that the mark is 
intended to serve as a designation of origin. The intent, however, is immaterial, 
the question being whether or not it would be recognized as a distinguishing mark 
by purchasers. From an examination of the specimens themselves, it would appear, 
at least at first glance, that the very narrow white line surrounding the border of 
the patch was merely ornamental if not one which would necessarily result from the 
construction of the patch. This would not be conclusive if there were other facts 
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which would demonstrate that it would be recognized as a symbol of identification. 
Without reviewing the affidavits in detail, it seems sufficient to state that while 
showing an intent on the part of the applicant to have the line so recognized, they 
fail to demonstrate that it would be. The finding of the examiner that the line is 
a mere ornamentation must be accepted. 

This is not a case of a particular combination of colors in a particular form. The 
white line appears whatever the shape of the patch and is not presented as a part of 
a particular design or distinctive emblem. In Goodyear Tire & Rubber Co. v. The 
Firestone Tire & Rubber Co., 1917 C. D. 49, 240 O. G. 641, it was said: 


.... A narrow blue streak on the tread of the tire of the opposer, Goodyear Com- 
pany might be a valid trade-mark, because it is at once obvious that it is put there for that 
purpose, and it is hard to conceive any other purpose for it; but the moment the nar- 
row streak becomes a band broad enough to cover the whole tread of the tire it will 
convey the impression that the coloring of the tread is either for purposes of ornamenta- 
tion or else the result of structural necessity. 


In A. Leschen & Sons Rope Company v. Broderick & Bascom Rope Company, 
201 U. S. 166, 26 S. Ct. 425, 50 L. Ed. 710, the Supreme Court said: 


Whether mere color can constitute a valid trade-mark may admit of doubt. Doubt- 
less it may, if it be impressed in a particular design, as a circle, square, triangle, a cross, 
or a star. But the authorities do not go farther than this. 


In Campbell Soup Company, et al. v. Armour and Company, supra, the court 


said: 


.... Here, too, the law is well settled. Color is a perfectly satisfactory element of 
a trade-mark if it is used in combination with a design in the form, for example, of a pic- 
ture or a geometrical figure. The Barbasol case is typical. Here was a package using 
several colors but in a distinct and arbitrary design. The mere division of a label into two 
background colors, as in this case, is not, however, distinct or arbitrary, and the District 
Court so found. 

When we say that plaintiffs cannot have exclusive right to a trade-mark of a red 
and white label, we are by no means denying their right to acquire a trade-mark when 
the color is combined with other things in a distinctive design. As a matter of fact, the 
distinctiveness of plaintiff’s packages does not depend upon color alone, although each has 
been granted registration of a trade-mark described in terms of color. Each has its name 
in one of the color bands in a uniform and specified type of script. Each has a very dis- 
tinctive design on its label . . . . In denying the plaintiffs the exclusive use of color 
alone we are not passing upon the question whether they have acquired trade-marks entitled 
to protection in the sum total of the combinations which make up their respective labels for 
their goods. 


The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE RING SPECIALTY COMPANY 
Commissioner of Patents—September 26, 1949 


TRADE-MARK ACT OF 1946—REGISTRABILITY—SECTION 23 
TRADE-M ARKS—WorpDs INCAPABLE OF DISTINGUISHING—PARTICULAR INSTANCES 
“Ring Of The Month” held incapable of distinguishing applicant’s goods and cannot 
function as a trade-mark for jewelry for personal wear, not including watches, under 1946 
Act. 
TRADE-M ARKS—REGISTRABILITY—GENERAL 
In determining question of registrability, meaning to be attributed to a word is that which 
it will denote to the public and not that which is intended by applicant. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Ring Specialty Company. Ap- 
plicant appeals from refusal of registration on Supplemental Register. Affirmed. 


Whiteley & Caine, of Minneapolis, Minn., for applicant. 
DANIELS, A. C.: 


This is an appeal from the final refusal of an application for registration of a 
trade-mark for “jewelry for personal wear (not including watches)’’ upon the Sup- 
plemental Register under the Trade-Mark Act of 1946. The mark sought to be 
registered consists of the words “Ring of the Month.” 

The ground of refusal is that the mark sought to be registered is not “capable 
of distinguishing applicant’s goods” as required by section 23 of the Trade-Mark 
Act of 1946. In Burmel Handkerchief Corporation v. Cluett, Peabody & Co., 29 
C.C.P.A. 1024, 127 F. 2d 318 the United States Court of Customs and Patent 
Appeals held “Handkerchiefs of the Year” unregistrable under the Trade-Mark 
Act of 1905, and said: 


We think that the notation sought to be registered is descriptive of the character or 
quality of handkerchiefs. We are further of opinion that the notation inherently cannot 
function as a trade-mark. Such a common expression which can indicate nothing but 
high quality surely would not be indicative of origin to the purchasing public. 


This would appear to be controlling and to indicate that the words presented 
cannot function as a trade-mark and are incapable of distinguishing applicant’s 
goods. 

Applicant contends, however, that this cannot apply to its mark since it is not 
used as a “laudatory expression” and, that under applicant’s method of doing busi- 
ness, the mark is not only capable of distinguishing the goods, but is so recognized 
in the trade. In support of these contentions certain exhibits have been produced in 
some of which retail customers of applicant have used the words sought to be reg- 
istered in ordering or inquiring about applicant’s produce. It is further set out 
that the mark identifies and distinguishes applicant’s goods because of its method 
of doing business. This is described in the applicant’s brief as follows: 

.... The applicant is engaged in the manufacture and wholesale distribution of finger 


rings in a rather unique manner. In its business practice, the applicant firm makes only 
one new model of a ring each month and specializes on the sale of that one ring for a 
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period of one month. This does not mean that a purchaser cannot at a later time order 
rings of a previous month model, because the applicant maintains a sufficient supply to 
meet the normal market demands over an extended period of time. But by this unique 
method of manufacture the applicant has been able to materially reduce production costs 
and thereby establish a very substantial business in a relatively short period of time. 


and further 


The whole foundation of the business rests upon the fact that in one way or another 
the applicant places a new model of finger ring on the market each month. These are not 
birthstone rings, but represent some change in actual design of the ring. By this method 
of doing business two things are accomplished. First, production costs are reduced by 
standardized production techniques. Secondly, the buyers, who are retail jewelers, can min- 
imize their purchases and do not have to buy in volume, as is generally the custom in this 
trade. 


The statement of the United States Court of Customs and Patent Appeals in 
Burmel Handkerchief Corporation v. Cluett, Peabody & Co., supra, that “the nota- 
tion inherently cannot function as a trade-mark’ would appear to apply to the 
product even when produced and marketed in this manner. Aside from the possible 
“birthstone” significance referred to in the quotation from applicant’s brief, supra, 
the meaning to be attributed to the words is that which it will denote to the public 
and not that which is intended by applicant. In Ex Parte Durium Products Cor- 
poration, 15 U. S. P. Q. 57, holding that the words “Hit of the Week”’ for phono- 
graph records could not function as a trade-mark, it was said : 

Whether a mark is registrable as a trade-mark must be determined not from the 
intention of the party using the mark but from the effect it has upon the public mind. 
Unless the mark functions to identify or authenticate the goods as to their origin, or 
ownership, it is not a trade-mark. 


And as further stated by the United States Court of Customs and Patent Appeals 
in Burmel Handkerchief Corporation v. Cluett, Peabody & Co., supra: 
“of the year” is a common expression of high quality as applied to any object and one 
which we think any business is entitled to apply to its goods. If the exclusive right to use 


such expression as applied to handkerchiefs were granted appellant, we feel that appellee, 
together with other manufacturers of handkerchiefs would probably be damaged. 


While that was a contested case the Court recognized that the interest of others 
than the specific opposer must be considered, and in this case it would appear that 
any manufacturer of rings who cared to use such a “common expression” should be 
entitled to do so, and that accordingly the mark sought to be registered cannot dis- 
tinguish the goods of the applicant. It must further be considered that so far as 
any suggestion appearing in this record, other manufacturers would be at liberty, if 
they so desired, to follow applicant’s so-called “unique manner” of doing business, 
and the mark could not distinguish the goods of any particular manufacturer. Nor 
would the fact, if it be a fact, that no one has adopted this method of operation up 
to the present time, change this situation. Kellogg Company v. National Biscuit 
Company, 305 U. S. 111, 39 U. S. P. Q. 296. I cannot therefore accept the ap- 
plicant’s alleged distinctions between this case and Burmel Handkerchief Corpora- 
tion v. Cluett, Peabody & Co., supra, and believe that case to be controlling. 

The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE DREWRY & EDWARDS LIMITED 
Commissioner of Patents—October 20, 1949 


TraDE-Mark Act oF 1946—APPLICATIONS FOR REGISTRATION—SECTIONS 1 AND 44 
TRADE-MARKS—PLEADING AND PRACTICE—ForRMAL REQUISITES OF APPLICATION 
Purported application by foreigner, based on British application, failing to allege use of 
the mark in “commerce” held incomplete as not complying with section 1 of 1946 Act and 
filing date held properly vacated. 
Application by foreigner not filed within six months of application in country of origin 
held not entitled to priority under section 44(d) of 1946 Act, nor relieved from requirements 
of section 1 by the provisions of section 44(e). 


Petition to Commissioner of Patents. 

Application for registration of trade-mark, on Principal Register Under 1946 
Act, by Drewry & Edwards Limited. Applicant’s petition requesting the setting 
aside of action of Examiner of Trade-Marks, vacating filing date of application, 
denied. 


Michael S. Striker, of New York, New York, for petitioner. 


DANIELS, A. C.: 


The petition to the Commissioner dated August 8, 1949, supplemented by peti- 
tions dated August 22, and October 6, 1949, requests that the action of the Examiner 
of Trade-marks vacating the filing date of the above identified application for reg- 
istration of a trade-mark on the Principal Register under the Trade-Mark Act of 
1946 be reviewed and set aside. 

The purported application for registration was received in the Patent Office on 
May 27, 1948, and given Serial No. 557,911. Subsequently, upon discovering that 
the application was incomplete, the filing date was vacated by the examiner. The 
purported application was in conventional form except that no use of the mark in 
commerce was set out, it being stated that application for registration of the trade- 
mark had been filed in Great Britain. 

In view of the failure to set out use in commerce, the written application on its 
face fails to comply with the requirements of section 1 of the Trade-Mark Act of 
1946 as to requirements for registration of trade-marks upon the Principal Register. 
This section states that “the owner of a trade-mark used in commerce [as defined 
in the Act] may register his trade-mark,” and requires that the written application 
must state ‘‘the date of applicant’s first use of the mark in commerce.” The applica- 
tion is therefore obviously incomplete and unacceptable as an application for reg- 
istration of a trade-mark in the United States unless such action is permitted by 
other sections of the statute. 

Section 44(d) of the Trade-Mark Act of 1946 relates to the right of priority 
based on applications in a foreign country, and that section indicates that such a reg- 
istration in this country need not be based on use in commerce. Therefore, had the 
applicant filed this application in accordance with that section, claiming right of 
priority because of a prior foreign application, section 44(d) would have been au- 
thority for eliminating the requirements of section 1 as to “use in commerce.” That 
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section requires, however, that to make such claim of priority, the application must 
be filed in the United States within six months from the date on which the applica- 
tion was filed in the country of origin, and this application was not filed within that 
period. The applicant is, therefore, not entitled to priority based upon its prior 
foreign application, under that section. 

Section 44(e) of the Trade-Mark Act of 1946 provides that : 


A mark duly registered in the country of origin of the foreign applicant may be 
registered on the Principal Register if eligible... . 


and read in connection with 44(c), has been interpreted as constituting another 
exception to the requirement of “use in commerce’ when the application is based 
upon a registration in a foreign country. In this case, however, the applicant does 
not claim to have a registration in a foreign country, and, consequently, is not re- 
lieved from the requirement of “use in commerce” thereby. It is true that at some 
unidentified future date applicant may receive a foreign registration, and at that time 
might be entitled to a registration in this country. At the present time, however, 
having no such registration and having failed to comply with the provisions of sec- 
tion 44(c), the applicant is given no right by that section of the statute to make 
application for registration, and thereby attempt to establish any claim of priority 
before the actual grant of such foreign registration. 

Applicant asserts that the second sentence of section 44(e) gives it a right to 
apply for registration in this country without having the right of priority provided 
by section 44(d) and without having a prior registration in the foreign country. 
This sentence cannot be read alone but must be read in connection with the first 
section of the paragraph, and the paragraph cannot be considered to eliminate the 
requirements for an application for registration specified in section 1 of the’ Act of 
1946. The application does not show that the application presently has any right 
to registration in the United States or necessarily that it ever will have such right, 
and the filing of an application in Great Britain gives no rights either to a registra- 
tion or in connection with an application. The purported application and the filing 
date sought by the applicant are therefore unauthorized. It may be that the second 
sentence of section 44(e) would permit filing of a copy of a foreign application ac- 
companied by an allegation as to actual issuance of a foreign registration thereon, 
but this question is not before me for determination. As presented, the application 
does not comply with the requirements of the statute for an application for reg- 
istration. 

Since not even the copy of the foreign application has been filed herein, applicant 
does not deny the correctness of the action but only the ground upon which it was 
based, and, whether or not the examiner’s reasons were correct, his action would 
necessarily be affirmed. In view of the foregoing, however, it must be considered 
not only that the action was correct, but that this situation would not have been 
changed had a copy of the foreign application been submitted at this time. 

The petition is denied. 
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EX PARTE GUYAN EAGLE COAL COMPANY 


Commissioner of Patents—November 1, 1949 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

Composite mark consisting of circle design on which appears representation of a buffalo, 
with the word “Buffalo” appearing above the representation, and the word “Chilton” ap- 
pearing below the representation, held confusingly similar to “Buffalo,” used on similar 
goods, under 1905 Act. 

Both the representation of a buffalo and the word give an impression identical with that 
of the word “Buffalo,” as covered by prior registrations; and the addition of the word 
“Chilton” is insufficient to distinguish. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Guyan Eagle Coal Company. 
Applicant appeals from refusal of registration. Affirmed. 


Ansell & Ansell, of Washington, D. C., for applicant. 
DanieEts, A. C.: 


This is an appeal from the refusal to register a trade-mark for “coal” on an 
application filed under the Act of 1905. The mark sought to be registered con- 
sists of a circle design on which appears a representation of a buffalo, the word 
“Buffalo” appearing above the representation and the word “Chilton” below such 
representation. 

Registration has been refused on several grounds including that of a prior 
registration of the word “Buffalo” for “coal” and another prior registration for 
that product which includes that word. Applicant contends that its mark “Buffalo 
Chilton” and design is not confusingly similar to the word “Buffalo.” It is further 
contended that the word “Buffalo” forms a relatively insignificant part of the mark 
and that the picture of the animal is the prominent feature thereof likely to be 
noticed. While the inclusion of the representation of a buffalo would undoubted- 
ly cause the word to be associated with the animal rather than with the city of that 
name, there is nothing to indicate that the prior registration has a geographical 
connotation or has any other territorial significance. I am unable to agree that the 
word is inconspicuous, but in any event both the representation and the word give 
the identical impression of that of the word as registered in the prior registra- 
tions. Ex Parte Charleston Milling Company, 565 O. G. 729, 62 U. S. P. Q. 
256; Ex Parte The Johnson-March Corporation, 544 O. G. 694, 55 U. S. P. Q. 
197. Nor is the addition of the word “Chilton” sufficient to distinguish between 
them. I accordingly agree with the examiner that registration must be refused 
under section 5 of the Trade-Mark Act of 1905 in view of the prior registrations. 

In view of the foregoing the other grounds of the refusal to register need not 
be considered in detail and it seems sufficient to state that I agree with the conclu- 
sion of the Examiner of Trade-Marks with respect thereto for the reasons con- 
tained in his statement. 

The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE MORRIS ROSENBERG COMPANY 


Commissioner of Patents—November 3, 1949 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Fanciful representation of a squirrel with exaggerated features and dressed in turtle- 
neck sweater and other garments held confusingly similar to the word “Squirrel” and to 
conventional representation of a squirrel, used on similar goods, under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Use of a word as a trade-mark has the same effect as the use of a picture, if the word 
means the same as the picture. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Morris Rosenberg Company. 
Applicant appeals from refusal of registration. Affirmed. 


Stuart M. Maule, of Alhambra, Cal., for applicant. 
Daniels, A. C.: 


This is an appeal from the final refusal of the application of Morris Rosenberg 
Company for registration of a fanciful representation of an animal as a trade-mark 
for “salted nuts in vacuum packed tins, salted nuts in other containers, shelled 
nuts,” under the Trade-Mark Act of 1905. Registration has been refused in view 
of two prior registrations, one of the word “Squirrel,” No. 76,187, registered 
December 21, 1909 and renewed; and another of a conventional representation of 
a squirrel, No. 318,545, registered October 30, 1934, each for nuts, and various 


nut products. Both the examiner and the applicant have gone into some detail as 
to whether or not the fanciful representration of an animal which makes up appli- 
cant’s mark is a squirrel, a chipmunk or some other animal. To me it appears to 
be a squirrel. 

It is clear, however, that as contended by applicant, it differs from any ordinary 
squirrel, and is obviously fanciful, if not fantastic. While having certain essential 
physical features of a squirrel, the various features are exaggerated, and the animal 
pictured is in a position which no squirrel could ever assume. It is depicted as 
dressed in a turtleneck sweater and other garments, certainly not characteristic 
of a squirrel. If, however, it is recognizable as a squirrel and would be regarded 
as such, which in my opinion must be assumed, it would appear to be the full 
equivalent of both the registrations cited since the use of a word as a trade-mark 
has the same effect as the use of a picture if the word means the same as the picture. 
In re Riverbank Canning Co., 25 C. C. P. A. 1028, 95 F. 2d 327 [28 T. M. R. 
257]. As against this, applicant contends its fanciful figure was designed by a 
studio which has also designed various fanciful animals for use in the motion 
picture and comic strip field, and that it would “create to the observer’s mind the 
impression that the animal is wearing and doing things so completely and surpris- 
ingly different from what an animal can ordinarily be expected to wear and do, 
that the impression created thereby in the observer’s mind will be a lasting one.” 
Nevertheless, it would be regarded and referred to as a squirrel, however uncon- 
ventional, and the applicant’s products would undoubtedly be identified by that 
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name, and confusion with the marks of the prior registration accordingly appears 
probable. 
The decison of the Examiner of Trade-Marks is affirmed. 


EX PARTE DALLIOUX 


Commissioner of Patents—November 3, 1949 


TrADE-Mark Act or 1946—REGISTRABLE SuBJECT MATTER—SeEcTiIons 2(e) AND 2(c) 
TRADE- MARKS—REGISTRABILITY—NAME OF INDIVIDUAL 
1905 Act prohibited registration of marks consisting of names of individuals, which 
included surnames but was not restricted thereto. 
Section 2(e), the corresponding section of 1946 Act, contains no reference to “the name of 
an individual” but precludes registration of a mark which is “primarily merely a surname.” 
“Andre Dallioux,” personal name of applicant, held registrable on Principal Register 
under 1946 Act, and not barred as merely a surname. 
By signing application for registration of his own name, applicant held to have consented 
thereto, within the meaning of Section 2(c). 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Andre Julien Dallioux. Applicant 
appeals from refusal of registration. Reversed. 


Chauncey P. Carter, of Washington, D. C., for applicant. 


DanieEis, A. C.: 


This is an apeal from the final refusal of the Examiner of Trade-Marks of an 
application for registration of a trade-mark on the Principal Register under the 
Trade-Mark Act of 1946, for “traveling bags and ladies’ hand bags.”” As shown 
in the drawing and considered by the Examiner of Trade-Marks, the mark sought 
to be registered consists of the words “Andre Dallioux,” the applicant’s personal 
name. Refusal to register is based on the ground that the surname is the dominant 
feature of the mark, and that the mark accordingly is “primarily merely a surname,” 
and as such should not be registered in view of section 2(e) of the Trade-Mark 
Act of 1946. That “Dallioux” is “merely a surname” and would not be entitled 
to registration by itself, unless considered under section 2(f) of the Act, is ap- 
parently not questioned by applicant. To state, however, that the entire mark 
presented, “Andre Dallioux,” is “merely a surname” is a contradiction, since it 
comprises the entire name of an individual. 

Under the provisions of the Trade-Mark Act of 1905, registration of a mark 
which “. . . . consists merely in the name of an individual” was prohibited unless 
it was printed in such a manner as to comply with certain exceptions set out in 
section 5 of that Act. The Act was further construed to prohibit registration of 
marks consisting of surnames, refusal being based upon the construction that a 
surname constituted the major portion of an individual name, and accordingly was 
within the prohibition as to the “name of an individual” above quoted. In The 
American Tobacco Co. v. Wix, 20 C. C. P. A. 835, 62 F. 2d 835 [23 T. M. R. 
104], the court, after quoting the prohibition of section 5, above referred to, said: 
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The name “Wix” is the surname of the founders of appellant’s English company, 
engaged in the tobacco business. . . . Appellant’s counsel has presented a very interest- 
ing history of the origin of surnames, and contends that “the word ‘surname’ is not the 
same, as the phrase ‘name of an individual,’ either in language, or historical fact. The 
name of an individual is his baptismal name plus his surname, and in using the phrase 
‘name of an individual’ in the trade-mark Act it is presumed that Congress meant what it 
said and used words precisely.” 

In other words, as we understand him, appellant’s counsel contends that by the proviso 
hereinbefore quoted, either the baptismal name or the surname of an individual may be 
registered as a trade-mark, and it is only the combination of the two names that is 
prohibited. 

In this contention we cannot concur. While not questioning the origin of surnames 
and set forth by counsel for appellant, we think that in modern times the significant portion 
of the name of an individual is the surname, and that baptismal names serve only as a means 
of distinguishing between persons bearing the same surname, thus reversing the original 
significance of surnames as set forth by counsel. It would appear that, centuries ago, 
the surname was adopted for the purpose of distinguishing persons bearing the same 
baptismal name. 


At a later point, the court said [23 T. M. R. 109]: 


In view of all the foregoing, we hold that a surname is included within the prohibition 
of the proviso of said section 5 hereinbefore quoted. .. . 


Thus under the Act of 1905, registration of marks consisting of names of 
individuals, including surnames, was prohibited. In the corresponding section of 
the Trade-Mark Act of 1946, section 2(e), there is no reference to “merely the 
name of an individual” in specifying the types of marks which shall be refused 
registration on account of their nature and, in place thereof, section 2 provides 
that “no trade-mark ... . shall be refused registration on the Principal Register 
on account of its nature unless it .... (e) consists of a mark which... . (3) is 
primarily merely a surname.” It thus continued to require refusal of registration 
of marks which consisted merely of surnames, which the court referred to as “the 
significant portion of the name,” in The American Tobacco Co. v. Wix, supra, but 
eliminated the requirement of refusal of one consisting of “the name of an indi- 
vidual.” To refuse registration of the mark as shown in the drawing would be 
in effect to continue the rule of the Act of 1905, even though the prohibition against 
registration of a mark consisting of the name of an individual (which included 
surnames but was not restricted thereto), no longer remains in the law. 

Section 2(c) of the Act of 1946 also refers to a mark which “consists of or 
comprises a name. . . . identifying a particular living individual except by his 
written consent, ...” By signing the application, the applicant here obviously 
consents thereto, and accordingly that section is no bar to the registration of the 
mark shown in the drawing. 

It is to be noted that the mark presented is used as a trade-mark. A different 
situation might well be presented in the event an individual name was not used 
as a trade-mark, as for example, if it were used merely as a part of the name and 
address of the manufacturer rather than as a trade-mark. The foregoing com- 
ments would, of course, not apply in the event the surname was unduly emphasized 
or otherwise constituted the only significant part of the mark, thereby amounting 
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to “a mere device or contrivance to evade the law and secure the registration of non- 
registrable words .. . ,” (Beckwith v. Commissioner of Patents, 252 U. S. 538, 
1920 C. D. 471). 

While in view of the foregoing the mark appears to be registrable, certain 
formal matters with respect to the application, which apparently neither the 
examiner nor the attorney regarded as being necessary to consider have been noted. 
These are matters of form rather than substance and may, if necessary, be con- 
sidered by the examiner before passing the mark to publication. 

The decision of the Examiner of Trade-Marks is reversed. 


EX PARTE NATIONAL GEOGRAPHIC SOCIETY 


Commissioner of Patents—November 3, 1949 


TRADE-MaArRK Act OF 1946—REGISTRABLE SUBJECT MATTER—SECTION 45 
TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 

Use of “Mention the Geographic” at bottom of advertising pages of The National 
Geographic Magazine held not to constitute trade-mark use of “The Geographic,” within 
meaning of section 45 of 1946 Act. 

Trade-mark need not be large in size nor appear in particular position on goods but 
must be used in such manner that its nature and function are readily apparent and recog- 
nizable. 

Use of term “Geographic” as nickname held not to constitute trade-mark use under 
1946 Act. 

References to “Geographic” contained in texts and as part of titles of other publications 
of applicant held not to constitute “use in commerce” of “Geographic.” 

Section 45 of 1946 Act held not to permit registration of trade-mark based merely 
upon use of a word in advertising. 

STATUTORY INTERPRETATION—LEGISLATIVE HisToRY—-GENERAL 

Quotations from committee hearings preceding enactment of 1946 Act held not con- 
trolling in face of particular language of statute in section 45; if considered, such quotes 
do not indicate intent to permit registration of trade-marks based only on use in adver- 
tising; and though prior bills would have permitted registration based on use in advertis- 
ing, such language was eliminated before enactment. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by National Geographic Society. 
Applicant appeals from refusal of registration. Affirmed. 


Chauncey P. Carter, of Washington, D. C., for applicant. 
DANIELS, A. C.: 


This is an appeal by National Geographic Society from the final refusal of its 
application for registration of a trade-mark for “a periodical publication” under 
section 2(f) of the Trade-Mark Act of 1946. The mark sought to be registered 
consists of the words “The Geographic.” The specimens presented include several 
pages of advertising from the applicant’s publication, The National Geographic 
Magazine, at the bottom of which pages appear the words “Mention the Geographic 
—lIt identifies you.” These specimens are the same as those submitted in another 
application, which was considered in a decision dated September 13, 1949 (82 
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U. S. P. Q. 446), in which applicant sought to register the entire phrase, disclaim- 
ing everything except “Geographic.” To a substantial extent, the decision in that 
case disposes of the present case insofar as “use in commerce” is claimed on the 
basis of the use of this phrase on such advertising pages. 

The term “trade-mark,” as defined in section 45 of the Trade-Mark Act of 
1946, includes a “word ... . adopted and used by a manufacturer or merchant to 
identify his goods and distinguish them from those manufactured or sold by 
others.” This contemplates use in such a manner as to fulfill that function and 
clearly does not contemplate that the public will be required or expected to browse 
through a group of words, or scan an entire page in order to decide that a particu- 
lar word, separated from its context, may or may not be intended, or may or may 
not serve, to identify the product of the manufacturer or dealer. This does not 
mean that a trade-mark must be particularly large in size or must appear in any 
particular position on the goods, but it must be used in such manner that its nature 
and function are readily apparent and recognizable without extended analysis or 
research, and certainly without legal opinion. Nor is it ordinarily proper to break 
up integral features used by applicant for the purpose of registration. American 
Photographic Publishing Co. v. Ziff-Davis, 29 C. C. P. A. 1014, 127 F. 2d 308 
[32 T. M. R. 304] see also Ex Parte Servel, Inc., 605 O. G. 723, 75 U. S. P. Q. 
247 (Petition for Reconsideration, 609 O. G. 707, 77 U. S. P. Q. 57), and cases 
there cited. The use of the phrase quoted on the advertising pages of the maga- 
zine cannot, therefore, be considered a trade-mark use of the mark sought to be 
registered. 

In addition to the specimens originally filed, the applicant has submitted cer- 
tain of its publications other than The National Geographic Magazine itself. The 
first of these is entitled “With the First Million at home” which consists of an 
analysis of the distribution of The National Geographic Magazine; the second con- 
sists of an illustrated booklet entitled “The Story of the Geographic,” apparently an 
advertising brochure; the third is a publication entitled “Invitation From the 
National Geographic Society,” and fourth, a leaflet. “Nature and Travel Books, 
Panoramas and Maps for Young and Old.” In addition to the four publications 
presented before the Examiner of Trade-Marks, the applicant now presents another 
publication entitled, ““The National Geographic Society and Its Magazine,” a 66- 
page booklet referring to various publications of The National Geographic Society 
which is apparently a reprint of a foreword to a cumulative index of applicant’s 
magazine, The National Geographic Magazine, for approximately forty years. In 
each of these the word “Geographic” appears as referring to The National Geo- 
graphic Magazine. As an illustration of the type of use referred to by the appli- 
cant, the publication entitled “With the First Million at home” uses the term “The 
Geographic” five times according to a tabulation inserted therein. One of these 
instances is a testimonial letter from an insurance company, referring to the effects 
of “our advertising in the Geographic ....” There is also a reference to the 
advertising rates of The Geographic. In the booklet, “An invitation from The Na- 
tional Geographic Society,” in the body of the text appear certain references to 
The Geographic, and “The Geographic’s illustrations,” “The Geographic’s subject 
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matter,” etc. These are used in the same manner that the words “The Magazine” 
is used in the same publication. Certain paragraph headings also contain the word, 
for example, “The Story of the Geographic,” on page 3. In the publication, “The 
National Geographic Society and its Magazine,” the terms, “Geographic’s” “Geo- 
graphics,” “The Geographic,” and “Geographic” are used on a number of pages, 
the applicant indicating that it occurs one or more times on 19 of the 66 pages 
making up the publication. The terms as so used form part of the context of the 
printed pages, or appear in paragraph headings. Examples of such use in the 
booklet, “The National Geographic Society and Its Magazine,” are “. ... The 
many Millions of dollars required to publish these 42 years of Geographics have 
been supplied year after year by the dues of the members of the National Geographic 
Society, .. .” and, “Geographic Staff Members Travel... .” and, “. . . . and won- 
ders of man’s making to be written and photographed for The Geographic.” This 
would appear to indicate that as suggested in the prior decision (82 U. S. P. Q. 
446), the term “Geographic” is used as a nickname or shortening of the name of 
applicant’s magazine, but it does not indicate to me that it is used as a trade-mark, 
either under the definitions of the Trade-Mark Act of 1946, or under any definition 
of a trade-mark which has been brought to my attention. Numerous decisions 
on this question under the Trade-Mark Act of 1905 and prior Acts (See Columbia 
Mill Company v. Alcorn, 150 U. S. 460; American Photographic Publishing Co. 
v. Ziff-Davis, supra), indicate that a mark so used could not have been registered 
under prior Acts. Applicant correctly contends, however, that the New Act con- 
tains a definition of “use in commerce” differing from those in effect under prior 
Acts. Section 45 defines “use in commerce” as follows: 


For the purposes of this Act a mark shall be deemed to be used in commerce (a) on 
goods when it is placed in any manner of the goods of their containers or the displays as- 
sociated therewith or on the tags or labels affixed thereto and the goods are sold or 
transported in commerce. . . . 


The reference to “Geographic” contained in the publications above mentioned 
is clearly not placed upon the goods nor on the container, nor on any displays as- 
sociated therewith. Applicant contends, in effect, that they are used in advertis- 
ing and constitute a display sufficient to identify the applicant’s goods. They are 
not a display, but simply casual references in the body of the other publications. 
The new definition would, as suggested by applicant, broaden the older rule to an 
extent that might well eliminate certain technical objections raised to manner of 
use of a mark under the 1905 Act such, for example, as that involved in Gray v. 
Armand Company, 24 F. 2d 878, 1928 C. D. 158, and permit uses such as that 
referred to in Ex Parte Booth Bottling Company, Inc., 620 O. G. 1266, 80 
U.S. P. Q. 78. It does not, however, permit registration of a trade-mark merely 
based upon use of a word in advertising. Applicant refers to various quotations 
from the Committee Hearings preceding the enactment of the Trade-Mark Act 
of 1946 as indicating an intent to permit registration based on use of a mark in 
advertisements. No such statements could be considered as against the language 
of section 45 quoted above, and in any event, examination of the quotations does 
not indicate to me any such intent as suggested by applicant’s counsel. If they 
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were to be considered, however, it is noted that examination of the legislative 
history of the Act indicates that language providing that use in advertising shoulc 
be sufficient use in commerce was at one time included in the proposed law, but 
that this was eliminated before its enactment. 

It is unnecessary to consider applicant’s argument as to the recognition of this 
term, nor is there any reason to question its contention that the word might be of 
such a nature as to constitute a registrable trade-mark if used as such in commerce. 
Nothing presented indicates to me that the applicant has ever so used the words 
now sought to be registered. 

The decision of the Examiner of Trade-Marks is affirmed. 
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Sterling Drug Inc. 
JOHN L. ESTERHAI 
Philco Corporation 
WALTER J. HALLIDAY 
Nims, Verdi & Martin 
FREDERICK H. KNIGHT 
Corning Glass Works 


FREDERICK F. MACK 
General Foods Corporation 
EARL S. OLSON 
Johns-Manville Corporation 
KENNETH PERRY 
Johnson & Johnson 
BERNARD J. THOLE 
Socony-Vacuum Oil Co., Ine. 
JOHN WORTMANN 
The Borden Company 


INTERNATIONAL TRADE-MARK COMMITTEE 


LEY BROWNE 


American Home Products Corp. 


X. CLAIR 
Esso Standard Oil Co. 

VNRY W. COUGHLIN 
General Aniline & Film Corp. 
GLEASON 
Marks & Clerk 

RAHAM S. GREENBERG 
Radio Corporation of America 
JOHNSTON 
Colgate-Palmolive-Peet Co. 


ERIC H. WATERS, Chairman 


Haseltine, Lake & Co. 


STEPHEN P. LADAS 


Langner, Parry, Card & Langner 


N. ST. LANDAU 

Johnson & Johnson 
MAURICE W. LEVY 

Hoffman-La Roche, Inc. 
HUGH F. MacMILLAN 

The Coca-Cola Export Corp. 
FREDERICK MOELLER 

Lehn & Fink Products Corp. 
EDMUND DILL SCOTTI 

Wm. Wallace White & Scotti 


PUBLISHERS INFORMATION COMMITTEE 
HUGH F. MacMILLAN, Chairman 


.. BROMAN 

National Carbon Co., Inc. 
7ERBIC 

Johnson & Johnson 

\HAM S. GREENBERG 

Radio Corporation of America 
\C HAASE 

Public Policy Organization 


The Coca-Cola Export Corp. 


WALTER J. HALLIDAY 

Nims, Verdi & Martin 
SIGRID H. PEDERSEN 

J. Walter Thompson Company 
N. M. PERRINS 

Eastman Kodak Company 
EDMUND DILL SCOTTI 


Wm. Wallace White & Scott 
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